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clipients of information under subsection
(bX(2)(E) will be responsible under the stat-
ute for maintaining the confidentiality of
the Information as if they themselves were
video tape service providers.

Under paragraph (2)(F), personally identi-
fiable information may be disclosed pursu-
ant to a court order in a civil proceeding.
upon a showing of compelling need for the
information that cannot be accommodated
by any other means, and if (i) the consumer
is given reasonable notice, by the person
seeking the disclosure, of the court proceed-
Ing relevant to the issuance of the court
order; and (Q) the consumer is afforded the
opportunity to appear and contest the claim
of the person seeking the disclosure.

If personally identifiable information is
disclosed, pursuant to paragraph (2)(F), the
courts shall impose appropriate safeguards
against unauthorized disclosure.

Section 2710(c) imposes liability where an
individual in violation of the Act, knowing-
ly discloses personally identifiable informa-
tion concerning any consumer. Under gener-
ally applicable principles of tort law, the
action of an employee is generally imputed
to the employer when the employee is
found to have acted within the scope of his
or her employment.

In making that determination, the court
or Jury, as the trier of fact, should consider
all relevant facts, and the context in which
they arise. For example, it may be relevant
that the video tape service provider has an
explicit store policy that requires compli-
ance with this Act.

To ensure compliance with the law, video
tape service providers are urged to explain
the Federal law and the store's policy of
compliance with it; warn their employees
that disclosure of personal information by
anyone not designated to do so on behalf of
the businm is grounds for dntalsal. and
post conspicuous notice of the law and store
'policy in plain view of all employees (such
as at the customer counter and by the tele-
phone).

This bill does not change current law with
regard to the liability of employees for acts
committed within the: cope of their employ-
ment. For example, a clearly defined policy
will not-serve to exculpate an employer
from liability for the acts ot its employees
when the policy is not in fact enforced

Section lO10(d) is intended to apply to the
situation where a private individual obtains
personally identifiable information in viola-
tion of the Act. It is not intended to apply
to any Federal State, or local governmental
official It-states -that such information
shall not be received in evidence In any trial,
hearing, arbitration;, or other proceeding in
or before any court, grand ury, department.
office, agency, regulatory body.' legislative
commtttee, or other authority of the United
States, a State, or a political subdivision of a
state. -

8ectbin 2710(e) requires the destruction of
personally identifiable information a soon.
as practable, but no later than one year
from the date the information is no longer
necessy for the purpose for-which it was
collected and there are no pending requests
or orders fo ccess., to swh I-nfppt~Lon
under subeections (bX2) or (c2) ar. pura*-
ant to a court order. The purpose of-this
provision Is to reduce. the, chances that an
individual's privacy wil be -invaded, by re-
quiring the destruction of information in an
expeditious fashion. appropriate to the cir-
cumstances and to the policies protected by
this Act.

Under this subsection, the phrase the
"purpose for which it was collected" must
be- narrowly construed. It may include ac-
tivitles that are for the exclusive use of mar-

- eting ,o6ds and services to the consumer,
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It may not, however, include activities that
violate the intent of the statute, which is to
protect personally identifiable information
from disclosure.

Section 2710(f) explicitly preserves the
rights of consumers to seek redress under
State laws that may provide a greater
degree of protection than is afforded by the
Federal statute. The bill does not preempt
State laws that provide greater privacy pro-
tection for video users.

Mr. MOORHEAD. Mr. Speaker, I
yield myself such time as I may con-
sume.

Mr. Speaker, I rise in support of S.
2361, the Video Privacy Protection Act
of 1988. This legislation stems from
the incident last summer when a news-
paper reporter found out from a video
store what video films Judge Bork had
rented and published a story about his
preference.

The immediate reaction to the Bork
episode was a strong bipartisan re-
sponse. Both the Democrats and the
Republicans deciding upon Judge
Bork's Judgeship became outraged and
called for legislation. This bill is the
result with Senators Lzmrv and SIMON
joined by Senator GRASsLEr sponsor-
ing on the Senate side and the gentle-
man from California, Mr. McCarDLEss,
and the gentleman from Wisconsin,
Mr. K gsTEmBzxR, 'sponsoring on the
House side. I would like to commend
all of these individuals for taking the
initiative on this important Issue.

This bill prohibits the disclosure of
video records except in certain narrow-
ly defined circumstances. Such an ap-
proach will protect the privacy rights
of video tape users while ensuring that
those who need access to the informa-
tion, such as law enforcement officials,
will be able to obtain it

The Courts Subcommittee during its
hearings and deliberations on the leg-
.slation ha received the cooperation
and constructive input of Erorl' the
Video Software Deler's Association,
the Direct Marketing Association, the
ACLU, the FBL and the Department
of Justice. In many ways the legisla-
tion will codify .existing practices put
In place by Erol's and the Direct Mar-
keting Association to provide informa-
tion privacy protection for their cus-
to'mers. Mr. Speaker, the legislation
which Is without opposition will pro-
vide. valuable privacy protection for
the customers of video stores and I
urge my colleagues' support for It.

Mr. MdcANDLESS r. Speaker, as the one
who first htroded video pnvacy legsatioa, I
want to thank my colleagues, Mr. KAEN-
MEJR and Mr. MooRAEA. Their spreme ef-

forts as chairm and ranking Republican of
the Court Subcommitsee have made It posse
be to brfn this legla to the floor.
. here were many hudles that had to be
overcone. M.:KASTENMrJER and I rewrote
and redro rced the legislatin Mr. MOORP
HEAD added some key concepts Sometimes
the Ight at the end of the tunel got pretty
dark. But my triends from Wisconsin and Cali-
fornia persevered, shepherding the concept
akong ts way.

As a result we have :a product that all af-
fected parties are supporting More mportant-
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ly, we have a product that will protect people
from invasion of their privacy.

Every day, people are asked to disclose in-
formation about themselves that someone
then squirrels away in a computer. Every time
we provide such information, we're giving a
piece of ourselves to someone else. The
Video Privacy Protection Act of 1988 ensures
that video service providers will respect the
privacy of that with which we have entrusted
them.

Mr. KASTENMEIER. Mr. Speaker, I
have no further requests for time, and
I yield back the balance of my time.

Mr. MOORHEAD. Mr. Speaker, I
have no further requests for time, and
I yield back the balance of my time.

The SPEAKER pro tempore. The
question is on the motion offered by
the gentleman from Wisconsin [Mr.

AKAsT]wmm] that the House suspend
the rules and pass the Senate bill, 8.
2361.

The question was taken; and (two-
thirds having voted in favor thereof)
the rules were suspended and the
Senate bill was passed

A motion to reconsider was laid on
the table.

GENERAL LEAVE

Mr. KASTENMEIER. Mr. Speaker, I
ask unanimous consent that all Mem-
bers may have 5 legislative days in
which to revise and extend their re-
marks on S. 2361, the Senate bill Just
passed.

The SPYAER pro tempore.' Is
there objection to the request of the
gentleman from Wisconsin?

There was no objection.: :
-: , -':.i

TRADEMARK LAW REVISION -
-ACT OP 1988

Mr. KASTENME1EB.. Mr. Sieaker, I
move to suspend the rules and pass
the Senate bill (S. 1883) to amend the
Trademark Act of 1946 to make cer-
tain revisions relating to the registra-
tion of trademarks, and for other pur-
poses, as amended.

The Clerk read as follows
8. 1883

Be it enacted by the Senate and House of
Representatives of the United States of
America in Con. essassembld,

T'ITLE I-TRADE DAR K LAW REVISION
sac isi. sHrrTrr'L

This title may be cited as the "Trademark
Law Revision Act of 1988".. ' ' . '. .·
SEC 10. RREFERW4C T1O T1 7hADEABK ACT OF

Except as otherwise -expressl providedt
whenever in this title an mnm ent i ex-
presed in terms of an.amendment to a sec-
tion or other provision, the reference shall
be considered to be made to a section or
other provision of the Act entitled "An Act
to provide for the registration and protec-
tion of trade-marks used in commerce, to
carry out the provisions of certain interna-
tional conventions, and for other purposes",
approved July 5,. 194 (15 US.C. 1051 -and
following) (commonly referred to as the
"Trademark Act of 1946')') . u ..' ..
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SEC. Ie APPLICATION TO REGISER, TRADE-

MARKS. -
Section 1(15 U.S.C. 1051) is amended-
(1) In the matter before subsection (a), by

striking out "may register his" and Inserting
in lieu thereof "may apply to register his or
her";

(2) by redesignating paragrphs (1), (2),
and (3) of subsection (a) as subparagraphs
(A), (B), and (C), respectively;

(3) by redeslgnating subsections (a), (b),
and (c) as paragraphs (1), (2), and (3), re-
spectivelyr,

(4) by inserting "(a)" after "SrcTIon L";
(5) in subsection (aXXA), as redesignated

by this section--
(A) by striking out 'applied to" and insert-

ing In lieu thereof "used on or in connection
with"; and .

(B) by striking out "goods in connection"
and Inserting in lieu thereof "goods on or In
connection";, . ..

(8) in subsection (aXlXC), as redesignated
by this section, by striking out "actually";

(7) in subsection (aX2), as redesignated by
this section.by striking out "flln" and in-
serting in lieu thereof "prescribed";

(8) by redesignating subsection (d) as sub-
section (e); and

-49) by-Inserting before subsection (e), as
redesignated by paragraph (8) of this seec-
tion, the following:

"(b) A person who has a bona fide inten-
tion, under drcumstances showing the good
faith of such person, to use a trademark in
commerce may apply to register the trade-
mark under this Act on'the principal regis-
ter hereby established:

"(1) By filing in the Patent and Trade-
mark Office-

"(A) a written application, in such form as
may be prescribed by the Commissioner,
verified by the applicant, or by a member of
the firm or an officer of the corporation or
association applying, specifying applicant's
domicile and citizenship, applicant's bona
fide intention to use the mark in commerce,
the goods on or In connection with which
the applicant has a bona fide intention to
use the mark and the mode or manner in
which the mark is intended to be used on or
in connection with such goods, including a
statement to the effect that the person
making the verification believes himself or
herself, or the firm, corporation, or associa-
tion In whose behalf he or she makes the
verification, to be entitled to use the mark
in commerce, and that no other person,
firm, corporation, or association, to the best
of his or her knowledge and belief, has the
right to use such mark in commerce either
in the Identical form of the mark or in such
near resemblance to the mark as to be
likely, when used on or in connection with
the goods of such other person, to cause
confusion, or to cause mistake, or to deceive,
however, except for applications filed pursu-
ant to section 44. no mark shall be regis
tered until the applicant has met the re-
quirements of subsection (d) of this section;
and

"(B) a drawing of the mark
"(2) By paying in the Patent and Trade-

mark Office the prescribed fee.
"(3) By complying with such rules or regu-

lations, not inconsistent with law, as may be
prescribed by the Commissioner.

"(c) At any time during examination of an
application filed under subsection (b), an
applicant who has made use of the mark in
commerce may claim the benefits of such
use for purposes of this Act, by amending
his or her application to bring it into con-
formlity with the requirements of subsection
(a).
'"(dX1) Within six months-after the date

on which the notice of allowance with re-
spect to a mark is issued under section
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13(bX2) to an applicant under subsection (b)
of this section. the applicant shall file in the
Patent and Trademark Office, together
with such number of specimens or facsml-'
les of the mark as used in commerce as may
be required by the Commissioner and pay-
ment of the prescribed fee, a verified state-
ment that the mark is in use in commerce
and specifying the date of the applicant's
first use of the mark In commerce, those
goods or services specified in the notice of
allowance on or in connection with which
the mark is used in commerce, and the mode
or manner in which the mark is used on or
in connection with such goods or service.
Subject to examination' and acceptance of
the statement of use, the mark shall be reg-
istered in the Patent and Trademark Office,
a certificate of registration'shall be issued
for those goods or services recited in the
statement of use for which the mark is enti-
tled to registration, and notice of registra-
tion shall be published in the Official Ga-
zette of the Patent and Trademark Office.
Such examination may include an examina-
tion of the factors set forth in subsections
(a) through (e) of section 2. The notice of
registration shall specify the goods or serv-
ices for which the mark Is registered.

"(2) The Commission shall extend, for one
additional 6-mohth period, the time for
filing the statement of use under paragraph
(1), upon written request of the applicant
before the expiration of the 6-month period
provided in paragraph (1). In addition to an
extension under the preceding sentence, the
Commissioner may, upon a showing of good
cause by the applicant, further extend the
time for filing the statement of use under
paragraph (1) for periods aggregating not
more than 24 months, pursuant to written
request of the applicant made before the ex-
piration of the last extension granted under
this paragraph. -Any request for an exten-
Sion under this paragraph shall be accompa-
nied by a verified statement that the appll-
cant has a continued bona fide intention to
use the mark in commerce and specifying
those goods or services identified in thei
notice of allowance on or in connection with
which the applicant has a continued bona
fide intention to use the mark in commerce.
Any request for an extension under this
paragraph shall be accompanied by pay-

'ment of the prescribed fee. The Commis-
stoner shall issue regulations setting forth
guidelines for determining what constitutes
good cause for purposes of this paragraph.

"(3) The Commissioner shall notify any
applicant who files a statement of use of the
acceptance or refusal thereof and, if the
statement of use is refused, the reasons for
the refusal An applicant may amend the
statement of use

"(4) The failure to timely file a verified
statement of use under this subsection shall
result in abandonment of the application.".
SEC. 104 TRADEMARKS REGISTRABLE ON PRINCI-

PAL REGISTER.
Section 2 (15 U.S.C. 1052) is amended-
(1) by amending subsection (d) to read as

follows:
"(d) Consists of or comprises a mark

which so resembles a mark registered in the
Patent and Trademark Office, or a mark or
trade name previously used in the United
States by another and not abandoned, as to
be likely, when used on or in connection
with the goods of the applicant, to cause
confusion, or to cause mistake, or to deceive:
Provided, That if the Commissioner deter-
mines that confusion, mistake, or deception
is not likely to result form the continued
use by more than one person of the same or
similar marks under conditions and limita-
tions as to the mode or place of use of the
marks or the goods on or in connection with
which such marks are used, concurrent reg-
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istratUons may be 'tsued to such persons
when they have become entitled to use such,
marks as a result of their concurrent lawful
use in commerce prior to (1) the earliest of
the filing dates of the applications pending
or of any registration issued under this Act;
(2) July 5, 1947. in the cane of registrations
previously issued under the Act of March 3.
1881, or February 20, 1905, and continuing
in full force and effect on that date; or (3)
July 5. 1947, in the case of appHcations filed
under the Act of Pebruary 20, 1905. and reg-
istered after July 5, 1947. Use prior to the
filing date of any pending application or a
registration shall not be required when the
owner of such application .or registration
consents to the grant of a concurrent regis-
tration to the applicant. Concurrent regis-
trations may also be issued by the Commis-
sloner when a court of competent jurisdic-
tion has finally determined that more than
one person is entitled to use the same or
imilar marks in commerce. In Issuing con-

current regstrations, the Commissioner
shall prescribe conditions and limitations as
to the mode or place of use of the mark or
the goods on or in connection with which
such mark Is registered to the respective
persons.";

(2) In subsection (e) by striking out "ap-
plied to" each place It appears and inserting
In lieu thereof "used on or in connection-
with"; and

(3) in subsection (f--
(A) by striking out "applied to" and insert-

ing in lieu thereof "used on or in connection
with"; and

(B) by striking out -five years" and all
that follows through the end of the subsec-
tion and Inserting in lieu thereof "five years
before the date on which the claim of dis-
tinctiveness is made".
SEC. 1l SERVIC MARlS REGISTRA

Section 3 (15 U.C. 1053) is amended-
- (1) in the first sentence-

(A) by triking out "used in commerce";
and

(B) by strking out ", except when" and all
'that follows through "mark is used"; and

(2) by striking out the second sentence.
SEC I1. COLLECTIVE AND CERTIFICATION MARKS

REGISTRABL
Section 4 (15 USC. 1064) is amended-
(1) in the first sentence--
(A) by striking out "origin used in com-

merce," and inserting in lieu thereof
"origin,"; and

(B) by striking out "except when" and in-
serting In lieu thereof "except in the case of
certification marks when"; and

(2) by striking out the second sentence.
SEC. le7. USE BE RELATED COMPANtIE

Section 5 (15 U.S.C. 1055) is amended by
adding at the end thereof the following: "If
first use of a mark by a person is controlled
by the registrant or applicant for registra-
tion of the mark with respect to the nature
and quality of the goods or services, such
first use shall inure to the benefit of the
registrant or applicant, as the case may be.".
SEC. 1t DISCLAIMER OF UNREGISTRABLE

MATTER.
Sedaon 6(b) (15 U.S.C. 1056(b)) is amend-

ed by striking out "paragraph (d)" and In-
serting in lieu thereof "subsection (e)".
SEC 109. CERTIFICATE OF REGISTRATION ON THE

PRINCIPLE REGISTER.

Section 7 (15 US.C. 1057) Is amended-
(1) by amending subsection (b) to read as

follows:
"(b) A certificate of registration of a mark

upon the principal register provided by this
Act shall be prima facie evidence of the va-
lildity of the registered mark and of the reg-
Istration of the mark, of the registrant's
ownership of the mark, and of the regis-
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trant's exclusive right to use the registered
mark in commerce on or in connection with
the goods or services specified in the certifi-
cate, subject to any conditions or limitations
stated In the certificate.";

(2) by redesignating subsections (c), (d),
(e). (f), and (g) as subsections (d), (e), (f),
(g). and (h), respectively;

(3) by inserting after subsection (b) the
following:

"(c) Contingent on the registration of a
marlk on the principal register provided by
this Act, the filing of the application to reg-
ister such mark shall constitute constructive
use of the mark, conferring a right of priori-
ty, nationwide in effect, on or in connection
with the goods or services specified in the
registration against any other person except
for a person whose mark has not been aban-
doned and who, prior to such filing-

"(1) has used the mark;
"(2) has filed an application to register

the mark which is pending or has resulted
in registration of the mark; or

"(3) has filed a foreign application to reg-
ister the mark on the basis of which he or
she has acquired a right of priority, and
timely files an application under section
44(d) to register the mark which is pending
or has resulted in registration of the mark.";

(4) in subsection (d), as redesignated by
paragraph (2) of this section, by striking out
"fee herein provided" and inserting in lieu
thereof "prescribed fee";

(5) in subsection (f), as redesignated by
paragraph (2) of this section, by striking out
"fee required by law" and inserting in lieu
thereof "prescribed fee"; and

(6) in subsection (h), as redesignated by
paragraph (2) of this section, by striking out
"required fee" and inserting in lieu thereof
"prescribed fee".
EC la DURATION OF REGtltAmION. * -

Section 8(a) (15 U.C. 1058(a)) is anmend-
ed- .

(1) by striking out "twenty" and Inserting
inlieuthereof "ten"; and .'.; !..,

(2) by striking out "showing that said
mark Is in use In commerce.or showing that
its" and inserting in lieu thereof "setting
forth those goods or services recited in-the
registration on or in connection with which
the mark is in use in commerce and attach-
ing to the affidavit a specimen or facsitmle
showing current use of the mark, or show-
ing that any".
SEC. IIL RNWAL OW REGISTRATION.

Section 9 (15 U..C: 1059) is amended-- :
(I) in subsection (a) by striking out

"twenty" and.'nserting in lieu thereof
"ten" and.. -' '- · .:

(2) in subsection (c) by striking out "1(d)
hereof and inserting in lieu thereof "I(e)
of this Act".
SEC 11t A 9SSIGNENT.

Section 10 (15 USC. 1060) Is amended-
(1) in' the first sentence by striking out

"and in any such assignment" and Inserting
in lieu thereof the following: .". However, no
application to register a mark under.section
l(b) shall be assignable prior to the filing of
the verified statement of use under section
l(d), except to a successor to the business of
the applicant, or portlon: thereof, to which
the mark pertains, if that business is ongo-
ing and existing. In any assignment author-
ized by this section"; and

(2) in the last paragraph by striking out
"l(d) hereof" and inserting in lieu thereof
"l(e) of this Act".
SEC. 113. EXAINATION OF APPLICATION.

S. ection 12(a) (15 U.C. 1062(a)) is amend-
ed- - -

(D) by striking out "fee herein provided"
end inserting in lieu thereof ."prescribed
fee"; and

(2) by striking out "to registration, the"
and inserting in lieu thereof "to registra-
tion, or would be entitled to registration
upon the acceptance of the statement of use
required by section l(d) of this Act, the".
SEC. I ll. OPPOSITION TO MARKS.

Section 13 (15 U.S.C. 1063) is amended-
(1) by Inserting "(a)" before "Any person";
(2) by striking out "required fee" and in-

serting in lieu thereof "prescribed fee"; and
(3) by adding at the end thereof the fol-

lowing
(b) Unless registration is successfully op-

posed-
"(1) a mark entitled to registration on the

principal register based on an application
filed under section l(a) or pursuant to sec-
tion 44 shall be registered in the Patent and
Trademark Office, a certificate of registra-
tion shall be issued, and notice of the regis-
tration shall be published in the Official
Gazette of the Patent and Trademark
Office; or

"(2) a notice of allowance shall be issued
to the applicant if the applicant applied for
registration under section 1(b).".
SEC_116. CANCELLATION OF REGISTRATION&

Section 14 (15 U.S.C. 1064) is amended-
(1) in the matter preceding -subsection

(a)-
(A) by inserting "as follows" after "be

filed"; and
(B) by striking out "1905-" and inserting

in lieu thereof "1905:";
(2) in subsection (a)-
(A) by striking out "(a) within" and insert-

ing in lieu thereof "(1) Within"; and
(B) by striking out "; or" and inserting in

lieu thereof a period;
(3) in subsection (b)-
(A) by striking out "(b) within" and insert-

ing in lieu thereof "(2) Within"; and
(B) by striking out " or" and inserting in

lieu thereof a period; -
(4) by amending subsection (c) to read as

follows:
"(3) At any time if the registered mark be-

comes the geneiic name for the goods or
services, or a-portion thereof, for which it is
registered, or has been abandoned, or its
registration was obtained fraudulently or
contrary to the provisions of section 4 or of
subsection (a), (b); or (c) of section 2 for a
registration under this Act, or contrary to
similar prohibitory provisions of such prior
Acts for a registration under such Acts, or if
the registered mark is being used by, or with
the permission of, the registrant so as to
misrepresent the source of the goods or
services on or in connection with which the
mark is used, If the registered mark be-
comes the generic name for less than all of
the goods or services for which it is regis-
tered, a petition to cancel the registration
for only those goods or services may be-
filed. A registered mark shall not be deemed
to be the generic name of goods or services
solely because such mark is also used as. a
name of or to identify a unique product or
service. The primary significance of the reg-
istered mark to the relevant public rather
than purchaser motivation shall be the test
for determining whether the registered
mark has become the generic name of goods
or services on or in connection with which it
has been used.";

(5) in subsection (d-
(A) by striking out "(d) at" and inserting

in lieu thereof "(4) At"; and
(B) by striking'out ": or" and inserting in

lieu thereof a period;
(6) in subsection (e)-
(A) by striking out "(e) at" and inserting

in lieu thereof "(5) At"; and
(B) by striking out "(1)", "(2)", "(3)", and

'"(4) and inserting 'in lieu thereof "(A)",
"(B)" , "(C)", and "(D)", respectively; and

(7) In the proviso at the end of the section
by striking out "subsections (c) and (e)" and
inserting in lieu thereof "paragraphs (3) and
(5)".
SEC. 116. INCONTESTABILITY OF RI(IIT TO USE

M ARK.

Section 15 (15 U.S.C. 1065) is amended-
(1) by striking out "subsections (c) and

(e)" and inserting in lieu thereof "para-
graphs (3) and (5)";

(2) in paragraph (3) by striking out "sub-
sections (1) and (2) hereof" and inserting in
lieu thereof "paragraphs (1) and (2) of this
section"; and

(3) in paragraph (4) by striking out "the
common descriptive name of any article or
substance, patented or otherwise" and in-
serting in lieu thereof "the generic name for
the goods or services or a portion thereof,
for which it is registered".
SEC 117. INTERFERENCE.

Section 16 (15 U.S.C. 1066) is amended by
striking out "applied to the goods or when
used in connection with the services" and
inserting in lieu thereof "used on or in con-
nection with the goods or services".
SEC. 118 ACTION OF COMMISSI(INER IN PROCEED-

INGS.
Section 18 (15 U.S.C. 1068) is amended-
(1) by striking out "or restrict" and insert-

ing in lieu thereof "the registration, in
whole or in part, may modify the applica-
tion or registration by limiting the goods or
services specified therein, may otherwise re-
strict or rectify with respect to the regis-
ter";,

(2) by striking out "or may refuse" and in-
serting in lieu thereof "may refuse"; and

(3) adding at the end thereof the follow-
ing: -"However,- no final Judgment shall be
entered in favor of an applicant under sec-
tion 1(b) before the mark is registered, if
such applicant cannot prevail without estab-
lishing constructive use pursuant to section
7(c).".
-SC. 11i. APPUcAION oF EQUITABLE PRINCI-

Section 19-(15 U.SC. 1069) is amended. by
striking out the second sentence.'
SEC 11 APPI., ' , ....

Section 21 (15 t.S.C. 1071) is amended-:
.(1) in subsection (aX1) - .,., - .:: ::
(A) by striking out "section 21(b) hereof"

each place it appears and inserting in lieu
thereof "subsection.(b) of this section";.

(B) by striking out "section 21(aX2)
hereof" and inserting in lieu thereof-"para-
graph (2) of this subsection"; and

(C) by striking out "said section 21(b)"
and inserting in lieu thereof "subsection (b)
of this section";

(2) in subsection (aX4), by adding at the
end thereof the following: "However, no
final Judgment shall be entered in favor of
an applicant under section l(b) before the
mark is registered, if such applicant cannot
prevail without establishing constructive
use pursuant to section 7(c).";

(3) in subsection (bXI - .
(A) by striking out "section 21(a) hereof"

and inserting in lieu thereof '.'ubsection (a)
of this section"; -

(B) by striking out "section 21(a)" and in-
serting in lieu thereof '"subsection (a) of this
section"; and

(C) by adding at the end thereof the fol-
lowing: "However. no final Judgment shall
be entered in favor of an applicant under
section l(b) before the mark is registered, if
Such applicant cannot prevail without estab-
lishing constructive use pursuant to section
7(c)."; 'and

(4) in subsection (bX3), by striking out
"(3)" and all that follows through the end
of the first sentence and inserting in lieu
thereof the following. -
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"(3) In any case where there is no adverse

party, a copy of the complaint shall be
served on the Commissioner, and, unless the
court finds the expense to be unreasonable,
all the expenses of the proceeding shall be
paid by the party bringing the case, wheth-
er the final decision is in favor of such party
or not.".
SEC. L SUPPLEENAL REGISTER.

Section 23 (15 U.S.C. 1091) is amended-
(1) by inserting "(a)" before "In addition"

in the first paragraph;
(2) by inserting "(b)" before "Upon the"

in the second paragraph;
(3) by inserting "(c)" before "For the pur-

poseS' in the third paragraph;
(4) in subsection (a), as designated by

paragraph (1) of this section-
(A) by striking out "paragraphs (a)," and

inserting in lieu thereof "subsections (a).";
(B) by striking out '"have been in lawful

use in commerce by the proprietor thereof.
upon" and inserting in lieu thereof "are in
lawful use in commerce by the owner there-
of, on",

(C) by striking out "for the year preceding
the filing of the application"; and

(D) by Inserting before "section 1" the fol-
lowing: "subsectUons (a) and (e) of"';

(5) in subsection (bY. as designated by
paragraph (2) of this section, by striking out
"fee herein provided" and inserting in lieu
thereof "prescribed fee"; and .

(6) by striking out the last paragraph.
SEC. I CANCELLATION ON SUPPLEMENTAL REG-

. STER..
Secton 24 (16 u.Sc. 1092) is amended-
(1) by striking out "verified" in the second

sentence; .. .
(2) by striking out was not entitled to

register the mark at the time of his appllca-
-tion for reg oraon thereof," and inserting
in lieu thereof "Is not entitled to eglstra-

n() bi strliiout "is not u ed bythe reg-
istraA br". and

(4) by adding-t the: end thereof th'e fol-
: lowIng.:-"HoWever, no- final- Judgment shall
..be-entered in favor of -an applicant-under
-section 1(b) before the mark is registered, if.
such applicant cannot prevail without estab-
lishing constructive use pursuant to section
7(c).".
.EC. I PROVISIONS OF AC' APPM * TO SUP-

' PLEMNTAL REGIUER.
Section 26 (15 U.S.C. 1094) is amended-
(1) by inserting "1(b).," after "sections';

and
(2) by inserting "7(c)," after "7(b)".

8EC 124. eEGISTRATlON ON PRINCIPAL REGIST1ER
NOT PRECLADED.

Section 27 (15 U.SC. 1095) is amended by
adding at the end thereof tke following
"Registration of a mark on the supplemen-
tal register shall not constitute an admis-
slon that the mark has not acquired distinc-
tivenes&".
SEC. 125. NOTICE OF REGISTRA1TION.

Section 29 (15 U.S.C. 1111) is amended by
striking out "as used".
SEC I]. CLASSIFICATION OF GOODS AND SERV-

ICES
Section 30 (15 U.S.C. 1112) is amended-
(1) by inserting "or registrant's" after "ap-

plicant's";
(2) by striking out "may file an applica-

tlon" and inserting in lieu thereof "may
apply";

(3) by striking out "goods and services
upon or in connection with which he is actu-
ally using the mark:" and inserting in lieu
thereof "goods or services on or in connec-
tion with which he or she is using or has a
bona fide intention to use the mark in com-
merce:"; and

(4) by amending the proviso to read as fol-
lows: "Provided, That if the Commissioner
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by regulation permits the filing of an appli-
cation for the registration of a mark for
goods or services which fall within a plurali-
ty of classes, a fee equaling the sum of the
fees for filing an application in each class
shall be paid, and the Commissioner may
issue a single certificate of registration for
such mark.".
SEC. 127. INNOCENT INFRINGEMENT AND VIOLA-

TIONS OF 8ECTION 43(ak
Section 32(2) (15 U.S.C. 1114(2)) is amend-

ed to read as follows
"(2) Notwithstanding any other provision

of this Act, the remedies given to the owner
of a right infringed under this Act or to a
person bringing an action under section
43(a) shall be limited as follows: -

"(A) Where an Infringer or violator Is en-
gaged solely in the business of printing the
mark or violating matter for others and es-
tablishes that he or she was an innocent in-
firinger or Innocent violator, the owner of
the right Infringed or person bringing the
action under section 43(a) halln be entitled
as against such Infringer or violator only to
an injunction against future printing.

"(B) Where the infringement or violation
complained of Is contained In or Is part of
paid advertising matter In a newspaper,
magasine, or other similar periodical or in
an electronic communication as defined in
section 2510(12) of title 18, United States
Code, the remedies of the owner of the
right infringed or person bringing the
action under section 43(a) as against the
publisher or distributor of such newspaper,
magazine, or other similar perlodicgl or elec-
tronic communication shall be limited to an
injunction against the presentation of such
advertising matter In future Igues of such

news magazines, or other imilar
-perlodicals. or In future transmissions of
such electronic communications -The limita-
timons of this subparagraph shall apply only
to innocent infringera and Innocent.viola-
to I .. ...

-"(C) Innce relief shall not be avail-
.able t 'the owner of the right infringed or
person -bHngng the acton under section

'43(a) with respect to in Issue of a newspa-
' per, magazine, or other similar periodical or

an electronic communication containing in-
.fringing matter or violaUtion matter where
restraining the dissemination of such In-
fringing matter or violating matter in any
particular issue of such periodical or in an
electronic communication would delay the
delivery of such issue of tranLsion of
such electronic communication after the
regular time for such delivery or transmis-
sion, and such delay would be due to the
method by which publication and distribu-
tion of such periodical or transmission of
such electronic communication is customari-
ly conducted in accordance with sound busi-
ness practice, and not due to any method or
device adopted to evade this section or to
prevent or delay the issuance of an injunc-
Ution or restraining order with respect to
such infringing matter or violating matter.

"CD) As used in this paragraph-
"(I) the term 'violator' means a person

who violates section 43(a); and
"(ili) the term 'violating matter' means

matter that is the subject of a violation
under section 43(a).".
SEC. 128. REMEDIES.

(a) PRIMA FACE EVIDENCE OF EXcLUsrvE
RIGHT To UsE MARm-Section 33(a) (15
U.S.C. 1115(a)) is amended-

(1) by inserting "the validity of the regis-
tered mark and of the registration of the
mark, of the registrant's ownership of the
mark. and of the" after "prima fadcie evi-
dence of";

(2) by inserting "or in connection with"
after "in commerce on";

'October:19, 1988
(3) by striking out "an opposing party"

and inserting in *lieu thereof "another
person": and

(4) by inserting ' including those set
forth in subsecton (b)," after "or defect". '

(b) COCLuSrvz EVIDENCE or Excwusrvz
RIGHTrr To USE -MhAmy-Section 33(b) (15
U.S.C. 1115(b)) is amended-

(1) in subsection (b) by amending the
matter before paragraph (1) to read as fol-
lows:

"(b) To the extent that the right to use
the registered mark has become Incontest-
able under section 15, the registration shall
be conclusive evidence of the validity of the
registered mark and of the. regstration of
the mark, of the registrant's ownership of
the mark, and of the registrant's exclusive
right to use the registered mark in com-
merce. Such conclusive evidence shall relate
to the exclusive right to use the mark on or
in connection with the goods or services
specified in the affidavit filed under the
provisions of section 15, or in the renewal
application filed under the provisions of sec-
tion 9 if the goods or services specified in
the renewal are fewer in number, subject to
any conditions or limitations in the registra-
tion or in such affidavit or renewal applica-
Ution. Such conclusive evidence of the right
to use the registered mark shal-be subject
to proof of infringement as defined in sec-
tion 32, and shall be subject to the following
defenses or defects:";

(2) in paragraph (3) by inserting "on or"
after "goods or services"; -

(3) in paragraph (4)- . -'
<A) by striking out -t;ide or ervie"; and
(B) by striking out "to users"; , , : .-
(4) in paragraph (5) by striking out "regis-

tration of the mark under this Act or" and
InserUtingin lieu thereof "(A) he date of the
constructive ue-of the nrk established
pursuknt to section 7(c), (B) the registration
of the mark under this Act If -the applica-
tion for registration Is filed before the effec-,
tive date-of. the Trademark- Law *-Rvision
Act of- 1988, or-C)" -. . . ... .
.(5) in paragraph (7). by striking out the

period and inserting in lieu thereof "; or";
and -

(6) by adding at the end of the subsection
-the foUllowing: -

"(8) That equitable principles, cluding
laches, estoppel and acquiescence, -are ap-
plicable.".

(c) IJuicno -Section 34(a) (16 U.SC.
1116(a)) Is amended in the first sentence by
inserting "or to prevent a violation under
section 43(a)" after "Office". -

(d) NoTIcr or SurT TO CoxasoNs.L-
Section 34(c) (15 USC. 116(c)) is amended-

(1)'by striking out "proceeding arlsing"'
and inserting in lieu thereof "proceeding in-
volving a mark registered"; and

(2) by striking out "decision is rendered,
appeal taken or a decree issued" and insert-
ing in Hlieu thereof "Judgment is entered or
an appeal is taken".

(e) CIVIL Acoiows ARIsnlo FROM Usz or
CouNTERrErr MARxs.-Section 34(dX1XB)
(15 U.S.C. 1116(dX1XB)) is amended by in-
serting "on or" after "designation used".
SEC. 129. RECOVERY FOR VIOLATION OF RIGCltS.

Section 35(a) (15 U.S.C. 1117(a)) is amend-
ed in the first sentence by inserting "% or a
violation under section 43(a)," after
"Office".
SEC. I10. DESTRUCION OF rNFRINGING ARTICLES.

Section 36 (15 U.S.C. 1118) is amended in
the first sentence-

(1) by hinserting ", or a violation under sec-
tion 43(a)," after "Office"; and

(2) by inserting after "registered mark"
the following: "or, in the case of a violation
of section 43(a), the word, term, name,
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symbol device, combination thereof, desig-
nation, description, or representation that is
the subject of the violation,".
SEC. 131. JURISDCTrION

(a) JuRIsDIcTIon or Conars.-Section 39
(15 US.C. 1121) is amended by inserting
"(a)" after SEc. 39.".

(b) CERTArN Acrions BY STATES PRECLUD
ED.-Section 39a (15 U.S.C. 1121a) is amend-
ed-

(1) by striking out "Swc. 39a" and insert-
ing in lieu thereof "(b)"; and

(2) by striking out "servicemarks" each
place It appears and inserting in lieu thereof
"service marks".
SEC. 132. UNREGISTERED MARKS, DESCRIPTIONS,

AND REPRESENTATIONS.

Section 43(a) (15 U.SC. 1125(a)) Is amend-
ed to read as follows:

"(a) Any person who, on or in connection
with any goods or services, or any container
for goods, uses in commerce any word, term,
name, symbol or device, or any combination
thereof, or any false designation of origin,
false or misleading description of fact, or
false or misleading representation of fact,
which-

"(1) is likely to cause confusion, or to
cause mistake, or to deceive as to the affili-
ation, connection, or association of such
person with another person, or as to the
origin, sponsorship, or approval of his or
her. goods, services, or commercial activities
by another person, or

"(2) in commercial advertising or promo-
tion, misrepresents the nature, characteris-
tics, qualities, or geographic origin of his or
her or another person's goods, services, or
commercial activities,
shall be liable in a civil action by any person
who believes that he or she is or is likely to
be damaged by such act.".
,SE'.C IENAT1ONAL M ATlER

Section 44 (15 U.S.C. 1126) is amended- .
: (1) in subsections (c), (d), (D, (g), and (h)
by striking out "paragraph (b)' each place
It appears-and inserting in lieu thereof "'sub-
section (b)";

(2) In subsection (a) -by striking out
"herein prescribed" and.- inserting in- lieu
thereof "required in this Act";:- :

(3) in subsection (d) by striking out "sec-
tions 1 2, 3, 4. or 23"- and inserting in lieu
thereof "section 1, 3, 4, 23, or 44(e)";

.(4) in subsection (dX2) by striking out
:ebut use in commerce need not be alleged"-
and inserting in lieu thereof "including a
statement that the applicant has a bona
fide .intention to use the mark in com-
merce"; . .

(5) in subsection (ds3) by striking out
"foreing" and inserting in lieu thereof "for-
elgn";

(6) in subsection (e) by adding at the end
thereof the following:.. "The application
must State the applicant's bona fide inten-
tion to use the mark in commerce, but use
in commerce shall not be required prior to
registrato "; ................ ..

(7) in subsection (f) by striking 'out "para-
graphs (c), (d)," and inserting in lieu thereof
"subsections (cl, (d),"; and. .. . , - ..

(8)'in subsection'(i) by strlkin out "para-
graph (b) hereof" and inserting in lieu
thereof "subsection (b) of this section".
SEC 14. CONSTRUCON AND DEFINITION.

Section45 (15 U.S.C. 1127) is amended-
(1) by amending the paragraph defining

"related company" to read as follows:
.~rhe term 'related company' means any

person whose use of a mark is controlled by
-.the owner of the mark with respect to the

nature. and quality, of the goods or services
on or in connection with which the mark is
used.";

(2) by amending the paragraph defining
"trade name" and "commercial name" to
read as follows:

"The terms 'trade name' and 'commercial
name' mean any name used by a person to
identify his or her business or vocation.";

(3) by amending the paragraph defining
"trademark" to read as follows:

"The term 'trademark' includes any word,
name, symbol, or device, or any combination
thereof-

"(1) used by a person, or
"(2) which a person has a bona fide inten-

tion to use in commerce and applies to regis-
ter on the principal register established by
this Act.
to identify and' distinguish his or her goods,
including a unique-product, from those
manufactured or sold by others and to indi-
cate the source or 'the goods, even if that
source is unknown." -

(4) by amending the paragraph defining
"service mark" to read as follows:

"The term 'service mark' means any word,
name, symbol, or device, or any combination
thereof-

"(1) used by a person, or
"(2) which a person has a bona fide inten-

tion to use in commerce and applies to regis-
ter on the principal register established by
this Act,
to Identify and distinguish the services of
one person, including a unique service, from
the services of others and to indicate the
source of the services, even if that source is
unknown. Titles. character names, and
other distinctive features of radio or televi-
sion programs may be registered as service
marks notwithstanding that they, or the
programs, may advertise the goods of the
sponsor."

(5) by amending the paragraph defining
"certification mark" to read as follows

"The term 'certification mark means any
word. name, symbol Or device, or any com-
bination thereof-r.

"(1) used by a person other than its
owner, or
. "(2) which Its owner has a bona fide inten-:
ton to permit a person other than the
owner to use in commerce and files an appli-
cation to register on the principal register
establlshed by this Act, .
to certify regional or other origin, material,
mode of manufacture, quality, accuracy, or
other characteristics of such person's goods
or services or that the work or labor on the
goods or services was performed by mem-
bers of a union or other organization.";

(6) by amending the paragraph defining
"collective mark" to read as follows:

"The term 'collective mark' means a trade-
mark or service mark-

"(1) used by the members or a coopera-
tive, an association, or other collective
group or organzation, or

"(2) which such cooperative, associaton,
or other collective group or organization has
a bona fide intention to use in commerce
and applies to register on the-principal reg-
ister established by this Act, - -
and includes marks indicating membership
in a union, an association, or other organtza-
tion.; .: -

(7) by amending the paragraph defining
"mark" to read as follows:

"The term 'mark' includes any trademark,
service mark, collective mark, or certifica-
tion mark,";

(8) by amending the matter which appears
between the paragraph defining "mark",
and the paragraph defining "colorable imi-
tation" to read as follows:

. The term.'use in commerce' means the
bona fide use of a mark in the ordinary
course of trade, and not made merely to re-
serve a right in a mark. For purposes of this

Act, a mark shall be deemed to be in use in
commerce-

"(1) on goods when-
"(A) it is placed in any maner on the

goods or their containers or the displays as- '
sociated therewith or on the tags or labels
affixed thereto, or if the nature of the
goods makes such placement impracticable,
then on documents associated with the
goods or their sale, and

"(B) the goods are sold or transported in
commerce, and

"(2) on services when it is used or dis-
played in the sale or advertising of services
and the services are rendered in commerce,
or the services are rendered in more than
one State or in the United States and a for-
eigrr country and the person rendering the
services is engaged in commerce in connec-
tion with the services.

"A mark shall be deemed to be 'aban-
doned' when either of the following occurs:

"(1) When its use has been discontinued
with intent not to resume such use. Intent
not to resume may be inferred from circum-
stances. Nonuse for two consecutive years
shall be prima facle evidence of abandon-
ment. 'Use' of a mark means the bona fide
use of that mark made in the ordinary
course of trade, and not made merely to re-
serve a right in a mark.

"(2) When any course of conduct of the
owner, including acts of omission as well as
commission, causes the mark to become the
generic name for the goods or services on or
in connection with which it is used or other-
wise to lose its significance as a mark. Pur-
chaser motivation shall not be a test for de-
termining abandonment under this para-
graph.".
'E8C 135 PENDING APPLICATIONS-

, The Trademark Act of 1946 is amended by
adding at the end thereof the following:

"Sc, 51. All certificates of registration
,based upon appllcations for registration
pending in- the Patent and' Trademark
Office on the effection date of the Trade-
mark Law Revision Act of 1988 shall remain
in force for a period of 10 years".
SEC. 13i EFFECIVE DAT -. : -

This title and the amendments made by
this title shall become effective on the date
which is one year after the date of enact-
ment of this Act.

TITLE II-STELLITE HOME VIEWiER
ACT.

SEC. 201. SHORT TITLE.
This title may be cited as the "Satellite

Home Viewer Act of 1988".
SEC.- E2. MND ENIM S TO T'TL 17. ItNIED

STATES CODE.

Title 17, United States Code, is amended
as follows:

(1) Section 111 of title 17, United States
Code, is amended-

(A) in subsection (a)-
(I) in paragraph (3) by striking "or" at the

end;
'(li) by redesi nating paragraph (4) as

paragraph (5), and
(ill) by inserting the following after para-

graph (3):
"(4) the secondary transmission. ismade

by a satellite carrier for private home view-
ing pursuant to a statutory license under
section 119, or"; and

(B) in subsection (dXlXA) by inserting
before "Such statement" the followingw

"In determining the total number of sub-
scribers and the gross amounts paid to the
cable system for the basic service of provid-
ing secondary transmissions of primary
broadcast transmitters, the system shall not
include subscribers and amounts collected
from subscribers receiving transmissions for
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private :home viewing pursuant to section
119.".

(2) Chapter 1 of title 17. United 8States
.Code, is. amended by. adding at the end' the
following new section:
"i 119. Limitations on exclusive right: Sec-

ondary transmissions of super-
stations and -network stations
for private home viewing

"(a) SEcoNDARY TRAIsmisIONS. BY Ss&x-
srT CAaaram--

"(1) SurvPzsuAnona.-ubject to provisions
of, paragraphs (3., (4); and (6) of thissubsec-
tlon, transgm io of a primary .tra s-
sion made by a.superstatlon and embodying
a performance.or display o a work shall be
subject to statutory fIcensfng under this sec-
.tfo if the' secondary ta nsmlsa Ls-p-'
-b a satellite carrier to the public for pri-
vate home viewing, and the.carrier make. a
direct or indirect charge for each retrans-
-mission service to each household. receiving
the secondary transmission or to a distribu-
tor that has contracted with the carrier for
direct or indirect delivery of the. secondary
transmission to the public for private. home
viewing.

"(2) Ncrwos STATiOns.-
-"(A) In ub-ubJect to the. prov-

sions.of subparagraphs (B) and (C) of this
paragraph and paragraphs (3), (4), (5), and
(6) of this subsection, secondary transmis-.
slons of programming contained hn a pri-
mary transmission made by a network sta-
tion. and' embodying a performance or ds-
play of a work shall be subject to statutory
licensing under this section if the secondary
transmission is made by a satellite carrier to
the public for private home viewt,. and the
carrier makes a direct or indirect charge for
such retransmission service to each sub-
scriber receivig -.the secondary trami-
aton. .

"(B) SFco*nDaRX-"RANSu]ssSIOS ro T -
Slavan HOUMSIHOLn .- The statutory license
provided for in sbra (A) shali. be
limited to secondary transmissions toperson
who reside In unserved households .

.t'(C), SusIasrown. or ascaus9CR .rm-s; TO
NerWORkS.-A satellite carrier that. maes
secondary transmissions of a primary, trans-
mission made by a network station pursuant
to. subparagraph (A) shall 90 days after the
effective date of the Satellite Home Viewer
Act of 1988, or 90 days after commencing
such secondary transmissions, whichever is
later, submit to the network that owns or is
affiliated with the network station a list
identifying (by street address, including
county and zip code) all subscribers to
which the satellite carrier currently makes
secondary transmissions of that. primary
transmissiom Thereafter, on the 15th of
each month, the satellite carrier shall
submit to the network a list identifying tby
street address. including county and zip
code) any persons who have been added or
dropped as such subscribers since the last
submission under this subparagraph. Such
subscriber information submitted by- a satel-
lite carrier may be used only for purposes of
monitoring compliance by the satellite carri-
er with this subsection. The subhmsion re-
quirements of this subparagraph shall apply
to a satellite carrier only if the network to
whom the submissions are to be made places
on file with the Register of Copyrights, on
or after the effective date of the Satellite
Rome Viewer Act of 1988, a document iden-
tifying the name and address of the person
to whom such submissions are to be made.
The Register shall maintain for public in-
spection a file of all such documents.

"(3) NONcoMPLIANCE WITH REPORTING AND
PAYMENT REQUIRE QwSr.-Notwlthstandlng
the provisions of paragraphs (1) and (2), the
willful or repeated secondary transmission
to the public by a satellite carrier of a pri-

-mar transmission made by a superxtatbon
or a network station. and. embodying- per-
formance or display of a work i actionable
as an act of infringement under section 501,
and is fully subject to the-remedies provided
by sections 502 through 506 and, 509.-where.
the satellite carrier has not deposited the
statement of account and royalty fee re-
quired by subsection (b), or has failed to
make the submissions to networks required
by paragraph (2XC).

"(4) WuLLUL ALUTRAXIO.-Notwithstand-
ing the provisions of paragraphs (1) and (2),
the secondary trmnmismo m to the public.by
a satellte crrier of prir transmission
made by a superstatlon or a network station
and embodying a performance or display of
a work i actionable as an act of infringe
ment under section 50L. and is fully subect
to the remedies provided by sections 5N2
thorugh 506 and sections 509 and 510. it the
content of the particular program in which
the performance or display is embodied, or
any commercial advertising or station an-
nouncement tramsmitted by the primary
transmitter during, or immediately before
or after, the trarso n- of such program
is in any way willfully. altered by the satel-
lite carrier through chanes, deletions, or
additions, or is combined with programming
from any other broadcast signal

"(5) VIOLATAl0 or TzRRaTaORaL RESTmac-
TIows or SraTuroRa LIcasx ro: NzwoaRK

"(A) IwDImvnuL vioranorIo-The willful
or repeated secondary transmission by a sat
ellfte carrier of a primary transmission
made-by a network station and embodying a
peformance. or display of a work to a sub-
scriber who does. not reside in an unserved
household' is actionable as an' act of Infring-
ment under section 501 and is fully. subject
to the remedies provided by sections 502
through 506 and 509, except that. - '

"(1) no damages shal be awarded for such
act of infringement :ithe satellite carrier
took corrective action by promptly with-
drawing-service from the ineligible subscrlb
er, and

"(H) -any statutory damages shall not
exceed $5 for such subscriber for each
month during which the violation occurred.

".B)- PArr-nw or vIolmnrs.--If a satellite
carrier engages in a willful or repeated pat-
tern. or practice of delivering a primary
transmision made by a network station and
embodying a performance or display of a
work to subscribers who do not reside in un-
served households, then irr addition to the
remedies set forth in subparagraph (A)-

"(I) If the pattern or practice has been
carried out on a substantially nationwide
basis, the court shall order a permanent In-
Junction barring the secondary transmission
by. the satellite carrier, for private home
viewing, of the primary-transmissions of any
primary network station affiliated with the
same network, and the court may order stat-
utory damages of not to exceed $250,000 for
each 6-month period during which the-pat-
tern or practice was carried out-and

"(ii) if the pattern or practice has been
carried out on a local or regional basis, the
court shall order a permanent. injunction
barring the secondary transmission. for pri-
vate home viewing in that locality or region,
by the satellite carrier of the primary trans-
missions of any primary network station af-
fillated with the same network, and the
court may order statutory damages of not to
exceed $250,000 for each 6-month period
during which the pattern or practice was
carried out.

"(C) PREVIous SUBSCRnHERs EXCLuDED.-
Subparagraphs (A) and (B) do not apply to
secondary transmissions by a satellite carri-
er to persons who subscribed to receive such
secondary transmissions from the satellite

-carrier or a distributov before the date'of
the enactment of the Satellite Home Viewer
Act of 1988. - -

"(6) DiscamrniATION aI a ,sLTnL rCAKR
uz.-Natwlthstanding- the provisions of

paragraph t(),. the willful, or' repeated see-
ondary transmission to the public by a satel-
Ute carrier of a primary transmission made
by a superstatlon' or z network station and
embodying a performance or display of a
work is actlonable-as am actof Infingement
under section 0, and- irsfunl subject to the
remedies provided, by. sectioms' 02 through
50 and 509. If the satellte.- casrrie unlawful
ly discriminates against distrfibUten . .. . -

"(,7).GxoGaarc.LIna TraOEoN sicoWasY
TSarmuasIoas--The statutory license cre-
ated by this sectionr shall, apply only to. sec-
ondary transmissions to households located
in the United States . -

"(b) STATrtORY LICENSZ. FoR. S RcoYnARr
TaAsmIssoms rO P ava, HOaM Vrzw-
xNG.-

"(I) DrPosrrs wxJ 7TEZ RaLm1sTR OF COPY-
aRirrs.-A satellite carrier whose secondary
transmissions are. subject to statutory II
censing under subsection (a)'-shall. on. a
semiannual basis, deposit wit the Register
of Copyrights, In accordance wdth require-
ments that the Register ahall after coosul-
taUon with the Copyright. Royalty Trlb_
naL prescribe by regulation--

"(A) a statement of account; coertng the
preceding 6month period,. -specifying the
namer and locationsof all. supestation and
network stations whose signal were. tramn
mitted, at. a time' during th period to
subscribers for private home viewing as. de-
scribed In subsections (aXl),and; (a)G2), the
total number of subscribers that. received
such transmissions, and such other data as
the Register of Copyrights may, after con,
sultation with the Copyright RoYalty Tribu-
nal from time to time precribe' by regulta
tion; and

"(B) a royalty fee for that S-monthperiod,
computed by-

"(1) multiplying th total number of sub-
scribers receiving each secondary trangmls-
sion of a superstatlon during each ealendar
month by 12 cents;

"(ii) multiplying the number of subserib
era recefving each secondary transmission of
a network stationr during, each- calendar
month by 3 cents; and

"(lid adding together the, totals computed
under clauses (1) and (1H)

"(2) IrvesTmrr rzs.-The Register of
Copyrights shall receive all. fees deposited
under this section and, after deducting the
reasonable costs Incurred by the Copyright
Office under this section (other than the
costs deducted under paragraph (4)), shall
deposit the balance In the Treasury of the
United States, in such manner as the Secre-
tary of the Treasury directs. All funds held
by the Secretary of the Treasury shall be
invested in interest-bearing securities of the
United States for later distribution with in-
terest by the Copyright Royalty Tribunal' as
provided by this title.

"(3) PEsoNs ro WHOM FEES ARE DISTRIBsTr-
ED.-The royalty fees deposited under para-
graph (2) shall, in accordance with the pro-
cedures provided by paragraph (4), be dis-
tributed to those copyright owners whose
works were Included in a secondary trans-
mission for private home viewing made by a
satellite carrier during the applicable 6-
month accounting period and who file a
claim with the Copyright Royalty Tribunal
under paragraph (4).

"(4) PROCEDURES FOR DISTRIBuTiON.-The
royalty fees deposited under paragraph (2)
shall be distributed In. accordance with the
following procedures

H 10416 ,Oab&~- 1,9,- 1988
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"(A) FLaNG or CLIMS FOa Fss.-During tions that the Register of Copyrights shall

the month of July in each year, each person prescribe.
claiming to be entitled to statutory license "(D) PERIOD aGRsmmTr IS iN EscT.-The
fees for secondary transmissions for private obligation to pay the royalty fees estab-
home viewing shall file a claim with the lished under a voluntary agreement which
Copyright Royalty Tribunal in accordance has been filed with the Copyright Office in
with requirements that the Tribunal shall accordance with this paragraph shall
prescribe by regulation. For purposes of this become effective on the date specified in the
paragraph, any claimants may agree among agreement, and shall remain In effect until
themselves as to the proportionate division December 31. 1994.
of statutory license fees among them, may "(3) Fts SET BY COMPULSORY ARBITRA-
lump their claims together and file them TIoN.-
jointly or as a single claim, or may designate "(A). NoTc OF r rnATIon OF PRoCzZ
a common agent to receive payment on Uqos.-On or before December 31, 1991, the
their behalf. Copyright Royalty Tribunal shall cause

"(B) D'TERNNATIO oN OF CONTROVEs DIs- notice to be published in the Federal RegLs-
TarIauTONS.-After the first day of August ter of the initiation of arbitration proceed-
of each year, the Copyright Royalty Trtbu- ings for the purpose of determining a rea-
nal shall determine whether there ecxists a sonable royalty fee to be paid under subsec-
controversy concerning the distribution of
royalty fees. If the Tribunal determines tin (bXXB) by satellite carriers who are
that no such controversy exist_ the Thbu- not parties to a voluntary agreement filed
nal shall, after deducting reasonable admin- with the Copyright Office in accordance
istrative costs under this paragraph, distrib- with paragraph (2). Such notice shall in-
ute such fees to the copyright owners enti- cude the names and qualifications of poten-
tled to receive them, or to their designated tial arbitrators chosen by the Tribunal from
agents. If the Tribunal finds the existence a list of available arbitrators obtained from
of a controversy, the Tribunal shall, purs the American Arbitration Association or
ant to chapter 8 of this title, conduct a pro- such silar orgaion s the Trbunal
ceeding to determine the distribution of roy- shall select.
aly fees, "(B) SYLcIONu OF ARUsrrAOn P rnL.--

"(C) WrmEIHOrLDMC OF FMS DnURING cotrao- Not later than 10 days after publication of'
vzas.-During the pendency of any pro- the notice initiating an arbitration proeeed-
ceeding under this subsection, the Copy- ing, and in accordance with procedures to be
right Royalty Tribunal shall withhold from specified by the Copyright Royalty Tribu-
distribution an amount sufficient to satsfy nal, one arbitrator shall be selected from
all claim with respect to which a controver- the published list by copyright owners who
sy exists, but shall have discretion to pro- claim to be entitled to royalty fees under
ceed to distribute any amounts that are not subsection (bX4) and who are not party to a
in controversy. voluntary agreement filed with the Copy-

"(C) DvrET INwATzIO orIROYAuLY FpAL- -right Office in accordance with paragraph
"() APPrI cArBIIr Ay D wzm qow or (2), and one arbitrator shall be selected

ROYALTY rTs.-The rate of the royalty fee from the published list by satellite carriers
payable under subsection (bXXB> shall be and distributors who are not parties to such
effective until December 31, 1992, unless a a voluntary agreement The twor arbitrators
royalty fee is established under paragraph so selected shall,- within 10 days after their
(2), (3Q or. (4) of this subsection After that selection. choose a third arbitrator from the
date, the fee shall be determined either in same list, who shall sere as charperson of
accordance with the voluntary negotiation the arbitrators. If either group fail to agree
procedure specified tn paragraph (2) or in upon the selection of an arbitrator, or if the
accordance with the compulsory arbitration arbitrators selected by such groups fail to
procedure specified .in paragraphs (3) and agree upon the selection of a chairperson.
(4L)'.. '.., . ", - , -a .' . -. . ' :..the Copyright Royalty Tribual shall

"(2) FPe srr BY VOL mA xmzoTATto.- ' promptly select the arbitrator or chairper-
"(Al Norncz or-- umnAnIo- or' wocQ son, respectively The arbitrators selected

nxw&--On or before July 1, 1991, the Copy- under this subparagraph shall constitute an
right Royalty Tribunal shall case notice to Arbitration Panel.
be published hr the Federal Register of the "(C) AaRBsnoATo rRo mDInt.--The Arbi-
Initiation of voluntary negotiation proceed- tration Panel shall conduct an arbitration
ings for the purpose of determining the roy- proceeding in accordance with such proce-
alty feeto be paid by satellite carriers under dures as it may adopt. The Panel shan act
subsection (bXXB). - - :- .- ;- on the basis f a fully. documented written

"(B) Nsorious-Satelllte carriers, dis- - record. Any copyright owner who claim to
tributors, and copyright owners entitled to be entitled to royalty fees under subsection
royalty fees under this section shall negoti- (b)X4). any satellite carrier, and any distribu-
ate in good faith. in an effort to reach a vol- tor, who is not party to a voluntary agree-
untary agreement or voluntary agreements .ment filed with the Copyright Office in ac-
for the payment of royalty fees. Any such cordance with paragraph (2). may submit
satellite carriers, distributors, and copyright relevant information and proposals to the
owners may at any time negotiate and agree Panel. The parties to the proceeding shall
to 'the' royalty fee, and may. designate- bear the entire cost thereof - such manner
common agents. to negotiate, agree to, or- and proportion as the Panel 'shall direct.
pay such fees, If the parties fail to identify - "(D) FAcroas roa. D aoYALT
common Agents, the Copyright Royalty Tril- , .--In determining: royalty fees under
bunal shall do so,. after requesting recom-. this paragraph- the Arbitration Panl shal
mendatrlns from the parties to the negotla-. consider the approximate average cost to a
tion proceeding. The parties- to each negoti- cable system for the right to secondarily
ation--proceeding;shill bear the entire cost transmit to the- public a primary transos-
thereoLf . . sion made by a broadcast station, the fee es

"(C) AoaxRmrrs BI sDIn oX PARTIrn tabliahed under any voluntary agreement
FrNG or AGRaKm--vo-Voluntary- agree- filed with the Copyright Office in accord-
menta negotiated at any time in accordance ance with paragraph (2), and the last fee
with this paragraph shall be binding upon proposed by the parties, before proceedings
all satellite carriers, distributors, and copy- under this paragraph. for the secondary
right owners that are parties thereto, transmision of superstations or network
Copies of such agreements. hall. be filed stations for private home viewing. The fee
with:the Copyright Offce within 30 days shall also be calculated to achieve the fol-
after execution in accordance with regula- lowing objectives:
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"(i) To maximize the availability of cre-

ative works to the public.
"(ii) To afford the copyright owner a fair

return for his or her creative work and the
copyright user a fair income under existing
economic conditions

"(Wli) to reflect the relative roles of the
copyright owner and the copyright user in
the product made available to the public
with respect to relative creative contribu-
tion, technological contribution, capital in-
vestment, cost, risk, and contribution to the
opening of new markets for creative expres-
sion and media for their communication.

"(iv) to minimize any disruptive impact on
the structure of the industries involved and
on generally prevaling industry practices

"(E) RrPORT ro coPyR-cG ROYALTY TRIBU-
NAr--Not later than 60 days after publica-
tion of the notice initiating an arbitration
proceeding, the Arbitration Panel shall
report to the Copyright Royalty Tribunal
its determination concerning the' royalty
fee. Such report shall be accompanied by
the written record, and shall set forth the
facts that the Panel found relevant to its
determination and the reasons why its de-
termination is consistent with the criteria
set forth in subparagraph (D).

"C() AcrioN BY cOPYRIGTr ROYALTY TSImU-
NAL-Wlthin 60 days after receiving the
report of the Arbitration Panel under sub-
paragraph (E), the Copyright Royalty Tri-
bunal shall adopt or reject the determina-
tion of the Panel. The Tribunal shall adopt
the determination of the Panel unless the
Tribunal finds that the determination is
clearly inconsistent with the criteria set
forth in subparagraph (D). If the Tribunal
rejects the determination of the Panel the
Tribunal shall. before the end of that 60-.
day period. and after full examination of
the record created. in the arbitration pro.
ceeding. issue an order. consistent witl the
criteria set forth,.in ubparagraph (D). set-
ting the royalty fee under this pammgrap-.
The Tribunal shall cause to be published in:
the Federal Register. the determinaion oL
the Panel. and the decision of the Tribual
with respect to the determination (including,
any order imsed -under the preceding s- -
tence). The Tribunal shao also publiciz
such determination and decision ihnsueh
other manner as the Tribnal considers a. -
propriate. The Tribunal shll also make-the
report of the Arbitrttion Panel and the ac-
companying record available for public in-
spection and copyin.

"(C) PSaROD DURIm : w mrC row HSOM Or
PANEL OR ORDER or THE TRIBUAL, WICriVL-
The obligation to paY the royalty fee estab-
liahed under a determination of the Arbitra-
tion Panel which is confirmed by the Copy- -
right Royalty Tribmunal in accordanee with
this paragraph, or established by any order
issued under subparagraph :( WF % a-1.
become effective-on the date when the-deci-
sion of. the Tribunals published in the Fed;.
eral Register under subparagrap (). and
shall remain in effeet-nmti odled in o-.
cordance with paragraph (B4 or untilDe-
cember3L 1994. -. -:1 . : ;-. . - ,:". ·

"(H) PsRoaN s aUcrj'TV Ro-ALTr M.-
The royalty fee adopted-ar ordered under- -
subparagraph C) Shall be bindingof all sat-
ellite carriers, distributors,- s copyright-
owners, who are not party to a vountary - -
agreement filed with the Copyright Office'
under paragraph (2).

"(4) JurImAL arvuw.-Any decision of the
Copyright Royalty Tribunal d para-
graph (3) with respect to adeterminatio of
the Arbitration Panel may be appealed, by
any aggrieved party who would be bound by
the determination to the United States.
Court of Appeals for the District of Cohlm-
bla Circuit, within 30 days after the- publlcs

October 19, 1988
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tion of the decision In the Federal Register.
The'pendency of an appeal under this para-
graph shall not relieve satellite carriers of
the obligation under subsection (bX1) to de-
posit the statement of account and royalty.
fees specified in that subsection. The court
shall have jurisdiction to modify or vacate a
decision of the Tribunal only if it finds, on
the basis of the record before the Tribunal
and the statutory criteria set forth in para-
graph (3XD), that the Arbitration Panel or
the Tribunal acted in an arbitrary manner.
If the court modifies the decision of the Tri-
bunal the court shall have jurisdiction to
enter.its own determlnation with respect to
royalty fees, to order the repayment of any
excess fees deposited under subsection
(bX1XB), nd to order the payment of any
unpaidJees, and the interest pertaining re-
spectively thereto, in accordance with its'
final Judgment. The court may further
vacate the decision of the Tribunal and
remand the case for arbitration proceedings
in accordance with paragraph (3).

"(d) DxoNoNs.-As used in this sec-
tion-

"(1) DistralrToR.-The term 'distributor'
means an entity which contracts to distrib-
ute secondary transmissions from a satellite
carrier and, either as a single channel or in
a package with other programming, pro-
vides the'secondary transmission either di-
rectly to individual subscribers for private
home viewing or indirectly through other
program distribution entities.

"(2) NETwoRK sTATION.-The -term 'net-
work station' has the meaning given that
term in'section lll(f) of this title, and in-
cludes any translator station or terrestrial
satellite station that rebroadcasts all or sub-
stantially all of the programming broadcast
by a network station.

"(3)1 PRIMARY mrrwoRs TATrION.-The
term 'primary network station' means a net-
work station that broadcasts or rebroadcasts
the basic programming service of a particu-
lar national network.

"(4) PRIMARY TRANSMISSIOW.-The term
'primary transmission' has the meaning
given that term in section 1ll(f) of this
title.

"(5) PRIVATE HOME vIrEwNC.-The term
'private home viewing' means the viewing.
for private use in a household by means of
satellite reception equipment which Is oper-
ated by an individual in that household and
which serves only such household, of a see-
ondary transmission delivered by a satellite
carrier of a primary transmistsion of a televi-
sion station licensed by the Federal Commu-
nications Commission.

"(6) SATzELLrT canrrr--The term 'satel-
lite carrier' means an entity that uses the
facilities of a satellite or satellite service li-
censed by the Federal Communications
Commission, to establish and operate a
channel of communications for point-to-
multipoint distribution of television station
signals, and that owns or leases a capacity
or service on a satellite in order to provide
such point-to-multipoint distribution,
except to the extent that such entity pro-
vides such distribution pursuant to tariff
under the Communications Act of 1934,
other than for private home viewing.

"(7) SEconDARY TRsmrssIon.-The term
'secondary transmission' has the meaning
given that term in section 111(f) of this
title.

"(8) SUBSCRIBER.-The term 'subscriber'
means an individual who receives a second-
ary transmission service for private home
viewing by means of a secondary transmis-
sion from a satellite carrier and pays a fee
for the service, directly or indirectly, to the
satellite carrier or to a distributor.

"(9) SUPERSTATIoN.-The term 'supersta-
tion' means a television broadcast station,
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other than a network station, licensed by
the Federal Communications Commission
that is secondarily transmitted by a satellite
carrier.

"(10) UnSEmVzD HOOuERoLD.-2The term
'unserved household', with respect to a par-
ticular television network, means a house-
hold that-

"(A) cannot receive, through the use of a
conventional outdoor rooftop receiving an-
tenna, an over-the-air signal of grade B in-
tensity (as defined by the Federal Commu-
nications Commission) of a primary network
station affiliated with that network, and .-

"(B) has not, within 90 days. before-the.
date on which that household subscribes.,
either initially or on renewal. to receive sec-
ondary transmissions by a satellite carrier
of a network station affiliated with that net-
work subscribed to a cable system that pro-
vides the signal of a primary network sta-
tion affiliated with that network.

"(e) ExcLusrvrrY OF THLi SzcION WrrT
RssPcTr TO SECONDARY TRAlNMeLmIONS OF
BRoADCAST STATIONS BY SAnstmz TO MEM-
BmEs or 0TE Pouic.-No provision of section
111 of this title or any other law (other
than this section) shall be construed to con-
tain any authorization, exemption, or lt-
cense through which secondary transmis
sions by satellite carrier for private home
viewing of programming contained in a pri-
mary transmission made by a superstation
or a network station may be made without
obtaining the consent of the copyright
owner.".

(3) Section 501 of title 17, United States
Code, Is amended by adding at the end the
following:

"(e) With respect to any secondary trans-
mission that is made by a satellite carrier of
a primary transmission embodying the per-
formance or display of a work and Is action-
able as an act of Infringement under section
119(a(5). a network station holding a copy-
right or other license to transmit or perform
the same version of that work shall, for pur-
poses of subsection (b) of this section, be
treated as a legal or beneficial owner if such
secondary transmission occurs within the
local service area of that station.".

(4) Section 801(bX3) of title 17, United
States Code, is amended by striking "and
116" and inserting ", 116, and 119(b)".

(5) Section 804(d) of title 17, United States
Code, is amended by striking "sections 111
or 116" and inserting "section 111, 116, or
119".

(6) The table of sections at the beginning
of chapter 1 of title 17, United States Code,
is amended by adding at the end the follow-
ing new itemn
"119. Limitations on exclusive rights: Sec-

ondary transmissions of super-
stations and network stations
for private home viewing.".

SEC 203. SYNDICATED EXCLUSIVITY; REPORT ON
DISCRIMINATION.

Title VII of The Communications Act of
1934 (47 U.S.C. 601 et seq.) is amended by
adding at the end the following.

"SYNDICATED EXCLUsIvrrY

"SEC. 712. (a) The Federal Communica-
tions Commission shall within 120 days
after the effective date of the Satellite
Home Viewer Act of 1988, initiate a com-
bined inquiry and rulemaking proceeding
for the purpose of-

"(1) determining the feasibility of Impos-
ing syndicated exclusivity rules with respect
to the delivery of syndicated programming
(as defined by the Commission) for private
home viewing of secondary transmissions by
satellite of broadcast station signals similar
to the rules issued by the Commission with
respect to syndicated exclusivity and cable
television; and
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"(2) adopting such rules If the Commis-

slon considers the imposition of such rules
to be feasible.

"(b) In the event 'that the Commission.
adopts such rules, any willful and repeated
secondary transmission made by a statellite
carrier to the public of a primary transmis-
sion embodying the performance or display
of a work which violates such Commission
rules shall be subject to the remedies, sanc-
tions, and penalties provided by title V and
section 705 of this Act.

"D'clscRIMATIO

"1SEc 713. The Federal Communication
shall, within 1 year after the effective date
of the Satellite Home Viewer Act of 1988,.
prepare and-submit to the Committee .on
Commerce, Science, and Transportation of
the Senate and the Committee on Energy
and Commerce of the House of Representa-
tives a report on whether, and the extent to
which, there exists discrimination described
in section 119(a)(6) of title 17, United States
Code.".
SC 204. INQUIRY ON ENCRYPTION STANDARD.

Section 705 of the Communications Act of
1934 (47 U.S.C. 605) is amended by adding at
the end thereof the following:'

"(f) Within 6 months after the date of en-
actment of the Satellite Home Viewer ACt
of 1988, the Federal Communications Com-
mission shall initiate an Inquiry concerning
the need for a universal encryption stand-
ard that permits decryption of satellite
cable programmlng intended for private
viewing. In conducting such inquiry, the
Commission shall take into account-

"(1) consumer costs and benefits of any
such standard, including consumer invest-
ment in equipment in operation;

"(2) incorporation of technological en-
hanoements, including advanced television
formats;

"(3) whether any such standard would ef-
fectively prevent present and future unau-
thorized decryption of satellite cable pro-
gramming

"(4) the costs and benefits of any such
standard on other authorized users of en-
crypted satellite cable programming, includ-
ing cable systems and satellite master an-
tenna television systems:

"(5) the effect of any such standard on
competition in the manufacture of decryp-
tion equipment; and

"(6) the Impact of the time delay associat-
ed with the Commission procedures neces-
sary for establishment of such standards.

"(g) If the Commission finds, based on the
information gathered from the Inquiry re-
quired by subsection (f), that a universal en-
cryption standard is necessary and in the
public interest, the Commission shall initi-
ate a rulemaking to establish such a stand-
ard.".

SEC. 20. PIRACY OF SATELIEM CABLE PROGRAM-
MING.

Section 705 of the Communications Act of
1934 (47 U.S.C. 605) is amended-

(1) in subsection (c)-
(A) by striking "and" at the end of para-

graph (4);
(B) by striking the period at the end of

paragraph (5) and inserting "; and"; and
(C) by adding at the end the following.
"(6) the term 'any person aggrieved' shall

include any person with proprietary rights
in the intercepted communication by wire
or radio, including wholesale or retail dis-
tributors of satellite cable programming,
and, in the case of a violation of paragraph
(4) of subsection (d), shall also include any
person engaged in the lawful manufacture,
distribution, or sale of equipment necessary
to authorize or receive satellite cable pro-
gramming.":
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(2) in subsection (dX1), by striking fornia [Mr. MooRHEAD] will be recog-

"$1,000" and inserting "$2,000"; nized for 20 minutes.
(3) in paragraph (2) of subsection (d), by The Chair recognizes the gentleman

striking "$25,000"' and all that follows from Wisconsin [Mr. KASTzNmrqm ].
through the end of that paragraph and in-
serting "$50,000 or imprisoned for not more Mr. KASTENMEIER. Mr. Speaker, I
than 2 years. or both, for the first such con- yield myself such time as I may con-
viction and shall be fined not more than sume.
$100,000 or imprisoned for not more than 5 I am pleased today to bring before
years, or both, for any subsequent convic- the House today S. 1883, the Trade-
tlon."; mark Law Revision Act of 1988. This

(4) in subsection (d)X3A). by inserting bill provides a comprehensive revision
"or paragraph (4) of subsection (d)" immedl- of the Lanham Act, which is the Fed-
ately after "subsection (aY'; eral trademark law. S. 1883 revises the

(5) in subsection (dX3XB) by striking trademark laws so that they will con-
"may" the first time it appears

(6) in subsection (dX3XBX1), by inserting form with current day market prac-
"may" immediately before "grant"; tices. The bill before you today is the

(7) in subsection (d)(3XBXii), by inserting product of extensive negotiations and
"may" immediately before "award-r compromises between both Houses of

(8) in subsection (dX3XB)(II), by inserting Congress and has been agreed upon
"shall" immediately before "direct", by all interested parties

(9) in subsection (dX3XCXiXH)-- I wish to congratulate my colleague
(A) by inserting "of subsection (a)" imme- and ranking minority member of the

diately after "violation"; Subcommittee on Courts, Civil Llber-
(B) by strikng "$250" and inserting ties, and the Administrationof Justice,

"$1,000"; and
(C) by inserting immediately before the CARLos MooRA, for his tireless ef-

period the following: ", and for each viola- forts on behalf of this legislation. I
tion of paragraph (4) of this subsection in- extend congratulations as well to the
volved in the action an aggrieved party may senior Senator from Arizona, DEiWs
recover statutory damages in a sum not less DECoNciNI, who also provided early
than $10,000, or more than $100,000, as the and unceasing support for this bill.
court considers just"; Trademarks are important for both

(10) in subsection (dX3)(XCXi by striking consumers and bushe Trade-
"$50,000" and inserting "$100,000 for each marks allow consumers to Identify and
violation of subsection (a)"; intelligently pick and choose among

(11) in subsection (dX3XCXi), by striking products Businesses can and should
"$100" and inserting "$250"; and

(12) by striking paragraph (4). of bsec- be assured that their productsa will not
tion (dl and inserting the follow~.- be confused with other products, and

"(4) Any person who manufactures as- that -consumers will- know that' the
sembles, modifes, imports exports, sells, or products they want to buy are, in fact
distributes any electronic, mechanical or the ones that they are. buying. For
other device or equipment, knowing or consumers, -trademarks .provide can
having reason to know that the device or provide assurance of quality and sev-
equipment is primarily of amistance in the ices. For businesses, trademarks are a
unausthorted decrypto of saell cable kind of badge of honor, and It is im-
programming. or is intended for any other t that their investments in
activity prohibited by subsection. (a) ahall portan

e fined not more than $00,000 for each those marks be protected.
violation or imprisoned for not more than . Because the trademark laws in es-
years for each violation, or both. Por pur- sence permit businesses to monopolize
poses of all penalties and remedies estab- their marks, those laws often raise dif-
Il1hed for violations of thi paragraph, the ficult .questions about freedom of
prohibited activity established herein it speech. During the course of our con-
applieU to each such device shall be deemed sideration of this legslation, those dii-
sseparate violatiAon1". ficult issues were raised and sometimes
SMe t p2Mem K rrZClmTV s Uhotly contested I am pleased to say

This title and the 19endmets made by that this bill resolves those issues sat-
thi. ttse take effect on January 1, 1989, ifactorily, and -that our important
except that the authority of the Refhster of
Copyrights to issue regulations pursuant to constitutional freedoms have been pre-
section 119(bXl) of title 17, United States served. The provisions on dilution, ma-
Code, as added by section 202 of this Act, terial omissions, and tarnishment and
takes effect on the date of the enactment of disparagement that were originally
this Act. proposed have been deleted from this
8sC 2r.n. E'. R.': O. :'. legislation. The provision revtsng seo-

This title and the amendments made by tion 43(a) to prohibit a kind of comrn-
this title (other than the amndments made mercial defamation has been carefully
by section 205) cease to be effective on De, -limited to commercial advertising and
cember 31l, 199-.. '- .::.: -. .::- pronmotlo .Therefore:. consumer, re-

The SPEAKER pro tempore. Is a porting, editorial comment. political
second demanded? advertising, and other constitutionally

Mr. MOORHEAD' Mr. Speaker,- I protected material is not covered by
demand a second. - this provision. I wish to extend special

The 'SPAKER pro tempore, With- thanks to all of those who so ardently
out objection, a second will be consid- spoke out about their concerns about
ered as ordered. these issues,

There was no objection . 8. 1883 makes major changes in the
The SPE.AER pro- tempore. ,The Lanham Act. For example, It revises

gentleman from Wisconsin [Mr. gKA -the registration to permit applications
TN'ar. .] will- be -recognized 'for 20 based' on an applicant's -intention to
minutes, and the gentleman from Call- use the marlr This is something the

trademark community has advocated
for many years. It reduces the regis-
tration term from 20 to 10 years,
which will free up otherwise unavail-
able marks. It revises the Lanham Act
In the many instances where it is out
of date and inconsistent with current
market practices

It is true that S. 1883 does not satis-
fy all parties in all respects. I believe it
is fair to say that the trademark com-
munity wanted more protection for
trademarks. Some of the provisions
they sought have been deleted from
the legislation because of the serious
first amendment issues those provi-
sions raised. I also believe, however,
that the trademark community should
and must be satisfied with this legisla-
tion, since it provides the comprehen-
sive revision it sought, and that no
new trademark laws will be required in
the immediate future.

Consumer interests have also been
the subject of compromise in this leg-
islation. As reported- by the House
Committee on the Judiciary, the bill
would have explicitly acknowledged
that consumers have standing to sue
for violations of section 43(a), which
provides a cause of action for unfair
competitive acts such as false and mis-
leading advertising. The agreement,
however, deleted this provision from
the bill. While I support the deletion
as part of the necessary compromise
on this bill, it is unfortunate in the.
long run. I continue to. believe that
consumers already have tanding to
Sue- under current' law, and that the
provision thatkwas deleted only clari-
fied that law. - - -- :-

In sum, 8 1883 is not only an-impor-
tant modernization of the trademark
laws, but it also protects our impor-
tant first amendment rights I believe
that it is a bill worthy of your support.

S. 1883, as-considered by the House
today, makes important changes in
the language approved by 'the- Com-
mittee on the Judiciary. It also carries
forward several critical decisions made
by the committee. The following is an
explanation of those changes and deci-
sionic

Section I
S. 1883 adds to subsection (b) the Ian-

guage munder mstances showing the
good faith of such person. This addition
strengthens the ongre'fiona intention
that the circumstans surroundinr the ap
plication show that the applicant's Iten-
tion to use the mark ultimtely,t and within
the specified time limits, is in factbona fide.
Courts should eonder these' crcumstances
or the lack of them, when Tises' surround-
iag the validity of the application are raised.

Pursuant to Section l(dXl,. the initial
period in which to me the statement of use
is 6 months It may be automatically ex-
tended for another 6 months Section
l(dX2) provides that any further extensions
may be granted only if the applicant shows
"good cause" for the extesion The exten-
sions for good cause my not exceed periods
aggregatin a mamm of 24 months In
other words, appliants must show that
there was good cause for their-falure to use
their marks within the initial one year
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period. This requirement is in addition to,
and supplements, the requirement that the
applicants must have a continued bona fide
intention to use the mark. The Commission-
etr of Patents and Trademarks should pro-
mulgate guidelines for potential registrants
so that it is clear what may constitute "good
cause".

Section l(dX)) makes clear that, in re-
viewing the statements submitted by the ap-
plicant pursuant to thissection, the Patent
and Trademark Office has the discretion to
examine-the effect, if any, of those state-
:ments on the application with respect to the
ifactors set forth In subsections (a) through
, (e) of section 2,-relating to what trademarks

are not registrable. ee House Report 100-
.1028at9.,-
Section 7(b)

Thi section clarifes the evidentiary bene-
fits given to a registration on the principal
register. It conforms to the same provision
in section 33(a).
Sectton 8(a)

This section provides that a registrant
filing the affidavit of use required during
the sixth year of registration must supply
the same information that is required for
renewing a registration.
Section 10: . -

8. 1883 prohibits the issignment of
"intent to use" appllcations, except in cer-
tain narrowly prescribed circumstances. Al-

jhough language in proposed section 7(d)
regalding restrictions on the issuance of a
certificate. of registration under circum-
stances evidencing an intention to evade the
law's proscription has been deleted, courts
must, when -appropriate, examine' the cir-
cumstanoes surrounding use of s mark and

_the issuance of a certificate of registration.
If the evidence shows that the relevant par-
ties have improperly evaded the prohibition
on assignments the certlficate of registra-
tion has been improperly issued and should
be voided. Section 10 carries forward the
Committee's decision not to include in the
bill certain proposals relating to the record-
ing of security interests in a trademark at
the Patent and Trademark Office.
Section 18

The section currently provides that in pro-
ceedings before the Trademark Trial and
Appeal Board, certain actions may be taken
with regard to pending applications and to
registrations A proposed addition makes
clear that certain final judgments involving
"intent to use" applicants may not be issued
until use is made and the mark is registered
This provision applies only in the context of
this administrative proceeding, and not to
any lawsuits in the courts
Section 21

Language added in subsection (aX4) is
Identical to that added in Section 18 It re-
lates to the suspension of certain final Judg-
ments by the United States Court of Ap-
peals for the Federal Circuit when a deci-
sion of the Patent and Trademark Office Is
appealed.

Simlar language is also added so subsec-
tion (bX1), relating to appeals from the de-
cision of the Commissioner or Trademark
Trial and Appeal Board.

As in section 18, these suspensions of final
judgments relate only to administrative pro-
ceedings, and not to actions Initiated in the
courts.
Section 24

Language similar to that in sections 18
and 21 is added here, delaying final Judg-
ment for an "intent to use" applicant in cer-
tain instances Again, thls language relates
only to adminsitrative proceedings and not
actions initiated in the courts
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Section1 27
The added language, relating to registra-

tion on the supplemental register, simply
carries forward the holding in California
Cooler, Inc. v. Loretto Winerg, Ltd, 774 F.2d
1451 (9th Cir. 1985).
Section 32(2)

This section differs from current law in
two important respects First, It is updated
to include electronic media, incorporating
the definition set forth in the Electronic
Communications Privacy Act, codified.at 18
U.S.C. 2510 (12).
. Second. the revision sets forth critical con-
sUttutional , protections that. underlie
changes made in section 42(a). It exempts
from liability "innocent" disseminators of
offending material. whether that material
constitutes a violation of Section 32(1), re-
lating to infringement, or of proposed Sec-
tion 43(a), relating to false and misleading
commercial advertising Most prominently,
the change protects newspapers, magazines,
broadcaster, and other media from liability
for the innocent dissemination of commer-
cial false advertising including promotional
material. The word "innocent" is intended
to encompass the constitutional standards
set forth in New York Times v. Sulliwnva, 376
U.S. 254 (1964) and its progeny. See alo,.
Bowe v. Consumers Unon, 466 US. 485
(1984), which assumed the application of
the New York Times v. Sullivan standard to
a state product disparagement action Cf.
Hustler Magazine v. Falwe/, - U.S. -.
108 SCt. 876 (1988) (applying the New-York
Times standard in an invasion of privacy
action).
Section 33(a)

This provision simply makes the language
in Section 33a) consistent with that in sec-
tion 7(b). It also provides that defenses
available in suits involving an incontestable
registration are also available in suits in-
volving a non-incontestable registration.

Section 33(b)
This section clarifies the evidentiary bene-

fits given to a registration on the prncipal
register which has become incontestable. It
also provides that equitable principles may
be applied in suits involving incontestable
registrations
Section 34

Subsection (a) provides that hnjunctions
are available to prevent a violation arising
under Section 43(a). For a detailed discus-
sion of the remedies now being made appli-
cable to Section 43(a) violations, see the dis-
cussion of section 43(a) below.

S 1883 reflects the House Committee on
the Judiciary's decision not to include cer-
tain proposed language amending subsec-
tion (b) to suspend a final judgment in favor
of an "intent to use" applicant This lan-
guage would have applied to proceedings in
the courts, and has been deleted for the rea-
sons discussed in House Report 100-1028 at
page 4.
Section 35

This section provides that damages may
be available to a party bringing an action
under section 43(a). For a detailed discus-
sion of the remedies now being made appli-
cable to section 43(a) violations, see the dis-
cussion of section 43(a) below.
Section 36

This section prodvdes that a court may
order the destruction of labels and similar
material in cases involving a violation of sec-
tion 43(a). For a detailed discussion of the
remedies now being made applicable to Sec-
tion 43(a) violations, see discussion of sec-
tion 43(a) below.
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Section 3 -

. Subsection (a) currently covers false desig-
nations of origin and false descriptions or
·representations with regard to a person's
own products. It has been held, however,
that Section 43(a) does not cover such state-
ments with regard to the products of an-
other. Bernard Food Industries v. Dietens
Co., 415 F.2d 1279 (7th Cir. 1969), cert
denied, 397 US 912 (1970). To rectify this
situation. It was proposed to add the words
"or another person's" to section 43<().

The proposal thus raised the Issue of com-
mercial defamation in the context of section
43(a) and, as a result, a host of consttution-
al problems The proposal was not limited to
commercial speech and appered to apply
to private citizens, the news medla' and
business competitors alike. No indenter .was
required. In addition, the subsection' ap-
peared to cover false statements of opinion
as well as fact

To avoid legitimate constitutional chal-
lenge, it was necessary to carefully limit the
reach of the subsection. Because section
43(a) will not provide a kind of commercial
defamation action, the reach of the section
specifically extends only to false and mls-
leading speech that is encorpassed within
the "commercial speech" doctrine by the
United States Supreme Court. Se, e.g., Cen-
tral Hudson Gas & Electric Corp v. Public
Service Commission of New York. 447 US
557 (1980):; Vrginia State Board of Pharma-
cy v. Virginia Citizen Consumers Council,
Inc., 425 U.S. 748 (1976). In addition, subsec-
tlon (a) will extend only to false and mis-
·leading statements Of fact. Gert v. Robert
We/lc, Inc 418 U.S: 323, 339-40 (1974). As
noted in the discussion of section 32(2), crit-
cal constitutional protections modify the
changes made in section 43(a), ad certain
"innocent" disseminators of material that
constitutes a violation of subsection (a) are
protected from liability. Thus, through sec-
tion 32(2). innocent dissemination and com-
munication of false and misleading advertis-
ing, including promotional material by the
media are excluded from the reach of sec-
tion 43(a). For a defendant who is a member
of the media to be found liable under sec-
tion 43(a), the plaintiff must show that the
defendant was not "innocent" under section
32(2) and, as noted, that state of mind must
encompass the New York Times v. Sullivan
standard.

& 1883 is limited in another important
sense. It uses the word "commercial" to de-
scribe advertisng or promotion for business
purposes, whether conducted by for-profit
or non-profit organizations or individuals.
Political advertising and promotion is politi-

'cal speech, and therefore not encompassed
by the term "commerciaL" This is true
whether what is being promoted is an indi-
vidual candidacy for public office, or a par-
ticular political issue or point of view. It is
true regardless of whether the promoter Is
an individual or a forprofit entity. However,
if a political or other similar organization
engages in business conduct incidental to Its
political functions, then the business con-
duct would be considered "commercial" and
would fall within the confines of this sec-
tion.

Sections 34, 35, and 36 specifically provide
that the remedies set forth in those sections
will not apply, in appropriate form, to viola-
tions of section 43(a). Obviously, these rem-
edies will now apply to those who are pro-
tected under section 32(2).

As Jerome Gilson. the noted trademark
commentator, has written about USTA's
proposal to limit the proposed change In
section 43(a) to commercial speech:

"Under this proposed change only false or
misleading "advertising or promotion"
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would be actionable, whether it pertained to
the advertiser itself or another party. The
change would exclude all other misrepresen-
tations from section 43(a) coverage. These
others are the type which raise free speech
concerns, such as a Consumer Report which
reviews and may disparage the quality of
stereo speakers or other products, misrepre-
sentations made by interested groups which
may arguably disparage a company and its
products because of the company's failure
to divest its South African holdings, and dis-
paraging statements made by commentators
concrning corporate product liability and in-
juries to the public (e.g., A.H. Robins and
the Dalkon shield cases, or the Manville
Corporation asbestos cases). All of these
would be judged by first amendment law
(including New York Times v. Sullivan) and
not section 43(a) law ... Product disparage-
ment based on false representations would-~
be actionable only if they were made in thbe
context of advertising or promotion, nof
connection with Consumer Report publim.
tions." [emphasis in original] '

As Mr. Gilson correctly notes, thel pro-
posed change in section 43(a) should not be
read in any way to limit political speech.
consumer or editorial comment, parodies,
satires, or other constitutionally protected
material. Nor should it be read to change
the standards in current law with respect to
comparative advertising, which assists con-
sumers in choosing among various compet-
ing products. The section is narrowly draft-
ed to encompass only clearly false and mis-
leading commercial speech.

The provision in section 43(a) granting
consumers standing to sue has been deleted
from the bill. This provision would have
clarified that consumers have standing to
sue under section 43(a). The plain meaning
of the statute already includes consumers,
since it grants any "person" the right to
sue. See discussion in House Report 100-
1028 at 13-15.

The committee's decision not to include
proposed provisions relating to dilution, ma-
terial omissions and tarnishment and dis-
paragement in section 43 is carried forward.
By this decision, current law remains in
effect.

Sections 34, 35, and 36 of'the Lanham Act
now apply only to the enforcement of rights
relating to a registered mark. Section 43(a),
relating to the enforcement of rights by the
owner of a unregistered mark or a person
otherwise adjudicating rights under that
section, does not provide for any remedies,

A majority of Federal courts have already
held that Secton 35(a) applies to cases
brought under. ectoin 43(a) even though
those cases do not involve the enforcement
of rights in registered marLks. This result is
somewhat surprising in light of Section 35's
clear limitation to violations of a right in a
registered marks

'Letter to Ta. MeMahon. Majority Counsel,
Senate Committee on the Judiciar 8ubcommittee
on Patents, Copyrghts and Trademarks, October
10, 198.

'C-aur Communication Ltd. v. AS/M Cor
mucton I 830 P. 2d- 1217, 1'229'(2d Cr.
1987): W Incw v. Wheeler Media Servio , l:c,
810 F.2d 113, 116 (Sth CLr. 1987); U-Haul Int7. I.
v. Jar Trm Inc., 793 P.2d 1034 1041-42 (th Cir.
1986): Richard v. Auto Pubtism Inc., 735 P2d
450, 45- (llth Cir. I Y4): Metric & MYulti-Stad-
ard Components Corp v. Metric's Ic, 65 P.2d 710.
715 (8th Cir. 1980). Compare Blau Piumblin, t c.
v. &O. i-it, Inc. 781 P.2d 804. 612 (7th Clr.
1988) Standard Terry Mil Ix v. Shena aM Co,
803 P.2d 778, 782 (3d CLr. 1988).

'In consun the. Inham Act, the United8tates Supreme Court has noted that "sitatutory
constructian must begin with the language em-
ployed by Congrs and the asumptlon that lan-
guage accurately exprea the legalative purpose."
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To clarify the situation, S. 1883 author-

izes, but does not require,'4 the application
of all of the remedies set forth in sections
34, 35, and 36 to the violation of rights in-
volving unregistered marks. The bill speclfi-
cally incorporates section 35's language lim-
iting the court's remedial power pursuant to
the principles of equity. Courts must, on a
case-by-case basis, assess the exact nature of
the circumstances presented by the plain-
tiff.'

Historically, courts have rarely assessed
damages or awarded lost profits in trade-
mark cases unless the defendant has en-
gaged in counterfeiting.' Injunctions have
been the usual form of relief. According to
the Second Circuit in a recent opinion:
[Slection 35's phrase "subject to the princi-
ples of equity (should be construed] to pre-
clude any monetary relief 'where an inJunc-
tion will satisfy the equities of the case' and
where there has been no showing of fraud
or palming off [citations omitted].7
Courts have assessed enhanced damages
even more rarely.'

Section 29 of the Lanham Act currently
requires that a plaintiff who has registered
a nark is precluded from recovering dam-
ages and profits unless he or she has provid-
ed either statutory or actual notice of regis-
tration to the defendent. S. 1883 does not
specifically require a plaintiff proceeding
under Section 43(a), and who does not have
a registered mark to provide such notice
before recovering damages or profits. How-
ever, as part of the equitable balancing
process in a Section 43(a) case, the courts
should examine the extent of knowledge
that the defendant had of the plaintiff's
rights By not requiring notice in a section
43(a) action, It may initially appear that 5,
1883 creates an unfair discrepancy between
actions involving registered marks and those
involving unregistered marks However, as
noted above damages are rarely awarded in
the vast majority of section 43(a) actions.
Where damages are awarded, It is because
the defendent has acted with obvious aware-
ne of the plaintiff's rights, engaging in de-

Prk 'N lF Inc. v. Dollar Park and Flx, Inc, 409
Ut. 189, 194 (1985).

· J.T. McCarthy, Trademrs and Unfir Com-
petition section 30.2 ("ITlhe federal courts have
held that [section] 35 of the Lanbam Act does not
mean that a uccssul plaintllff is entitled in all
cases to monetry award in addltion to injunctive
relief.) and sectlon 3025 (2d ed. 1984).

'2 R. Calman, Unalr Competition Trademark
and Monpols sectink 9.20 (L. Altman 4th ed.
1982), 1 J. Gilson Trdemark Protection and Prac.
tce, section 808[11], at 8-173 to 8-174 (1988) ("Gen-
erally .. the more ggravated, wllul and fraudu-
lent the defendant's conduct, the greater will be
the judkcdl propensity to grant monetary relief.").
The Second Clrcuit in Getty Petrolrum Corp. v.
Bartco Petrolem Corp. No. 87-7668 (2d Cir. Sept.
22 19), correctly concluded that the remedies
available under section 35 do not include the ane-
met of punlmltlve damages
* Se, e., Polo Flahoi. Inc v. Maoic Trim-

Iniag Inc. 603 F. 8upp. 13, 19 (8D. la. 1982)
(where the defendant acted willfully to perpetuate
a fraud).:
.' etr Petrolew Corp v. Bartco Petroleum

Co-rp., supr note 6. See albo, Reader' Digest v.
Comuereatte Dgest, IIc, 521 P.2d 800. 807 (D.C
·Cir. 1967) (profit should be awarded only when a
defendans Infringement i "willful" or in "bad
faith") Nalpac Ltd v. ODming Glass WorL, 784
F.2d 752, 755 (6th Cir. 1988) (to obtain damages
the plaintiff must show that the defendant acted
deliberately); Prs' Restaurant. In v. l'by/ Bit
Bo, 661 P. Supp. 971. 99 (S.D. Ohio 1987) (no
damages will be awarded unless there is a showing
of fraud or passing off): 2 J.T. McCarthy. Trade-
marka and Unfair Competition section 30.2 (2d ed.
1984).

'See e... Ford Motor Co. v. B&H Supply Inc., 64
r. s 975, J98 D. Minr. 1981) (where the court
denied increased daages dete a ftnding of will-
JLneuss).
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liberate, willful conduct such as "passing
off." Thus., the discrepancy is more appar-
ent than real

Section 35 currently, and as now extended
to section 43(a). clearly precludes the courts
from assessing punitive damages.9 In addi-
tion, Section 35 authorizes the assessment
of attorneys' fees only in "exceptinal cir-
cumstances" The language. in conjunction
with judicial decisions, permits the assess-
ment of attorneys' fees only upon a showing
of bad faith or similar intentional con-
duct."o Such fees may be awarded to either
the plaintiff or the defendent, depending on
the conduct of the parties that gave rise to
the litgation.

Section 34 currently authorizes the courts
to issue injunctions in Lanham Act casesl'
Under the proposed revision, Section 34
would be extended to Section 43(a) viola-
tions. As in current law, courts must follow
the general rules set forth in the Federal
Rules of Civil Procedure."2 The most impor-
tant prerequisite to the issuance of a final
injunction Is the absence of an adequate
legal remedy.I s The party seeking a prelimi-
nary injunction must also prove the likeli-
hood of irreparable injury viewed in the
context of the threat of potential harm, the
probability of success on the merits, that
the balance of hardships tips in favor of the
moving party, and that issuance of an in-
junction is in the public interest.'4

Mr. Speaker, I have some brief
thoughts about title II of the bill,
which is identical to H.R. 2848, passed
by the House 2 weeks ago.

HOR. 2848-the Satellite Home
Viewer Act of 1988-was made a part
of S. 1883 to accommodate several key
Members in the other body.

As you know, the Earth station/
copyright legislation that you and I
started working on several years ago
has become a very popular piece of
legislation. We improved It in the
House Judiciary Committee. The Com-
mittee on Energy and Commerce, with
its sequential referral, improved It
more. The bill has garnered so much
support in both the- House anld the
other body, and amongAinterested par-
ties--spanning consumer interests,
copyright proprietors and others in
the telecommunications industry-
that its passage by the Senate, with-
out referral to committee, was made
possible. Specifically, several key Sen-
ators-including the chairman of the
Senate Judiciary Subcommittee on
Patents, Trademarks and Copyrights
[Mr. fDCoNCiN] and the chairman of
the Senate Judiciary Subcommittee on
Law and Technology [Mr. LrAHY] and

·Geft Petrolem Corp. v. Bartco Petroleum
Corp, rapra note 5; 1 J.. OSON, TRADEMARK
PROTECTION AND PRACTICE section &08[2], at
8-178 to 8-179 (1958) (commenting that by includ-
ing the phrae not a a penalty." Congres meant
to preclude the asesnent of punitive damages.)

· 'NNorel Cor v irehue No. I BaB-Que Re
taurnt 771 F.2d 521 (D.C. Clr. 1985) 2 J.T. McCar-
thy. Traddemark and Unfair Competition section
030O (2d ed. 1984). :
" Kane. Trademark Law: A Practltoners Guide

251-52 (1987).
" ped. R. CLv. Pro. See generally 11 C. Wright

and A. Mille. Federal Practice and Procedure sec-
tion 2941 et seq. (1973) (hereinafter cited as Wright
and Miller).

' Wright and Miller at mecUon 2942.
"4 Wright and Miller at ectlon 2947. See also Im-

perial Chemica Ltd v. National Distillers and
Chemical Cop 54 PF d 459 (2d Cir. 1965).
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Senator-HATrcmsmade- proposalt to; the
Home-. It we acoul a'commdat the
Senate on one of its priorities-the
Trademark Law' Revisiir' -'At-we
could Hk the- bfllk and send thenr to
the Presfdent ihL the same paakage.
Sinator DECbNCiL% subcommittee
would forego hearings on the Satellite
Home Viewer A± and the' Senate
would. defer to, the House entinely on
the issune -
- FllswhIn w en this prospoaa my
suboammittee- and Senaor- DECo0I
cnrt· -subcommittee,. withr vauable
input from the. minority, engaged: in
extensive negotfatfons..ta achieve a
compro e on t;hee-trademark law rem
vIs ions We. achievedi aeh. a compro,
mism. that wa; no1t oy agreeable to
the! subaomies but also tor the ad~
ministration and the' tIES. TkadmarkI
Association as welt

To- bring tftle IF tor the House floor
agafir has- reqcilred a. bipartlsan effort
spaning two. House committees.. I
thank. the.- ranklig minorlty memberl
IMr. MoeRaMnD 'ta hi, effort I
wouiiaalso llee trelteprate thfe efforts
ef tbree ethersubcomt members
who have'worke& very hard on the legl
isrlatom I They are Mr. BoucE:R; Mr.
IVrAR; ancD Wr. BkYawr. Al of these
MAembem rane. oam tie luse Comnttee
on Energy and Cnbmmerce; and assists
ed; ia emurng forto - movement of
the Eartir stalln llll lh addtlllon, I
weny much appreciate tme effrts aof
the chairmn of. our sairtSe Cbmmerc
Commt:,'1 - subomIte Mr.
Mm-am 'The t sttlm ho ill;would
not hae lMiflnh pasmedl nd! wvould
not. be before u bda if it were not
fr the elosi v ng: relatnishfp of
oe'r tas; smbbl/ttbeem and_ the re!
spect itha we have for' each, other's
wonk LaTst, and acertain not least, I
would Uke to th--kz the. ehnrmn of
the- Committee mn Energy and. Com.
mence; MrC IDnms,. for his coopera-
tion and supor~t.

Me-... M E Mr- Speaker, I
yield; myelf suclf time' as may con,

(Mr. MOOfORWiADe asked andi was.
given' per ta rese i e andt extend
hir e w .

Mrn. I DMQ _1r . Mr: Sbpeaker; 11
rise inr supporA ot Si. W83' and! would
like- to ash tmhe g tllamm fbomx Wisr
consim f .aM;. a questior
regarding the amenennt to the bill
incorporating title II.

I believe that. title II-entitled the
"Satellite Hame Vlewer Act. of 1988"-
is exactly, the amem as; the. text of 'H.R.
2848' previouslF passed- by the House-
by voice: vote on October. 5,. 1988.
Could- the gentleman briefly explain
the title IF amendment and indicate
why it is made-a part of S. 1883?

Mr.. KASE ER. M. Speaker,
will the gentleman yield?

Mr. MOORHEAD. Mr: Speaker,. I
yield to, the. gentleman from Wiscon-
sin.

Mr. KASTENMElER. Mr. Speaker,
the gentlemanr is- completely correct
about contents- of title- II-, identical to
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H-I. 284W passed t-he' Huse- 2
week!sago..

The' Satellite: Home Viewer Act of
288& wadmade apart of thsbill essen.

tiallW as9 ar accommodation ta several
key Membersin the- otherbody.l have
been. assured after- wet pass the bill
before us it will be. acceptabre to the
other Body' and will' be passed' without
amendment. and sent directly to. the
Pteasidnt for his.signature.

Wth the- trademaTrk compromise im
hand4 ale we nIeed: to do, is link the twvr
pieces' of the- puzzle together and' the
result. ifs a two-titrlebill before' us
today.'

One frther thoght fh. order to
provide a- clear legisl.ive hiLstory for
Mrath station legislation I must make
reference to- the! House. Report, Not
IO-81 , parts I, and: compiled by the
House Committee orr the Judiciary
and. the House- Committee on, Energy
and- Commerce: I refer back: to the
debate- tat occurred. on the. House
fibor on;OctoBlar5, 198, when.we-first
passedi thal Sabelfte Home Viewer Act
of 198& These' legislative materials
wfil! remair an integral; part' of the
bill's-legilatve-history.

Mt.- MOO0ltEADr.. I agree' with the
explanation of the gentleman. from
Wikeonrl., r would. like to, add: the
nanrol the ranking minrityl Member
ao the Subcommittee. ons Telecom'-
munmiations and. Fhnance;, bte- gentle
man fromR. New Jersey'.- [r, RnqmnoZ.
to the list of M/mbers we thankt

Last E would reiterate to. the. other
biody that th;is is a package that we
have ,ut together- to, acnmmodate- the
key nst Ome it; arrives in- the
8enate, l- 2-part package' cannot be
amended with nongermane. amendr
ments; and then sent. back to the
House for further consideration. The
bil All':dIe i thiaoecurE.

The 'ae a.f rademaik law revi-
sion- now before us; is diamaticagty, dif-
ferent, fror. the version of the bill' con,
sidered by the House Jkdiciary Com-
mittee,.lR;. 5a.i llUnltkeethat bill; this
leggislatior more' closely. reflects the
comprshensfre approach ta, trademark
lawr revision envisioned by- S. 1'883,
which, passed: the other body last May;
and tLR 415;, the bill Introduced in
the Ebouse.. The legislatiow before' us
reflects: a- compromise and, I believe
that it enjoys the. wide- consensus of
support that develbped_ around the
legislation I introduced. The legisla-
tion contains an intent-to-use applica-
tion. system which responds to the
needs of American businesses. It bal-
ances, their need for greater certainty
in, the marketplace with significant
safeguards against abuse. It is consist-
ent with our obligations under the
Paris Convention, and at the same
time, it eliminates the. advantage for-
eign companies enjoy in applying for
US. trademark rights. It also' replaces
the commercial "sham" of token use
with- a reasonable, workable alterna-
tive that preserves the integrity of
U.S. trademark law.

" A second mabor element of thk legis
Wt0ioi if its modernnation of section

43(Cal or. the. Lanam Ac. Over the
past.42 yeaasection 43(-a) hamevolved
into a Federlk lawr of unfar compett-
tion and now servew as a valUable tool
for dealing witth fatwe advertising. This
legislatiorr codiffer what the courts. are
now interpreting section. 45(a to.mean
andlogloall extendlittoprovide-that
false; advertising statement& a permonn
m saes'bou 0 erpe erson good.or
servfcest are: as- actibnabletl. false
statenienr a; person niakes: atut his
or, here 'uwa- prodcs . oa.seralces . I
would like. ta make dcear :that. see.
43(al should. not be constred to pre
empt State unfair-ompetniiawmlmav - -:

It alsa asgures, that-approprlaterein-
edles' are avaiffblee under the section
by, amending the statute: to- sleafirbllz
provide that the remedies. of inJnc-
tive relief, monetary awards and de-
structibnx orders are. availas e in..ad
tions. -brought under .secton, · 43(-a.
Here agaln, ths. is not, a emptatk of
the law; But merely. a eodtibn . of
what the -eourt e ae.-now'dofng . For exr
ample. seven circuits: now. hold- that
monetary relief is availabIe in certain
circumstanea ;

A third element of this legislaton is
its revtsl tor theILanhl Act; which
eliminaSte. "deadwood" " trmfmas
from the reglster. It reduee- the term
of reglstratlorr from 20f to It years;, it
fncreases the requiements. trademark
owners.must meet.,l order to-maintain
their. rights and it strengthens the
Lanham Act's definition of.use irncomn
merce.

The- IegslieSon contains many' other
worthwhile provisions 'as.- well and
none have sparkedany contraversy,

There are two major provisions not
contained Ihr this legislation which I
would like to briefly, comment orn.
Unlike the bill' P introduced' and: the
Senate-passed bill, this versiof of S:
r883 does not: include a provision pro-
tecting famous, distinctive marks from
uses. by others. which will, dilute these
famous; marksa distinctlve- value and it
does. not. inclutde a alovtsion for' a cen-
trilized system governing the- creation
and' enforcement of security' interests
in- trademarks

In conclusion, the version of S,. 1883
now before us accomplishes most of
what we set our to do wherr we under-
took consideration of trademark law
revision. earlier this year. Its enact-
ment will represent a major achieve-
ment of the 100th Congress, and I
urge its adoption.

0 1630
Mr. KASTENMEIER. Mr.. Speaker, I

yield: 2 minutes to' the gentleman from·

Oklahmla [Mr. SYNAR] who has been
both a great help on the trademark
bill, and particularly on the Satellite
Home Viewer Act of 1988, played a
crucial role in the Committee on
Energy and Commerce and the Com-
mittee on the Judiciary, making sure
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that that met the test and passed the
House.

(Mr. SYNAR asked and was given
permission to revise and extend his re-
marks.)

Mr. SYNAR. Mr. Speaker, let me
join in this chorus of approval for this
bill which we have before us today. I
am particularly interested in title II of
S. 1883, because it is also a product of
3 years of negotiation and compro-
mises with a variety of groups, includ-
ing the cable and movie industries, the
backyard dishowners, program distrib-
utors, networks and their affiliates, as
well as independent stations.

None of these organizations now
oppose the bill As the chairman point-
ed out, this passed the Committee on
Energy and Commerce on which I
serve, as well as the Committee on the
Judiciary, by voice vote.

Title II of this bill will put
dishowners on the same footing as the
cable subscribers for the receipt of su-
perstation signals.

A'recent court decision has suggest-
ed .i-'may be in violation of our copy-
right laws in this country for satellite
carriers to retransmit those signals to
home dishowners. The bill creates a
temporary compulsory license that ex-
pires in 6 years. After 4 years the stat-
utory rate expires and the royalty rate
is established by binding arbitration.

It insures the network signals will be
available to dishowners in so-called
"white areas." The Federal Communi-
cations Commission is given the au-
thority to impose syndicated exclusiv-
ity on independent signals if it is feasi-
ble.

Mr. Speaker, I want to thank the
chairman of the subcommittee, the
gentleman from Wisconsin [Mr. KAs-
TznmaxIr], the gentleman from Virgin-
ia [Mr. Bouc:m-], the gentleman from
Massachusetts [Mr. MaaEr], and the
gentleman from Louisiana [Mr.
TAuzw ] for their outstanding service
in this area, particularly my dear
friend, the gentleman from California,
[Mr. MooRszan] who has assisted us
as -this title has Journeyed through
both the Committee on Energy and
Commerce and the.Committee on the
Judiciary.

Mr. MOO4RHEAD. Mr. Speaker, I
yield such time as he may consume to
the gentleman. from New York [Mr.
FISH] ..

(Mr. FISH asked and was given per-
mission to revise and extend-his re-

in H.R. 4156 as introduced and should
therefore be very well-received by the
trademark community and by trade-
mark practitioners.

The list of organizations that have
gone on record in support of the
Trademark Law Revision Act, as intro-
duced and as passed by the Senate is
one of the most impressive I have seen
in many years and therefore, submit
that list for inclusion in the REcoaD.
In addition, although the administra-
tion opposed the reported version of
H.R. 5372, I am confident that it will
be able to support the revised bill. I
believe It will also gain the acceptance
of the other body.

I would like to comment on one pro-
vision which was taken out of HR.
5372 which was reported by the Judici-
ary Committee and which is not found
in this compromise. It would have pro-
vided consumers with standing to sue
under section 43(a) of the Lanham
Act. This provision, which had not
been studied or evaluated by anyone
for its long-term effects on Federal
unfair competition law, would have
radically altered the nature of the
Lanham Act and would have had the
likely effect of turning the Federal
courts into a small claims court.

I urge a favorable vote for 8. 1883.
SupFPPoarxa or Tx TRADEMK Law

RaVISOo ACT (S. 1883; HR. 4156)
(This list i based on correspondence re-

celved by the United States Trademark
Association; It does not purport to be com-
plete)
INDUSTRY, TRAD AED I LBOR oRoANIZAIONs
Chamber of Commerce of the United

States Chemical Manufacturers Associa-
tion. Intellectual Property Owners Inc.,
International IAdles' Garment Workers'-
Union, International Franchise Association,
International Union, UAW.

National Association of Manufacturers As-
sociatlon, Union Label & Service Trade De-
partment AFL-CIO, The United States
Trademark Association.

BAR ASSOCIATIONS

American Bar Association-PTC Law Sec-
tion, American Intellectual Property Law
Association Austin Patent Law Association,
California Bar Association, Chicago Bar As-
soclation, Colorado Bar Association.

Connecticut Patent Law Association, Ll-
censing Executives Society USA/Canada,
Association of the Bar of New York City,.
New York County Lawyers' Association,
The New York' Patent, Trademark and
Copywright Law Association. Philadelphia
Patent Law Association, Utah State Bar.

0oVQ~YTr
marks,-.. and include. extraneous U.& Departmnent of Commerce, U.&
matter.) . .- , Patent and Trademark Office.

Mr; FISi Mr. Speaker, as an origt- . coPoaosou - :*
nal cosponsor of the Trademark Law - Produc' [ and Chemicals Inc Alcon
Revision Act, as introduced by the Laboratories, Inc4 ;- American Cyanamid
gentleman from California [Mr. MooR- Company;,- Amoco Corporation; Apple Com-
mxAn], I am very pleased with the re- puter. Inc. Ashland Petroleum Companyz
vised version of 8. 1883 that the.gen- Becton Dickinson and Company. BP Amer-
tleman from Wisconsin [Mr. KtsTxN- ica Inc.; Calvin Klein Cosmetics Corpora-
muIES] has brought to the floor. I as ton; Chevron Corporation.

very disppointed by the version of Control Data Corporation; The Walt
thivery legislappoion-rep by the vrsin Disney Company; The Dow Chemical Com-
this legislation-'reported by the sub- panr, Dr Pepper Company; Eastman Kodak
committee and. this revised bill is a- Company, Eaton Corporation; Eli Lilly and
substantial. improvement.. It- retains Company; Exxon Corporation; Frito-Lay,
most of the essential elements found In; GameTLme.

General Electric Company Hasbro. Inc.:
H.J. Heinz Company; Hewlett-Packard Com-
panyg Hillenbrand Industries, Inc.; Hilton
Hotels Corporation; Jockey International,
Inc.; Kenner Products; Kimberly-Clark Cor-
poration; Kentucky Fried Chicken Corpora-
tion.

Kraft, Inc.; McDonnell Douglas Corpora-
tion; Mcnlhenny Inc.; Mack Trucks, Inc.;
Mars Incorporated; Miles Laboratories, Inc.;
Mrs Fields Inc; National Gypsum Compa-
ny; Nestle Foods Corporation; Ocean Spray
Cranberries, Inc.

Opryland USA, Inc.; Owens-Corning Fi-
berglas Corporation; PepsiCo. Inc.; Phillips
Petroleum Company;, Pioneer Hi-Bred Inter-
national Inc.; Pitney Bowes; Pizza Hut, Inc;
Playtex, Inc.; PPG Industries, Inc.; A.H.
Robins Company.

Scott Paper Company; Selame Design;
The ServiceMaster Company;, The Seven-Up
Company; Schering-Plough Corporation;
SmithKE3ne Beckman Corporation; Sterling
Drug Inc. Taco Bell; Thomson and Thom-
son, Inc.. Weight Watchers International;
United Technologies; White Consolidated
Industries Inc; Xerox Corporation.

InDIVIDUAs AID LW Fra

Miles J. Alexander (Kilpatrick & Cody);
Louis Altman (Laff Whitesel. Conte &
Saret); Andrew Belansky (Christie, Parker
& Hale); Birch, 8tewart, Kolasch & Birch
(Law Offices); Donald W. Canady, Esq.;
Charles S Cotropia, Esq. (Richards, Harris,
Medlock & Andrews); Foley & Lardner,
Alvin Frosa, Esq. (Weiss Dawid Frosa Zel-
nick & Lehrman. P.C.)

Michael A. Grow (Ward Lazarus & Grow);
WHamlton. Brook, 8mith & Reynolds;
Thomas MS. Hemnes (Foley Hoag & EllotL,
Donald O. Jackson, Esq4 Jones, Day, Reavis
& Pogue; Sheldon H. Klein (Ward Lazarus
& Grow); Ladas & Perry; Laff, Whitesel
Conte, Saret.

John T. Lanahan (Ward Lazarus & Grow);
George L. Little, Jr. (Petree Stockton &
Robinson), Phillp Mallnckrodt (Mallinck-
rodt & Mallinckrodt); Alfred i. Marks, Esq.
(Brumbaugh, Graves, Donohue & Ray-
mond); Masn Mason & Associates; Malcol
McCaleb, Jr, Esq.; James A. Mitchell (Price,
Heneveld, Cooper, DeWitt & Litton);
George B. Newltt, Esq. (Allegretti & Wit-
coff, Ltd.)

Vincent N. Pallidino, Esq. (Fish & Neave);
Matthew H. Patton (Kilpatrick &-CodyY
Beverly W. Pattishall (Pattishall, McAu-
liffe, Newbury, illiard & Geraldson), Eve
W. Paul (Planned Parenthood Federation of
America, Inc.); Sydelle Pittas (Gaston &
Snow); Albert Robin (Robin Blecker &.
Daley); Bruce A. Tassan, Esq. (Dickinson,
Wright, Moon, Van Dusen.& Freeman);,
Townsend & Townsend; Row, Howison.
Clapp & Korn; Richard Wallen (Harris,
Kern, Wallen & Tinsley) H. Ross Workman.
(Workman, Nydegger & Jensen).

Mr. MOORHEAD. Mr.' Speaker. I
yield myself such time as I may con-
suime.

Mr. Speaker, originally-the adminis-
tration had some problems. with this
legislation but nothing that they -had
problems with still remains in the bill-
I know of no opposition to the legisla-
tion. I urge a strong "aye"vote.

Mr. SENM. Mr. Speaker, I
yield 2 minutes to the gentleman from
Massachusetts [Mr. MARxy].

Mr. MARiEY. Mr. Speaker, I rise in
strong support of & 1883, as amended.
S. 1883 incorporates provisions con-
tained in HR. 2848, the Satellite
Home Viewer Act and clarifies the

H 10423
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legal sot satellite~- teranmsnx 1on receptimont auchlgnal* ownersotbb-c preased
oL hbrdcatrteleVlslnimnals to' home yard tellte dlteishe was. not authorized by bling c
satelrle W oG=e TFhe legillom -lI gmm~ ~ ~ T~ ilLo' .The-former-ctlrbn 605'of the:Cmrommlt- anda6
Wm0uldld xes e am hltertinr stsbtk!~y' l5l-- catlons Act of 1934 (amended. and-.redesik'- cable-
cexnse undl erUeCbpyrigh1 Act' of 1976 nategua tion. 705 by the Cable Communi- and rm
·for- lhe seeondtrry retransmlsibrr of' castibnPolUcy-Act of 984Ormadeitilegal to sttentV
superstatlona and television network- reeeinvidlo oommunncations without au serve t
stiztonfibrpria- home viewhg_ . - thoriatiomr Ir a. number of. cases, in the Utelt.p

& 18B3 alo- essewhat. hasbeen. early 19Mf.' the coaurts ruled that the:unau- Ine
li:n:ldied, as otenMali the- gpeatest. thodt' reception of ig television- sals, networ
th.- t, aviable; home,; satellte: disa ile signals- linBnde for use by cabli etf
induistry--plracy. By cmsteif8n cs stettedt prohibited "use" off t

inutx y d the!tiresianmiUmider-Scdlor605-of the-Commu- reba
defintloni of'0 anrd :stngtel: nnt the nicalincAat:._(&_ .-e g, rtkCemi - taoarasaw-
pnrost)tnms.' against: pirner. AmI the:- v ;~ . Waetlv de ~J..Jda.,
.Cb( mrimfcaldsAct, Si l8 wll8 give, (18tl Cir.; 198all The FCC tookthe! view -Le
lkw -en roircement- authrfTles greater that home- satellite dish. owners neeivin.
aBlltyrtorsterm r the-growlngmproblm .of satellite- signaB without authoization we of
theft. of. satellite delivered pograamin nvolved in an t llegaLprctlce- The
.mihg. ccmk-Co. grss conerred.full'legatature on the n

rrd~ hi~n{5 , w i "e1~le f t~ ~telbviliorp reeelve-onl" (TV'rO- tndhbstry n- rn t' t
Nba"1 Mernbensam kded tt iirele arelet dW the- Cablt' CommunImtons. Pbtlcy ct oF publdl

cJ:afta, Acnl~enM 1HgiS/I I/Imy parr-. 198 (Cale Ati' (JIL~ 9L-59L The Cables ed- wm
timcuar, L want to. commend l Mr. Dfi- A epreslegalized the sale and use ot right
cr. eliaman of tthe Energy- and' backadl. dishes. It allowed, backyard dishi right b
Cbmmere. Committee,. and' ?. MEs- ownertorealvezstellte-rlaydcable.pro hetw-
Tz1m- R -chE1T2 of' the' Cburts: gammihg. freeofcharge, ILL the program d

Subcomitteel,' Air thell' outstanding ming lgntt encrypted aor scramled or IL cOPyIr
Ieadezathip o ~isblaB su E aIBo -WMn&to a' marketing system autftorltb private holder

ladership oft Wi~ WvlemiewhW-laadentbeen'established TheCable- Tie-
commen d Ml1'. Rny a W -.- Mr IAt..mbs(,tn cb;reaed;penrlties forun-' a llmft
~BUOHenr, Ml'. lnfimumeffnt ~.F MboR aMl'rtgear p rRptir-ineluding re-- Chrrer
HEAw for their ledership- on this im. ception.-of srambled sigral. Aluthougr the-, Cmi
portant fssue and. for thel1 dedicatibn- leislation did-not reulre sramblecAslltly
to Increasiingprogramnmi b opDtlons. for. to be sold. to. backyardt dish owner, pro-- ritoa
ruraflAmerlcani grammers hav, an incentive to market dl( ,

8. 1883 enjoys the atrong aupyoit of scramd dil to backyard dish owners. taeti

consumera .a, d 'Afc 1ed Ihdustrles During the debate- on' te- legblion, Con- over ti
ali-.'I urgem ollbaeso vote'forgress noted an- expectation',-tha# inceased a, tr

raileI- urgem olllea bto otet·r- .penaltie., for unauthortsed re _tiani of with. I
taHislinnpterreglslatoi m - scable-. i would, allow cable, program- must

Mi: S8ea Trwould'Ilke' tb include. menr.to, abtlmpa5nent.foa the program- ceabes
In theL Rcllrt atMsil-po[nt. portibns-of ming more easily. fibr thi
the Ehergy and'Commerce Committee-. Since the passage of the Cable. Act, the cariel
report on HR.2848. - backyard satellite dish Industry has expert- ble.tl

- ~ 9~- m RSP. R2848, enced- explsive growth, particularly in the and pE
aSouth: andi Mldwest The number of back- owner

PUR-tPo8EaO7'TE UEoGATION- yard sael itealt earth sont r operation, in- about
HJL 2848' "the /Sltelllte. Home Vlewer. the United Sa;ts HIsfmeedI fonm-an es-, liable-

Act", asamended'and reported by-the Cor- tlmatedt 5,000- In 1980 to over 2 million- 8or
mittee, amends the Communications Act of' today. Complete home receiving systems, that
1934 andr the Copyrxght Act of, lS7tifor the which once sold for as much as $36,000, now smcram
purpose of ensurng availality-of atellte- are advertised for as little as $1,000 or les ttUn -o
delivered video programming- to home satel- In addition, technology has reduced the size trol ox
llte antenna owners. This.legislation creates of the backyard dish significantly-from the- public
an interm statutory icense in the Copy- 30-foot-wide-dishes- of several years ago to Moreo
right Act'forsatellltecarrers tonretransmit. dishes, approximately six to ten, feet in dl- tivitlen
television :broadtcal signals.of superstatlons. ameter today.. alwayi
and' network- stations' to. earth. station. "Sciblinal' of Satelt.-Cable. cast S1
owners-fbrprivate home viewing; Progrmmng ed an

H.E. 284 directs-the ederaCommunlca- The technological development t the
tions' Cbmrnmisslour tO institute a proceedingtions· tmmislarr to- instltute a prrceedlng The technological development of home tl
to determine the feasibility of imposing syn- earth statlon equlpment enabled home, dish prvi
dicated excluslvty rules- for: satellite car- owners to intercept satellite delivered& sig-- catio
riage of: broadcast signals. The legislation na that orgnally were intended to be dis- In-
clarifies that violations of any. such rules, f tributed only to cable systems Cabie sys- tive R
enacted by the Commission, are violations teas pay satellite carriers a per subscriber the JX
of the Communications Act and should be fee for delivering to the system, a- broadcast ertles
subject to such sanctions and penalties as slgnal; the-systemsthen send out the signal comrm
are contained in the Communications Act, over the wire to their subscribers. Dish Copyr
The legislation also clarifies and strength- owners, on the other hand, initially paid no ment"
ens current law concerning unauthorized de- fee to the carriers for the signals they re- bllng
scrambling or interception of satellite-deliv- celved. In order to impede this unauthorlzed owner
ered cable programming. Finally, this legis- reception of thelrsatellIte-elivered signals, purvme
latlon requires the Commission to initiate most resale satellite carriers and certain pass
an inquiry into the need for a universal de- copyright holders in satellite delivered sig- slon o
cryption standard for home satellite 'ten- nals decided to encode, or scramble, their the ca
na users. signals and to provide descrambling capacity exeml

only to paikng subscribers. "The
Many home dish owners have stated oh- the cc

History of the Satellite Cable Progranmming Jectlons to the scrambling and current mar- gramn
IndulstT7y keting practices of satellite delivered video Simi

Receptlon of television signals via back- programming because they believe that comm
yard satellite dishes began inL976, one year they have a right to recelve satellite pro- once
after Home Box Office Inc. (HBO) began gramming at a price comparable to that which
delivering its movies to cable television op- paid by cable system subscribers to the same the s
erstors by satellite. At that time, however, programming. Some consumers have ex- avails

IL conern-about tle cast aff descrm
devices; price discrmination for po
lmo ser va toiabl ownea
ems,tothettpwgramm_ available. tO-

ubscribera The satellite dih industry-
oat dish owner however. have con-
Lr agreed that copyrlhtl holdemn d--
cbe falri r ca-nsaW vttwemrof'

cen# eame the -three-mdor televtsion·
heribeguni to.scramble- ther sate

eeds tmtnehoyrlnedf the' fInsla--.

o-. rsrmblwe ndi dntwl k So tan-:

Ltenwan :qwem ahl..nO pmiare
I questhrn unider the CoPryight -ct
(C lit,,t, cto'- e :,- ,- p
Cop-tyght/Act, proit that the.
off the ooyih- hat the' edxveu ·
oreprod e;.tdiftbuet s o, ande
S perflrm and displav tU-e.opVight-

-(1,T U1&CJ' S~t/ow Hn A. copy-.'
holder generally hau the exeluslvei
wcdecdewtao shal ma~ u oftis:a or

kaMnpersd, iPdeslnrtn t r odeo5 :
ute.or publiny pedfomner dlWaW tUh
shted'work must ohBI the6iLhJt.gb L
's cont ., .
Ceortth lActrlh wever dtb.rmtahl-
ed'exceptIbrftor comnpyrFih f.fty .
d nder.ct bw fnl(sXy. "pmase -
a'"are provldearexemanptfbn i-or
.for secondar traanxm m of copy-'
t.wokaw where the carier "has: no.
orIndireetcn trdl.a vertka or-

on-r of they .DUrnmr t°ammtSnon;..e4
iheparticula'raipientr of the second-:

8nmnisson .. X. A, cs, r fa. a activities
regard_ t. a'secondary tnrasnis/on.
"eoE8lit solbli of; pmviLng 'wires..
-or ther comm ,;nnnXtbv . channe
e useof' other" Since' mostatellite
w of broadet staltor -lkall sfrl-

ie a and. maket decodinedevlce ·
Lckages of programming to home dlsh,
,. there: is. contimig uncertant'
whether Oa not sh- arrers are

under the- Copyright Act.
a analysts of the-copyright laws.assert
y elling.. renting, or Iilcensing de-
bling devices to subscriblnt earth sta-
wners a- carrier exercies direct' con-
ver which, tindvidud- members of- the

receivem tie' signai they- transmit.
rver.. it has. been: cdsted that the ac--
s, -of satellite carrlers, which almost
;. Include- the scramhbling of a broad-
gna4 represent afar more-sophisticat-
d.active- nvolvement n- selling signals
e public than does. an act of merely
ing "wires, cablbs, or other communi-

b channels'
March 17; 1986' letter tor Representa-

Robert W.: bstenmeier, Chairman of
Udiclary Committee's Courts, Civil Lib-
and Admininzartion of Justice..8Sub-..

Itte. Mr. Ralph Oman, Registrar of
ighta, set forth his "preliminary Judg-
that the sale or licensing of descram-
devices to satellite earth station

s by common carriers falls outside the
.w of the copyright exemption granted
ve carriers" for secondary transmis-
f copyrighted works: particulary when
rrier itself scrambles the signal. "The
)tion failing" Mr. Ornun. concluded,
resale carrier requires the consent of
opyright owner of the-underlying pro-
nlng."
larly, in testimony before the Tele-
unications Subcommittee in 1986,
common carrier, Southern Satellite,
delivers WT1BS, stated its belief that

ection lll(a){3) exemption was not.
ble to the carriers. of satellite- deliv-
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ciplents of information under subsection
(b)(2XE) will be responsible under the stat-
ute for maintaining the confidentiality of
the information as if they themselves were
video tape service providers.

Under paragraph (2)(F), personally Identi-
fiable information may be disclosed pursu-
ant to a court order in a civil proceeding,
upon a showing of compelling need for the
information that cannot be accommodated
by any other means, and if (1) the consumer
is given reasonable notice, by the person
seeking the disclosure, of the court proceed-
ing relevant to the issuance of the court
order; and (ii) the consumer is afforded the
opportunity to appear and contest the claim
of the person seeking the disclosure.

If personally identifiable information is
disclosed, pursuant to paragraph (2XF), the
courts shall impose appropriate safeguards
against unauthorized disclosure.

Section 2710(c) imposes liability where an
individual, in violation of the Act, knowing-
ly discloses personally Identifiable informa-
tion concerning any consumer. Under gener-
ally applicable principles of tort law, the
action of an employee Is generally imputed
to the employer when the employee is
found to have acted within the scope of his
or her employment.

In making that determination, the court
or Jury, as the trier of fact, should consider
all relevant facts, and the context in which
they arise. For example, it may be relevant
that the video tape service provider has an
explicit store policy that requires compli-
ance with this Act. --

To ensure compliance with the law, video
tape service providers are urged to explain
the Federal law and the store's policy of
compliance with it; warn their employees
that disclosure of personal information by
anyone not designated to.do so on behalf of
the busltn 1 is ground for .disnal and
post cosplcuous notice,of the blaw and store
'policy in plain view of all employees (such
as at the customer counter and by the tele-
phone).

This bill does not change crrent law with
regard to the liability of employees for acts
committed within the.scope oftheir employ-
ment. For example, a clearly defined policy
will not-serve to exculpate-an employer
from liability for the acts ot-Its employees
when the policy Is not in factenforced.

Section 2710(d) is intended to apply-to the
situation where a private individual obtains
personally identifiable information in viola-
tion of the Act. It is not intended to apply
to any Pederal, Stte. or local overnmental
official. It states -tht such Information
shall not be received inevdence In any trial,
hearing, arbitration,- or other proceeding in
or before any court, grand jury.-department,
office, agency, regulatory body.' legislative
committee, or other authority of the United
States, a 8tate, or a political subdivision of a
State. . - ' '

Section 2l10e) requre the destruction of
personally identifiable information aS soo
as practicable, but no later than one year
from the date the informatim ino longer
necessary far the purpose for which it was
collected and there are no pending requests
or orders for ccessto such nn
under subsections (b)Z) or 0(c) or. puRl -
ant to a court order.-The purpose of thli
provision is to reduce the.chances that an,
individual's privacy will be. hlvaded, by re-
quiring the destruction of information in an
expeditious fashion, appropriate to the cir-
cumstances and to the policies protected by
this Act.

Under this subsection. the phrase the
'purpose for which it was collected" must

be. narrowly construed. It may include ac-
tivities that are for the exclusive use of mar-
keting mods and services to the consumer.-
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It may not, however, include activities that
violate the intent of the statute, which is to
protect personally identifiable information
from disclosure.

Section 2710(f) explicitly preserves the
rights of consumers to seek redress under
State laws that may provide a greater
degree of protection than is afforded by the
Federal statute. The bill does not preempt
State laws that provide greater privacy pro-
tection for video users.

Mr. MOORHEAD. Mr. Speaker, I
yield myself such time as I may con-
sume.

Mr. Speaker, I rise in support of S.
2361, the Video Privacy Protection Act
of 1988. This legislation stems from
the incident last summer when a news-
paper reporter found out from a video
store what video films Judge Bork had
rented and published a story about his
preference.

The immediate reaction to the Bork
episode was a strong bipartisan re-
sponse. Both the Democrats and the
Republicans deciding upon Judge
Bork's judgeship became outraged and
called for legislation. This bill is the
result with Senators LrAHY and Simo0
joined by Senator GRASSLrY sponsor-
ing on the Senate side and the gentle-
man from California, Mr. McCaiDLEss,
and the gentleman from Wisconsin,
Mr. KsrTE'q[mRI 'sponsoring on the
House side. I would like to commend
all of these individuals for taking the
initiative on this important issue.

This bill prohibits the disclosure of
video records except in certain narrow-
ly defined circumstances. Such an ap-
proach will protect the privacy rights
of video tape user while ensuring that
those who need access to the informa
tion, such as law enforcement officials,
wfill be able to obtain t. -::.. .
: The Courts Subcommittee during its

hearings and deliberations on the leg-
ialatlon ba -received-the cooperation
and eonstruetve-input of..Erorls,-the.
Video Software Dealer's Association,
the Direct M~arketing Association, the
ACLU,- the FBL -and the Department
of Justice. In many ways the leglsla-
tion will codify existing practices put
in place by Erol'is and the Direct Mar-
keting Association to provide informa-
tion privacy protection for their cusb
tomers. Mr. Speaker, the legislation
which is without oppoastion will pro-
vide. valuable privacy protection for
the customers of video stores and I
urge my colleagues' support for it.

Mr. MCANDLESS Mr. Speaker, s the one
who first ifroued video pdvacy lgsatior I
want to thank iy colleagues, Mr. KATEN--
AEIEU and Ar.- MOOR:EAP. Their sprme ef-
ors as' chaiat' and ranking Repubican of

the.Coiits Subcomrmttee have made f possI,
ble to bong this ~l-slta lon to te flo.. . -..
. There .wre' many., hxdls that had to be
.oMrcna M .:K1sbTEluER and I rewrote
and retrordced' the- legisation Mr. MooR-
HEAD added some key concepts' Sometires
the lgMt at the end of the tunnel got pretty
dark. But my friends from Wsconrsn and Call-
forla pemevered shephe!rng the concept
along Rs way. -
.-:A a resu we.a product tha-all af
fected parties are supportin More hnportan-
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by, we have a product that will protect people
from invasion of their privacy.

Every day, people are asked to disclose in-
formation about themselves that someone
then squirrels away in a computer. Every time
we provide such information, we're giving a
piece of ourselves to someone else. The
Video Privacy Protection Act of 1988 ensures
that video service providers will respect the
privacy of that with which we have entrusted
them.

Mr. KASTENMEIER. Mr. Speaker, I
have no further requests for time, and
I yield back the balance of my time.

Mr. MOORHEAD. Mr. Speaker, I
have no further requests for time, and
I yield back the balance of my time.

The SPEAKER pro tempore. The
question is on the motion offered by
the gentleman from Wisconsin [Mr.
KAsTNmEmaR] that the House suspend
the rules and pass the Senate bill, S.
2361.

The question was taken; and (two-
thirds having voted in favor thereof)
the rules were suspended and the
Senate bill was passed.

A motion to reconsider was laid on
the table.

GENERAL LEAVE

Mr. .CASTENMEER. Mr. Speaker, I
ask unanimous consent that all Mem-
bers may have 5 legislative days in
which to revise and extend their re-
marks on S 2361, the Senate bill just
passed

The' SPEAKER pro tempore. 'Is
.there objection to the request- of the
gentleman from Wlsonani

There was no obJectlon.

TRADEMARK ILAW REVISION .!,
- AC OF 1988

v Mr. KAyENIEIEM Mr. Speaker, I
move 'to susped the rules and pass
the Senate bill (E. 1883) to amend the
Trademark' Act of 1946 to make cer-
tain revisions relating to the reglstra-
tion of trademarks, and for other.pur-
poses, as amende -

The Clerk read as followa:
' ' '' - 1883' '-

Be it enacted by the Seatec.and House.of
Representative 'of the United States of
America in Conors asembed '
TITLE I-TRADEmARK L&W REVISION

b5C. 151 SrTm9tR --

This title may be cited as the "Trademark
Law Reviion Actof.198. . .: ;-, - .
.SEC 1T 2. [FEBaZL · l 3'M RDVU ACT OF

.-Except as '.otherwise expr,, - - provided
whenever tn.ths title anAmendmment exi.
premed In terms of an amendment to a sec-
tion or other provision,- the reference shan
be considered to. be-made. -to.. section or
other prosion of the Act entitled "An Act
to provide for the registration and protec-
tion of trade-marks used In commerce, to
carry out the provisions of certain interna-
tional conventions, and for other purposes",
approved-July .:194 -(15 US.C.- 1051 'and -
following) (commonly referred. to as the

tradema rkActfoi- 19"). ': -- .'
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SEC. 1. APPJCATION TO REGISTER TRADE-

; M ::MARKS.
Section 1 (1 U.S.C. 1051) is amended-

* (1) in the matter before subsection (a), by
striking out "may register his" and inserting
In lieu thereof "may apply to register his or
her";

(2) by redesgnaUtng paragrph' (1), (2),
and (3) of subsection (a) as subparagraphs
(A), (B), and (C), respectively,

(3) by redesignating subsections (a), (b),
and (c) as paragraphs (1), (2), and (3), re-
spectively;

(4) by inserting "(a)" after "-zcribN 1.":
(5) in subsection (aXiXA), u redesignated

by this section-
(A) by striking out "applied to" and Inseit-

ing in lieu thereof "used on or In connection
with"; and - -

(B) by striking out "goods in connection"
and inserting in lieu thereof 'goods on or in
connection";

(6) in subsection (aXiXC), as redesignated
by this section, by striking out "actually";

(7) in subsection (aX2), as redes ated by
this section,-by striking out "filing" and in-
serting in lieu thereof "prescribed";

(8) by redesignating subsection (d) as sub-
section (e); and

<9).by inserting before subsection (e), as
redesignated by paragraph (8) of this sec-
tion, the following

"(b) A person who has a bona fide Inten-
tion, under circumstances showing the good
faith of such person, to use a trademark in
commerce may apply to register the trade-
mark under this Act on'the principal regis-
ter hereby established:

"(1) By filing in the Patent and Trade-
mark Office-

"(A) a written application, in such form as
may be prescribed by the Commissioner,
verified by the applicant, or by a member of
the firm or an officer of the corporation or
association applying, specifying applicant's
domicile and citizenship, applicant's bona
fide intention to use the mark in commerce,
the goods on or in connection with which
the applicant has a bona fide intention to
use the mark and the mode or manner in
which the mark is intended to be used on or
in connection with such goods, including a
statement to the effect that the person
making the verification believes himself or
herself, or the firm, corporation, or associa-
tion in whose behalf he or she makes the
verification, to be entitled to use the mark
in commerce, and that no other person,
firm, corporation, or association, to the best
of his or her knowledge and belief, has the
right to use such mark in commerce either
in the identical form of the mark or in such
near resemblance to the mark as to be
likely, when used on or In connection with
the goods of such other person, to cause
confusion, or to cause mistake, or to deceive,
however, except for applications filed pursu-
ant to section 44, no mark shall be regis-
tered until the applicant has met the re-
quirements of subsection (d) of this section;
and

"(B) a drawing of the mark.
"(2) By paying in the Patent and Trade-

mark Office the prescribed fee.
"(3) By complying with such rules or regu-

lations, not inconsistent with law, as may be
prescribed by the Commissioner.

"(c) At any time during examination of an
application filed under subsection (b), an
applicant who has made use of the mark in
commerce may claim the benefits of such
use for purposes of this Act, by amending
his or her application to bring it into con-
formity with the requirements of subsection
(a).
'"(dX1) Within six months after the date

on which the notice of allowance with re-
spect to a mark is issued under section

13(bX2) to an applicant under subsection (b)
of this section, the applicant shall file in the
Patent and Trademark Office, together-
with such number of specimens or facsiml-'
lea of the mark as used In commerce as may
be required by the Commissioner and pay-
-ment of the prescribed fee, a verified state-
ment that the mark is in use in commerce
and specifying the date of the applicant's
first use of the mark in commerce, those
goods or services specified in the notice of
allowance on or in connection with which-
the mark is used in commerce, and the mode
or manner in which the mark is used on or
in connection with such goods or services.
Subject to examination and acceptance of
'the statement of use, the mark shall be reg-
* stered in the Patent and Trademark Office,
a certificate of registration' shall be Issued
for those goods or services recited'in the
statement of use for which the mark is enti-
tled to registration, and notice of regstra-
tion shall be published In the Official Ga-
zette of the Patent and Trademark Office.
Such examination may Include an examna- -
tion of the factors set forth in subsections
(a) through (e) of section 2. The notice of
registration shall specify the goods or serv-
ices for which themark is registered.

"(2) The Commission shall extend, for one
additional 6-mohth period. the time for
filing the statement of use under paragraph
(1), upon written request of the applicant
before the expiration of the 6-month period
provided in paragraph (1). In addition to an
extension under the preceding sentence, the
Commissidoner may, upon a showing of good
cause by the applicant, further extend the
time for filing the statement of use under
paragraph (1) for periods aggregating not
more than 24 months pursuant to written
request of the applicant made before the ex-
ptration of the last extension granted under
this paragraph-Any request for an exten-
sion under this paragraph sahll be accompa-
nied by a verified statement that the appli-
cant has a continued bona fide intention to
use the mark in commerce and specifying
those goods -or services identified 'n the;
notice of allowance on or in connection with
which the applicant ha a continued bona
fide intention to use the mark in commerce.
Any request for an extension under this
paragraph shall be accompanied by pay-
ment of the prescribed fee. The Commis-
sioner shall issue regulations setting forth
guidelines for determining what constitutes
good cause for purposes of this paragraph.

"(3) The Commissioner shall notify pny
applicant who files a statement of use of the
acceptance or refusal thereof and if the
statement of use is refused, the reasons for
the refusal An applicant may amend the
statement of use.

"(4) The failure to timely file a verified
statement of use under this subsection shall
result in abandonment of the application.".
SEC 10. TRADEMARKS RECIMTRABLE ON PRINCI-

PAL REGISTE.
Section 2 (15 US.C. 1052) Is amended-
(1) by amending subsection (d) to read as

follows:
"(d) Consists of or comprises a mark

which so resembles a mark registered in the
Patent and Trademark Office, or a mark or
trade name previously used in the United
States by another and not abandoned, as to
be likely, when used on or in connection
with the goods of the applicant, to cause
confusion, or to cause mistake, or to deceive:
Provided, That if the Commissioner deter-
mines that confusion mistake, or deception
is not likely to result form the continued
use by more than one person of the same or
similar marks under conditions and lmlta-
tions as to the mode or place of use of the
marks or the goods on or in connection with
which such marks are used. concurrent reg-
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istratins may-' be Issued -to such persons
when they have become entitled to use such
marts as result of their concurrent lawful
use in commerce prior to (1) the earliest of
the filing dates of the applications pending
or of any registration issued under this Act;
(2) July ,. 1947, in the case of registrations
previously issued under the Act of March 3.
1881, or Pebruary -20, 1905, and-continuing
in full force and effect on that date; or (3)
July 5, 1947, in the case of applications filed
under the Act of FPebruary 20, 1905. and reg-
istered after July 5, 1947. Use prior to the
filing date of any pending application or a
registration shall not be required when the
owner of such application or registration
consents to the grant of a concurrent.regis-
tration to the applicant. Concurrent regis-
-atiaons may also be issued by the Commis-
sioner when a court of competent Jurisdic-
tion has finally determined that more than
one person is entitled to use the same or
similar marks in commerce. In issuing con-
current registrations, the Commissioner
shall prescribe conditions and limitations as
to the mode or place of use of the mark or
the goods on or in connection with which
such mark is registered to the respective
persons.";

(2) in subsection (e) by striking out "ap-
plied to" each place it appears and inserting
in lieu thereof "used on or in connection"
with"; and

(3) in subsection (f)-
(A) by striking out "applied to". and insert-

ing in lieu thereof "used on or in connection
-with"; and

(B) by striking out "five years" and all
that follows through the end of the subsec-
tion and inserting in lieu thereof "five years
before the date on which the claim of dLs-
tinctiveness s made".
SEC 1. SERVICE MARKS REGCITRAsL[ .

Section 3 (15 US.C. 1053) is amended-
(1) in the first sentence-
(A) by striking out "used in commerce";

and
(B) by striking out ", except when" and all

that follows through "mark is used"' and
(2) by striking out the second sentence.

SEC If COLLECITVE AND CERTIFICATION MABRK
REGISTRABLE.

Section 4 (15 U.S.C. 1054) is amended-
(1) in the first sentence--
(A) by striking out "origin used in com-

merce," and inserting in lieu thereof
"origin,"; and

(B) by striking out "except when" and in-
serting in lieu thereof "except in the case of
certification marks when"; and

(2) by striking out the second sentence.
SEC. 17. USE BE RELATED COMPANIES

Section 5 (15 U.S.C. 1055) is amended by
adding at the end thereof the following, "If
first use of a mark by a person is controlled
by the registrant or applicant for registra-
tion of the mark with respect to the nature
and quality of the goods or services, such
first use shall inure to the benefit of the
registrant or applicant, as the case may be.".
SEC. 18. DISCLAIMER OF UNREGISTRABLE

MATrET
Sedtpn 6(b) (15 U.S.C. 1056(b)) is amend-

ed by striking out "paragraph (d)" and in-
serting in lieu thereof "subsection (e)".
SEC. 109. CERTIFICATE OF REGISTRATION ON THE

PRINCIPLE REGISTER.
Section 7 (15 U.S.C. 1057) is amended-
(1) by amending subsection (b) to read as

follows:
"(b) A certificate of registration of a mark

upon the principal register provided by this
Act shall be prima facie evidence of the va-
lidity of the registered mark and of the reg-
istration of the mark, of the registrant's
ownership of the mark, and of the regis-
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trant's exclusive right to use the registered
mark in commerce on or in connection with
the goods or services specified in the certifi-
cate, subject to any conditions or limitations
stated in the certificate.";

(2) by redesignating subsections (c), (d),
(e). (f), and (g) as subsections (d). (e), (f),
(g). and (h), respectively;

(3) by inserting after subsection (b) the
following:

"(c) Contingent on the registration of a
marl on the principal register provided by
this Act, the filing of the application to reg-
ister such mark shall constitute constructive
use of the mark, conferring a right of priori-
ty, nationwide in effect, on or in connection
with the goods or services specified in the
registration against any other person except
for a person whose mark has not been aban-
doned and who, prior to such filing-

"(1) has used the mark;
"(2) has filed an application to register

the mark which is pending or has resulted
in registration of the mark; or

"(3) has filed a foreign application to reg-
ister the mark on the basis of which he or
she has acquired a right of priority, and
timely files an application under section
44(d) to register the mark which is pending
or has resulted in registration of the mark";

(4) in subsection (d), as redesignated by
paragraph (2) of this section, by striking out
"fee herein provided" and inserting in lieu
thereof "prescribed fee";

(5) in subsection (f), as redesignated by
paragraph (2) of this section, by striking out
"fee required by law" and inserting in lieu
thereof "prescribed fee"; and

(6) in subsection (h), as redesignated by
paragraph (2) of this section, by striking out
"required fee" and inserting in lieu thereof
"prescribed fee". :. '. :,. -, >'
SEC 11i DURAT1NOF 0REW5TItME' IO- O -

Section 8(a) (15 U.C. 1058(a)) is amend-
ed- -* *I - it J
.. \(1) by striking out "twenty" andinserting
inlieuthereof ten";and ., .~~to.~ . ~ >- ,

.(2) by striking' out "showing- that said
mark is in use in commerce or showing that
its "and. Inserting in lieu thereof "'setting
forth those goods or services recited ir.the
registration on or in connection with'which
the mark is in use in commere and attach-
ing to the affidavit a specimen or facsimile
showing current use of the mark, or show-
ing that any". . . .. .
SC ILRENEWALOFP iEGCBSTION. '
* Section 9 (15 U.8.C; 1059) is amende- ', L

(1) in subsection (a), by striking out
"twenty" and inserting in'lieu thereof
"ten; and

(2) in subsection (c) bystriking out "l(d)
hereof" and -Inserting in lieu thereof "l(e)
of this Act' .
SEC I I ASSGNMENT.

Section 10 (15 US.C. 1060) Is amended--
(1) in the first sentence by striking out

"and in any such assignment" and Inserting
in lieu thereof the following: "However, no
application to register a mark under. section
l(b) shall be assignable prior to the filing of
the verified statement of use..under section
l(d), except to a successor to the business of
the applicant, or portion: thereof, to which
the mark pertains if that brsIess 'is ongo-
Ing and existing.In any assignment author-
hIed by this section"' and.

(2) in the last paragraph by striking out
"l(d) hereof" and inserting in lieu thereof
"I(e) of this Act".
SEC 113. EXAMINATION OF APPLICATION.
. Section 12(a (1-U.S.C. 1062(a)) is amend-
ed-

(1) by striking out "fee herein proiided"
and inserting.-in lieu. thereof .."prescribed
fee"; and - -: -

(2) by striking out "to registration, the"
and inserting in lieu thereof "to registra-
tion, or would be entitled to registration
upon the acceptance of the statement of use
required by section l(d) of this Act, the".
SEC. 114. OPPOSITION TO MARKS.

Section 13 (15 U.S.C. 1063) is amended-
(1) by inserting "(a)" before "Any person";
(2) by striking out "required fee" and in-

serting in lieu thereof "prescribed fee"; and
(3) by adding at the end thereof the fol-

lowing:
(b) Unless registration is successfully op-

posed-
"(1) a mark entitled to registration on the

principal register based on an application
filed under section l(a) or pursuant to sec-
tion 44 shall be registered in the Patent and
Trademark Office, a certificate of registra-
tion shall be issued, and notice of the regis-
tration shal be published in the Official
Gazette of the Patent and Trademark
Office; or

"(2) a notice of allowance shall be issued
to the applicant if the applicant applied for
registration under section l(b).".
SECo115. CANCELLATION OF REGISTRATIONS.

Section 14 (15 U.S.C. 1064) is amended-
(1) in the matter preceding -subsection

(a)-
(A) by inserting "as follows" after "be

filed"; and
(B) by striking out "1905-" and inserting

In lieu thereof "1905:";
(2) in subsection (a)-
(A) by striking out "(a) within" and insert-

ing in-lieu thereof "(1) Within"; and
(B) by striking out "; or" and inserting in

lieu thereof a period;
(3) in subsection (b)-
·(A) by-striking out "(b) within" and insert-

ing in lieu thereof "(2).Within- and
- (B) by striking out " or" and inserting in
lieu thereof a period * . - -
-(4) by amending subsection (c) to read as

follows:
"(a) At any time if the registered mark be-

'comes the generic name for the goods or
;services, or a-portion thereof, for which it'is
registered, or has been abandoned, or its

'registration was obtained fraudulently or
-contrary.to the provisions of section -4 or of
-subsection (a), (b); or (c) of section 2 for a
registration under this Act, or contrary to
similar prohibitory provisions of such prior
Acts for a registration under such Acts, or if
the registered mark is being used by, or with
the permission of; the registrant so as to
misrepresent the source of the goods or
services on or in connection with which the
mark is used. If the registered mark be-
comes the generic name for less than all of
the goods or services for which it is regis-
tered, a petition to cancel the registration
for only those goods or services may be
filed. A registered mark shall not be deemed
to be the generic name of goods or services
solely because such mark is also used as. a
-name of or to.identify a unique product or
service. The prmary sgnificance of the reg-
istered mark to the relevant public rather
than purchaser motivation shall be the test
for determining whether the registered
mark* has become the generic name of goods

-or services on or in connection with which it
has been used.";

(5) in subsection (d)- .-
(A) by striking out "(d) at" and inserting

in lieu thereof "(4) At"; and
(B) by striking'out '; or" and inserting in

lieu thereof a period; '
(6) in subsection (e- ' '
.(A) by strilking out "(e) at" afnd Iisert

in lieu thereof "(5) At"; and
(B) by striking out "(1)", "(2)". "(3)". and

"(4)" and inserting 'in lieu thereof "(A)",
"(B)", "(C)". and "(D)", tespectively and :

(7) in the proviso at the end of the section
by striking out "subsections (c) and (e)" and
inserting in lieu thereof "paragraphs (3) and
(5)".
SEC. Ili. INCONTESTABILITY OF RI(;lfT TO USE

MARK.

Section 15 (15 U.S.C. 1065) is amended-
(1) by striking out "subsections (c) and

(e)" and inserting in lieu thereof "para-
graphs (3) and (5)";

(2) in paragraph (3) by striking out "sub-
sections (1) and (2) hereof" and inserting In
lieu thereof "paragraphs (1) and (2) of this
section"; and

(3) in paragraph (4) by striking out "the
common descriptive name of any article or
substance, patented or otherwise" and in-
serting in lieu thereof "the generic name for
the goods or services or a portion thereof.
for which it is registered".
SEC. 117. L'rERFgERENCE.

Section 16 (15 US.C. 1066) is amended by
striking out "applied to the goods or when
used in connection with the services" and
inserting in lieu thereof "used on or in con-
nection with the goods or services".
SEC 11& ACTION OF COMMISSIONER IN PROCE:D-

INGCS
Section 18 (15 U.S.C. 1068) is amended-
(1) by striking out "or restrict" and insert-

ing in lieu thereof "the registration, in
whole or in part, may modify the applica-
tion or registration by limiting the goods or
services specified-therein. may otherwise re-
strict or rectify with respect to the regis-
ter";-, -

(2) by striking out "or may refuse" and in-
serting in lieu thereof "may refuse"; and -

(3) adding at the end thereof the follow-
ing: "However,.-no final Judgment shall be
entered in favor o' an applicant under sec-
tion (b)-:before-the mark is registered,-if
such applicant cannot prevail without estab-
lishing corntructive use pursuant to section
7(C).". : . ..

EC. 11L'2 APPiCATION iQi EQUrrABLE PRINCI-

Section 19-(15 U.S.C. 1069) is amended by
striking out the second sentence.-
SECr ns. , APPA .. -.

Section 21 (15 U.S.C. 1071) is amended-.
.(1) in.subsecton(aX1)l)- .- . ..
(A) by striking out "section 21(b) hereof"

each place It appears and inserting in lieu
.thereof '"subsection (b) of this section";.,

(B)' by striking out "section 21(a)(2)
hereof" and inserting in lieu thereof "para-
graph (2) of this subsection"; and : ,

(C) by striking out "said section 21(b)"
and inserting in lieu thereof "subsection (b)
of this section" . .

(2) in subsection (aX4), by adding at the
end thereof the following:. "However, no
final judgment shall be entered in favor of
an-applicant under section l(b) before the
mark is registeredLf such applicant cannot
prevail without, establishing constructive
use pursuant to section 7(c).";

(3) in subsection (bX)- --
- (A) by striking out "section 21(a) hereof"
and inserting in lieu thereof i'ubsection (a)
of this section";, ' "
- (B) by striking o6t"section 21(a)" and in-
serting in lieu thereof "subsection (a) of this
section"; and

A'C) by adding at the end thereof the fol-
lowing: "However, no final judgment shall
be entered in favor of an applicant under
section 1(b) before the mark is registered if
such applicant cannot prevail without estab-
lishing constructive use pursuant to section
7(c).";'and ..

(4) in subsection'(bX3). by striking out
"(3)" and all that follows through the end
'of the first- sentence and .insertng in .lieu
thereof the following:
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· ~"(3) In any case 'whee there is no dve 'by 'egulaton permits the fillng-of an appl- . --(3) by striking out. "an opposing party"
party, a copy of.the complaint shall be cation for the registration of a mark for .and Inserting in' lieu thereof "another -
served on the Commissioner, andunles the goods or services which fall within a plurall- person"; and -
court finds the expense to be unreasonable, .. ty of classes, a fee equaling the sum of the' (4) by Inserting ",' Including those set
all the expenses of the proceeding shall be fees for filing an application in each class forth in subsecton (b)," after "or defect".
paid by the party bringing the case, wheth- shall'be paid, and the Commissioner may (b) CoNcLusIvE '-EvmtDc or ExcLUsivz
er the final decision is In favor of such party Issue a single'certlficate of registration for Rrior To Us' ,Max---Seton 33(b) (15
or not.". - such mark".. U.C. 1115(b)) Is amended-
SEC. I2L SUPP {TAL REGISTER]. EC 17. INNOCENT INFRINGEMENT AND VIOLA. (1) in subsection (b) by amending the

Section 23 (15 US.C. 1091) Is amended- TIONS8 OF SECION4Ra). matter before paragraph (1) to read as fol-
(1) by inserting "(a)" before "In addition" Bection 32(2) (15 U.S.C. 1114(2)) is amend- lows:

in the first paragraph; ed to read as follows: "(b) To the extent that the right to use
.(2) by inserting "(b)" before,'Upon the" ."(2) Notwithstanding any other provision the registered mark has become incontest-

in the second paragraph; - ' . .: - .. . of this Act, the remedies given to the owner'- able under section 15, the registration Shall
(3) by Inserting "(c)" before "For the pur- of a right infringed under this Act or to a be'conclusive evidence of the validityof the

poses" in the third paragraph .-. person bringing an -action under section 'registered mark and of the regitrstton of
(4) in subsection (a), as. designated by 43(a) shall be limited as follows - .- '. the mark, ofthe registrant'a ownerahip of

paragraph (1) of this section- . ..I ."(A) Where an infringer or violator is en- the mark, and of the regtstrant's exclusive
(A) by striking out "paragraphs (a)," and _gaged solely in-the business of printing the right to use the registered-mark' in- com-

Inserting in lieu thereof "subsections (a),"; .mark or violating matter for others and es- merce. Such conclusive evidence shi relate
(B) by striking out "have been in lawful tablishes that he or she was an innocent in- to the exclusive right to use the mark on or

use in commerce by the proprietor thereof ftringer or innocent violator, the owner of in connection with the goods or services
upon" and inserting in lieu thereof "are in the right infringed or person bringing the specified in the affidavit filed under the
lawful use in commerce by the owner there- action under section 43(a) shall be entitled provisions of section 15, or in the renewal
of, on"; -·as against such infringer or violator only to application filed under the provIsions of sec-

(C) by striking out "for the year preceding an injunction against future printing. tlon 9 if the goods or servies specified in
the filing of the application"; and "(B) Where the infringement or violation the renewal are fewer in number, subject to

(D) by inserting before "section 1" the fol- complained of Is contained in or is part of any conditions or limitations In the registra-
lowing "subsections (a) and (e) of"; paid advertising matter in a newspaper, t.on or in such affidavit or renewal applica-

(5) in subsection (b), as designated by mngaibne. or other Smllmr periodical or in ti, Such c uISntv evidence of the right
paragraph (2) of this section, by striking out an electronic communication as defined in to use te regstered mirk shall be subject
"fee herein provided" and inserting In lieu .- section 2510(12) of title 18, UnIted States to proof of infringement as defined In see-
thereof "prescribed fee"; and · Code, the remedies of the owner of the t'on 32, and shall be subject to the following

() by striinout the at pararaph right infringed or person bringing the defenses or defect-.";
Ec. In CANCuLLAON OFN mUPLEMENTAL nEG- action under section 43(a) as against the (2) in pararah (3) by Insertng "mo or"

publisher or distributor of such newspaper, fter "goodsorserve e, '.
ecton 24.(15 U.S.C. 1092) is.amended- maga.ne or other similar periodcMl orelee- ()- in paragraph (4)-

(1) by striking out "verlfled" In the second tronic communication shall be limited to an · (A) by striking out "trade or ervie"; and
sentence; 'Injunction agaist the presenutmion of such (B) by striking out "to users", ' ,,'

(2) by striking out 'was not entitled to advertising matter in future I{sues of such (4) In arraph (5) bystrin out "regis-
register the mark at the time of his applica- wspaper ors other ,similar e tr n under thisAc or" ndother $ +,ta,,,,'of he'.4 mar ndrthfi,'Act or" and

*tion for reghtratiop thereof." and inserting -perlodjcais or, i future tranmnisslons of nsertmng. In euthereof (A he date of the
.-In lieu thereof Is .nI , entt edto ,egistra- such electronic communlcations. The limita- costct ue f the nk esta blirshed'

-. ,- -, :. ~ .lions of this subparagraph shall apply only -Pursuhnt to sction 7'(c, (B)the re'iatlon .
I s:. tk i,,m -outf: "I. not eb -.~the reg- to Innocent infringera-and innocentrviola- oAtfthe i r A If-the applia-

..strant . . . ' and .'..t.t.-'- :Ctionfor registration is filed before the effec-.
(4 by'addinrlat rthe endthereof the .oed - u'C) InjctuIcti rell S hall imt, be avail- tie-othef, TdemwiIt w -Revision -

wloui.ng"Eo vvr. tno.final Judgment ,tall 'able to the' oWner of the rilht infringed ,r', ~ 9 jjg.(-( ' '',--.,, L . ~ ~ ~ ~ ~ ~ ~ ~ ~ ~ ~ ~~'~ - ~':-r~j
.be entered in favor of-an applicant under 'peison bHn'ng ~ the acton under sectionl (5) n, paragraph-'- . by~ ,tiin *,t.:L the
-section (b) before the-ark Iis registered if 43.a) with reisect to ian' iue of a',w-p- period and inerting in lieu thereof ;, or";
such applicant cannot prevailwithout-estab- m-per, -inor other sImilar periodical or and ' '
Vlshing constructive use pursuant to ection an electronic communication .containing in- 6) by' addling at the endof the subsection
7(c).". ·... fringing matter or violation matter where the followi ' .
c. u. paoPR MsN OP 4CoT APPUCr, t TOUP. restruaning the.Gsemia of such in- (8)-That eouitable principles, Including

PLEMENTAL REGINTER. fringing matter or violating matter in any laches, estoppel and acquiesence.are ap-
Section 26 (15 U.SC. 1094) is amended- particular lissue of such periodical or in an plicable.".
(1) by inserting "l(b)," after "sections"; electronic communication would delay the (c) Imauwcnoi s-Section.34(a) (15 UC.std bcy insc-osJ-erction".M.(· (15fe.

band isrn ()"ae 7) delivery of such Issue of tra ission of 1116(a)) is amended in the first sentence by
(2) by inserting "(c)," after "7(b)". such electronic. communication after the inserting "or to prevent a violation under

SEC. 14 REGISTRATION ON PRmNCPAL REGISTR .regular time for such delivery or trananmis- section 43(a)" after "Office".
NOT PRECLUDED. .sion, and such delay would be due to the (d) NOTcE or SuT TO COMmaSIONE--

Section 27(15 U.S.C. 1095) is amended by method by which publication and dlstrlbu- Section 34(c) (15 US.C. 11(c)) is amended-
adding at the end thereof the following: tion of such periodical or transmission of (1)'by striking out "proceeding arisiBng"
"Registration of a mark on the supplemen- such electronic communication is customari- and inserting in lieu thereof "proceeding in-
tal register shall not constitute an admis- ly conducted in accordance with sound busi- voling a mark registered"; and
sion that the mark has not acquired distlnc- ness practice, and not due to any method or (2) by stiking out "decision is rendered
tiveness.". device adopted to evade this section or to appeal taken or a decree issued" and Insert-
SEC. 12. NOTICE OF REGISTRATION, prevent or delay the Issuance of an injunc- ing in lieu thereof "Judgment is entered or

Section 29 (15 U.S.C. 1111) is amended by tion or restraining order with respect to an appeal s taken".
striking out "as used". such infringing matter or violating matter. (e) CIviL Acriows ARISINGo PROM Uss or
SEC. 124 CLASSIFICATION OF GOOD8 AND SERV. "(D) As used in this paragraph- CouRNaEFi M&Raas.-Section 34(dXlXB)

ICES. "(i) the term 'violator' means a person (15 U.S.C. 1116(dX1XB)) is amended by in-
Section 30 (15 U.S.C. 1112) is amended- who violates section 43(a); and serting "on or" after "designation used".
(1) by inserting "or registrant's" after "ap- "(11) the term 'violating matter' means

plicant's"; matter that is the subject of a violation SEC. 12. RECOVERY FOR VIOLATION OF RIGHTS.
(2) by striking out "may file an applica- under section 43(a).". Section 35(a) (15 US.C. 1117(a)) Is amend-

tion" and inserting in lieu thereof "may SEC. 12. REMEDIES ed In the first sentence by Inserting ", or a
violation under section 43(a)," afterapply"; (a) PRIMaa FadIE EvIDEwc OF EX~LUSIVE "Ofc.

(3) by striking out "goods and services Riofr To Us MRK.-Section 33(a) (15 e".
upon or in connection with which he is actu- U.S.C. 1115(a)) is amended- SEC 10. DESTRUCTION OF "INFRGING ARTICLES.
ally using the mark:" and inserting in lieu (1) by inserting "the validity of the regis- Section 36 (15 U.S.C. 1118) is amended in
thereof "goods or services on or in connec- tered mark and of the registration of the the first sentence-
tion with which he or she is using or has a mark, of the registrant's ownership of the (1) by inserting ", or a violation under sec-
bona fide intention to use the mark in corn- mark, and of the" after "prima facie evi- tion 43(a)," after "Office"; and
merce:"; and dence of"': (2) by inserting after "registered mark"

(4) by amending the proviso to read as fol- (2) by inserting "or in connection with" the following: "or, in the case of a violation
lows: "Prouvded, That if the Commissioner after "in commerceon.; of section 43(a), the word, term, name,.
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symbol, device, combination thereof, desig-
nation, description, or representation that Is
the subject of the violation,".
SEC. 131. JURISDICTION

(a) JURISDICTION or CooRTs.--Section 39
(15 US.C. 1121) is amended by inserting
"(a)" after Sic. 39.".

(b) CERTAIN ACTIONS BY STATES PRECLUD-
ED.-Section 39a (15 US.C. 1121a) is amend-
ed-

(1) by striking out "Sxc. 39a_" and insert-
ing in lieu thereof "(b)"; and

(2) by striking out "servicemarks" each
place It appears and Inserting In lieu thereof
"service marks".
SEC. 132. UNREGISTERED MARKS. DESCRIPTIONs,

AND REPRESENTATIONS
Section 43(a) (15 US.C. 1125(a)) is amend-

ed to read as follows:
"(a) Any person who, on or in connection

with any goods or services, or any container
for goods, uses in commerce any word, term,
name, symbol, or device or any combination
thereof, or any false designation of origin,
false or misleading description of fact. or
false or mlsleading.representation of fact
which-

"(1) is likely to cause confusion, or to
cause mistake, or to deceive as to the affill-
ation, connection, or association of such
person with another person, or as to the
origin, sponsorship, or approval of his or
her. goods, services, or commercial activities
by another person, or

"(2) in- commercial advertising or promo-
tion, misrepresents the nature, characteris-
tics, qualities, or geographic origin of his or
her or another person's goods, services, or
commercial activities,
shall be liable in a civil action by any person
who believes that he or she is or is likely to
be damaged by such act".
.SEC. . INTERNATIONAL MATTER : .
,.Section 44 (15 U.S.C. 1126) is amended- .
:. (1) in subsections (c), (d), (f), (g), and (h)
by striking out "paragraph (b)'! each place
* It appears and inserting in lieu thereof "asu-
section (b)"; . -

(2) in subsection (a) by striking out
wherein prescribed" andi-lnserting in lieu
thereof '.'required in this Act"; . , -.
. (3) in subsection {d) by striking out "see-
tions 1, 2, 3, 4. or 23" and inserting in lieu
thereof "section 1, 3, 4, 23, or 44(e)";
_.(4) in subsection (dX2) by striking out
':but use in commerce need not be alleged"-
and inserting In lieu thereof "including a
statement that the applicant has a bona
flde intention to use the mark in com-
merce";

(5) in subsection (dXS) by striking out
"foreing" and inserting in lieu thereof "for-
eign";

(6) In subsection (e) by adding at the end
thereof the following: "'The application
must state the applicant's bona fide inten-
tion to use the mark in commerce, but use
in commerce shall not be required prior to
registration."; - . .. . ...

(7) in subsection (f) by striikng-'out "para-
graphs (c), (d)," and inserting in lieu thereof
"subsections (c), (d), ' : and . : . .

(8) in subsection'(I) by striking out "parsa-
graph (b). hereof" and inserting in lieu
thereof "subsection (b) of this section",
SEC. 14. CONST RUCON AND DEFINION.-

Section45 (15 UMBC. 1127) is amendei--
(1) by unending the paragraph dlining

"related company.' to read as follows: .
.-"The term 'related company' means any

person whose use of a mark is controlled by
the owner of the mark with respect to the
nature. and quality-of the goods or services
on or in connection with which the mark is
used."; - ·"'
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(2) by amending the paragraph defining Act, a mark shall be deemed to be in use in

"trade name" and "commercial name" to commerce-
read as follows: "(1) on goods when-

'The terms 'trade name' and 'commercial "(A) it is placed in any maner on the
name' mean any name used by a person to goods or their containers or the displays as-'
identify his or her business or vocation."; sociated therewith or on the tags or labels

(3) by amending the paragraph defining affixed thereto, or if the nature of the
"trademark" to read as follows goods makes such placement impracticable,

"The term 'trademark' includes any word, then on documents associated with the
name, symbol or device, or any combination goods or their sale, and
thereof- "(B) the goods are sold or transported in

"(1) used by a person, or commerce, and
"(2) which a person has a bona fide inten- "(2) on services when it is used or dis-

tion to use in commerce and applies to regis- played in the sale or advertising of services
ter on the principal register established by and the services are rendered in commerce,
this Act, or the services are rendered in more than
to identify and dfitinguish his or her goods, one State or in the United States and a for-
including a unique. product, from those elgnrrcountry and the person rendering the
manufactured or sold'by others and to indi- services is engaged in commerce in connec-
cate the source or.'the goods, even if that tion with the services.
source is unknown.':-- "A mark shall be deemed to be 'aban-

(4) by amending the paragraph defining -doned' when either of the following occurs:
"service mark" to read as follows: "(1) When its use has been discontinued

'"The term 'service mark' means any word, with intent not to resume such use. Intent
name, symbol, or device, or any combination not to resume may be inferred from circum-
thereof- stances. Nonuse for two consecutive years

"(1) used by a person, or shall be prima facie evidence of abandon-
"(2) which a person has a bona fide inten- ment. 'Use' of a mark means the bona fide

tion to use in commerce and applies to regis- use of that mark made in the ordinary
ter on the principal register established by course of trade, and not made merely to re-
this Act, serve a right in a mark.
to identify and distinguish the services of "(2) When any course of conduct of the
one person, including a unique'service, from owner, including acts of omission as well as
the services of others and to indicate the commission, causes the mark to become the
source of the services, even if that source is generic name for the goods or services on or
unknown. Titles, character names, and in connection with which it is used or other-
other distinctive features of radio or televi- wise to lose its significance as a mark Pur-
sion programs may be registered as service chaser motivation shall not be a test for de-
marks notwithstanding that they, or the termining abandonment under this para-
programs. may advertise the goods of the graph.".
sponsor."; SEC 135 PENDING APPICATIONS.

(6) by amending the paragraph defining The Trademar Act of 1946 is amended by
"certification mark" to read as follows: adding at the end thereof the following:

"The term 'certification mark' means any "Sc. 5L All certificates of registration
word, name, symboL or device, or any com- 'based upon applications for registration
bination thereof-, '

"(1) used by a'peeron other than its pending -in- the Patent and' Trademarktown"(1) used er o thr 't..than " ts Office on the effection date of the Trade-

"(2) which owner has a bona fide ne:. mark Law Revision Act of 1988 shall remain
tlon to permit. a person other than the in force for a period of 10 years. , ". . .
owner to use in commerce and files an appli- SEC. 13. EFFECIVE DATE.. -
cation to register on the principal register This title-and the amendments made by
established'by this Act. . .- .. this title shall become effective on the date
to certify regional or other origin, material which is one year after the date of enact-
mode of manufacture, quality, accuracy, or ment of this Act.
other characteristics of such person's goods T LrE II--3ATEL '5TE HOME VIEWER
or services or that the work or labor on the ' ACT.
goods or services was performed by mem-
bers of a union or other organization."; SEC 201. SHORT TITLE.

(6) by amending the paragraph defining ,This title may be cited as the "Satellite
"collective mark" to read as follows .· Home Viewer Act of 1988".

"The term 'collective mark' means a trade- Sgc-. 20 AMeNDMmENrS TO TrnE 17, UNITED
mark or service mark- STrATE8 CODE.

"(1) used by the members or a coopera- Title 17, United States Code, is amended
tive, an association, or other collective as follows:
group or organization, or (1) Section 111 of title 17, United States

"(2) which such cooperative, association, Code, is amended-
or other collective group or organlzation has (A) in subsection (a)
a bona fide intention to use in commerce (i) in paragraph (3) by striking "or" at the
and applies to register on the-principal reg- end
ister established by this Act, : (iiY by redesignating paragraph (4) as
and includes marks indicating membership paragraph (5); and
in a union, an association or other organi- ' (iii) by .inserting the following after para-
tion." . ' - - , graph (3): ' ' '

(7) by amending the paragaph defining' "(4) the secondary transmission is made
"mark" to read as follows: -: by a satellite carrier for private home view-

"The term 'mark' includes any trademark, ing pursuant to a statutory license under
service mark, collective mark, or certlfica- section 119; or"; and
tion mark"; ' (B) in subsection (dXlXA) by inserting

(8) by amending the matter which appears -before "Such statement" the following:
between the paragraph defining "mark", '"In determining the total number of sub-
and the paragraph defining "colorable imi- scribers and the gross amounts paid to the
tation" to read as follows: . cable system for the basic service of provid-

1"The term .'use in commerce' means the ing secondary transniailons of primary
bona fide use of a mark in the ordinary broadcast transmitters, the system shall not
course of trade, and not made merely to. re- include subscribers and amounts collected'
serve a right in a mark For purposes of this from subscribers receiving transmissions for
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.private :home vewing pursuant to-.ection
119.". . .

(2) chapter 1 of title 1, UnIte 8tates
.Code. iamended by. adding at the end'.the
following new section:

119. Limitations, on exclusive right, Se-
ondary tranmsslobs of super-
stationsh and. network stations
for private home viewing

"(a) ScolrDARY TaaasSaIONS. BYr ISTx.-
IT CaaRsnr --

"(1) SmPERszAsnola -Subject to provisions
of paragraphs (3), (4) and (6) of thissubsec-
Uon, trans sons of . primarY.tranmia
slon mae by auperatation andembodying
a performance. or display of arwork shall be
subject to statutory Ilcensing under this see-
.ton if the secondary Is made
by a satellite carrier to the public for prt-
vate home viewing, and the carrier make .a
direct or indirect charge for each. retrans--

-mlssfon service to each househol receiing
the secondary transmission or to a distribu-
tor that has contracted with the carrier for
direct or indirect delivery of the. secondary
transmission to the public for private. home
viewing.

"(2) NrrwoaR STATronS.--
'(A) I un L-ublect to the. provL-

sions.of subparagraphs (B) and (C) of this
paragraph and-parrapghs(3L .4)(5). and
(6) of this subsection-secondary transms-
sions of programming contained ih a pri-
mary transmison made by a network. sta-
tion. and' embodying a performance or dis-
play of a work shall be subject to statutory
licensing under this section if the-secondary ·
transmission ls made by a, atellite'airer to
the publiefor prrvate home v*win-and'the
carrier makes a direct or indirect charge for
such retransmission service to each sub-
scriber receiving-the secondary -tansm-..
alon. . ,, - ., . - ,:. C,. -.. r

"(B) S&co. D .T :TRA IaISSo *.TO TU-
savED HousHoL-s.-The statutory license
provided for in subparagraph (A)' shall be
limited to econdary transissions to person
who realde In unserved househods . -

"'(C) SwaBMSSo O1 ,SUBaSCRRMr.-mLIS; TO
NsmwoRKs.-A satelllte carrier that makes
secondary transmissions. of a primary, trans-
mission made by a, network station pursuant
to subparagraph (A) sha1, 90 days alter-the
effective date of the Satellite Home Viewer
Act of 1988 or 90 days after commencing
such secondary transmissions, whichever is
later, submit to the network that owns-or is
affiliated with the network station a list.
Identifying (by street address,. including
county and zip code) all subscribers to
which the satellite carrier currently makes
secondary transmissions of that. primary
transmission. Thereafter, on the 15th of
each month, the aatellite carrier shall
submit to the network a list identifying (by
street address, including county. and zip
code)- any persons who have been added or
dropped as such subscribers since the last
submission under this subparagraph.. 8uch
subscriber Information submitted by a satel-
lite carrier may be used only for purposes of
monitoring compliance by the satellite earrl-
er with this subsection. The submission re-
quirements of this subparagraph shall apply
to a satellite carrier only If the network to
whom the submissions are to be made places
on file with the Register of Copyrights, on
or after the effective date of the Satellite
Home Viewer Act of 1988, a document iden-
tifying the name and address of the person
to whom such submissions are to be made.
The Register shall maintain for public in-
spection a file of all such documents.

"(3) NONCOM'PLuANCE WITH REPORTNG AND
PAYMENT REQUIHEMENBT-Notwithstanding
the provisions of paragraphs (1) and (2), the
willful or repeated secondary transmission
to the public by a satelllte carrier of a. pri-

mar :trsnsmissomn made br' : superstaon.
or a netwrk station. and embodying a per-
formance or display of a wor actionable
as a act of nfringement.under section 501,
and is fully subject to the remedies povided
by sections 1502 through 50 and 509.-where
the satellite carrier. has not deposited the
statement of account. and royalty fee re-
quired by subsection (b), or has failed to
make the submissions: to: networks required
by paragraph (2XC). -

"(4) WILruLL AL.'mmo.-l-otwithstand-
ing the provisions of paragraphs(l) and (2),
-the seconda tra to ththe public-by
* sa.tellitecarrer- f Prt mtrp r
made by a superstation or a network station
and embodying a.performanee or display of
a work. .actionable as an act of infrdnge
ment Uinder sectlon 50L. and Is. flly, subect
to. the remedes. provided by ections. 50
thorugh 506 and sections 509and510. if the
.content of the parcular: program In which
the performance or display is embodied. or
any commercial advertisng:.or. statio an-
nouncement transmitted by the primary
transmitter during, or immediately before
or after, the transmissionof uch program,
is In any way.willfully altered by the satel-
Ulte: carrier through-change deletions or
additions,.or Is combined with programming
from any other broadcast signal.
. "(5) VIOLATIOn OF TzRRITORIAL EiAs.RIC-
TIoN oN STATUTORY IacEsS. rot NETWORS
STATIos.-

"-(A) Ixm'vmuA; -voLATzoa-T-he willful
or-repeated secondary'transmisslon by a sat
ellte carrier of a primary .transmison
madeby a network station and embodying a
perfbrmance.-or display of a work to a sub.
scriber who does. not reside in an unserved
household' r actionable as an act of Infring-
·ment under section. 501 and is fully. subject
to the' remedies provided by sections 502
through 506 and 509, except that '
."(i)' no damages shall be awarded for such

act of Infringement if the satellte carrier
took corrective action by promptly with-
drawingservice from the ineligible subcrib-
er, and

(II) -any statutory damages shall not
exceed $5 for such subscriber for each
month during which the violation occurred.

B .y PArrNm or vIOLA owI.--Itf a satellite
carrier engages in a willful or repeated pat-
tern: or practice of delivering a primary
transmission made by a network station and
embodying a performance or display of a
work to subscribers whe do not reside In urn-
served households, therr In addition to the
remedies set forth In subparagraph fA-

"(1). If the pattern or practice has been
carried out on a substantially nationwide
bass, the court shall order a permanent in-
Junction barring the secondary transmission
by the satellite carrier, for private home
viewing, of the primary-transmissions of any
primary network station affiliated with the
same network, and the court may order stat-
utory damages of not to exceed $250,000 for
each 6-month period during which the pat-
tern or practice was carried out and

"(II) if the pattern or practice has been
carried out on a local or regional bsis, the
court shall order a permanent injunction
barring the secondary transmission, for pri-
vate home viewing in that locality or region,
by the satellite carrier of the primary trans-
missions of any primary network station af-
fillated with the same network, and the
court may order statutory damages of not to
exceed $250,000 for each 6-month period
during which the pattern or practice was
carried out.

"(C) PREVIOuS SUBSCRIBERS ECLUDED.-
Subparagraphs (A) and (B) do not apply to
secondary transmissions by a satellite carri-
er to persons who subscribed to receive such.
secondary transmissions from the satellite

-arrier or a distributor before: tre datebof
the enactment of the Satellite Home-Vlewer
Act of 1988. ,, :

' 4 .

"(6) DIscsarMATrON H A; &SATs: a CA
w.-Notwlthstandlng- the: provisions of
paragraph (1),- the wilfu or repeated sec-
ondary transmission to the public brya satel-
Ute carrier of a primary transmsson made
by a superstation 'or a network station and
embodying a performance. or display of a
work is actionable-as a act of Infringement
under section 561i.anfr fully subject to the
remedies provided. by. ecti5: 502 through
106 and 509 if the satelliteca-ies.a unlawfu
ly discriminates against distrlotW - , ;- :',

(2'l Czoac aA LruIATXOuON Sno o O DARY
T~aAmtnroNa.sThe statutory license cre-
ated by this seclotsshAll-aPply only, to. sec-
ondary transmissions t. houfSeholds. located
In the United States . -.

"(b). STATUTrroaY LICE . : OB SCOWNDARY
TaNsussiaOaS aao PaRvA HolE VEW-

"(I) DIosIrs. WI THE .EGISTa R or COPY-
snTs.-A satellte carrier whosesecondary
transmissions are. subjec to. statutory 1,
censing under subsection (a) lshal, on a
semiannual basis, depostt. with th Register
of Copyrghts, in- accordance. with requ-
ments that the Register shaDn after consul.
tation with the Copytight Roxalty Tr
nalprescribe by egulaton- ,

"(AL a statement of account covering the
preceding 6-month perdod. specdfyiun the
namesand locationaof allsuperstatbns and
network stations whose gnals, were; tramn
mittecL at. an tiinsdurin. that perlod to
subscries for private home viewing as. de
scribed In subsections (a)l), a (an23)d the
total number of subscribers that receivhred
such trans onad suc other data as
the Register of Copyrights may after con.
sultation with the Copyright Royalty Tribu-
nal, from tieto'time prescribe by regudl-
tlon and

"(B)· royalty eefor that 6-onth- period
computed by-
-"() multiplying the total number of sub-

scribers receiving each secondary transmri
sion of a superstation during each calendar
month by 12 cents;

"(ii) multiplying- the number of subscrlb-
era receiving each secondary transmnlsion of
a network station. durinr each- calendar
month by 3 cents; and:

"(ii$) adding together the totals computed
under clauses (l) and'(lD.

"(2> IvsrT or r s.--The Register of
Copyrights shaH receive all fees deposited
under this section and; after deducting the
reasonable costs Incurred by the Copyright
Office under this section (other than the
costs deducted under paragraph (4)), shall
deposit the balance In the Treasury of the
United States, in such manner as the Secre-
tary of the Treasury directs All funds held
by the Secretary of the Treasury shall be
invested in interest-bearing securities of the
United States for later distribution with In-
terest by the Copyright.Royalty Tribunal as
provided by this title.

"(3) PERsoss To WHOM FEES ARE DISTRIBURT-
ED.-The royalty fees deposited under para-
graph (2) shall, in accordance with the pro-
cedures provided by paragraph (4). be dis-
tributed to those copyright owners whose
works were Included -in a secondary trans-
mission for private home viewing made by a
satellite carrier during the applicable 6-
month accounting period and who file a
claim with the Copyright Royalty Tribunal
under paragraph (41.

"(4) PROCEDURES FOR DIsmTRTIOl.-The
royalty fees deposited under paragraph (2)
shall be distributed: In accordance with the
following procedures:
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"(A) FILING OF cAImS FOR rmEs.-During tions that the Register of Copyrights shall "(t) To mruaximize the availability of cre-

the month of July in each year. each person prescribe. ative works to the public.
claiming to be entitled to statutory license "(D) PlRIOD AcGREEw Tr m 1I ETrcT.--The "(II) To afford the copyright owner a fair
fees for secondary transmissions for private obligation to pay the royalty fees estab- return for his or her creative work and the
home viewing shall file a claim with the lished under a voluntary agreement which copyright user a fair Income under existing
Copyright Royalty Tribunal in accordance has been filed with the Copyright Office in economic conditions.
with requirements that the Tribunal shall accordance with this paragraph shall Uli to reflect the relative roles of the
prescribe by regulation. For purposes of this become effective on the date specified in the copyright owner and the copyright user In
paragraph, any claimants may agree among agreement, and shall remain in effect until the product made available to the public
themselves as to the proportionate division December 31, 1994. with respect to relative creative contribu-
of statutory license fees among them, may "(3 Fee srr a compunsosy ARBITA- tion. technological contribution, capital in-
lump their claims together and file them T1o.-- vestment, cost, risk. and contribution to the
Jointly or as a single claim, or may designate "(A) NoTic OP niTiAio or Poc - opening of new markets for creative expres-
a common agent to receive payment on Grcs.--On or before December 31, 1991, the sion and media for their communication.
their behalf.~~their behalf. ~Copyright Royalty Tribunal shall cause "(iv) to minimize any disruptive impact on

"(B) D RmNATiow OF CONTROVERSY Dm- notice to be published In the Federal Regis- the structure of the industries involved and
T~mwrmrro~--After the first day of AugustToaaurioNa-After the firsit day of August ter of the initiation of arbitration proceed- on generally prevailing industry practices.
of each year, the Copyright Royalty Tribu- ags for the purpose of determining a rea- "E) REPoRT To cop GIRrT ROYALTY TRIU-

nal shall determine whether there exist sonable royalty fee to be paid under subsec- NAL.-Not later than 60 days after publics-controversy concerning the distribution ofroyalty feec I gf the Tribunal determines o tion (bXIXB) by satellite carriers who are tion of the notice initiating an arbitrationroyalty fees. If the Tribu~nal determines
that no such controversy exists, the Trbu- not parties to a voluntary agreement filed proceeding, the Arbitration Panel shall
nal shall, after deducting reasonable admin- with the Copyright Office in accordance report to the Copyright Royalty Tribunal
Istrative costs under this paragraph, distrlb- with paragraph (2). Such notice shall in- its determination concerning the royalty
ute such fees to the copyright owners enti-, clude the names and qualifications of poten- fee. Such report shall be accompanied by
tied to receive them, or to their designated tial arbitrators chosen by the Tribunal from the written record, and shall set forth the
agents. If the Tribunal finds the existence a list of available arbitrators obtained from facts that the Panel found relevant to its
of a controversy, the Tribunal ahta pursu- the American Arbitration Association or determination and the reasons why its de-
ant to chapter of this title conduct a pro- such similar organiatlon as the Tribunal termination is consistent with the criteria
ceeding to determine the distribution of roy- hallselect set forth in subparagraph D).
alty fee.- "(B) qSms'moxo or aarrnamu om PFA -- "(F) AcTioN BY copxRaxin ROYALTY Ts-

'(C) WranHouusio or F sa DtralO coiNaTo- Not later than 10 days after publication of' NAL--WIthin 60 days after receiving the
vIeNS.-During the pendcency of any pro-the notice initiating an arbitration proceed- report of the Arbitration Panel under sub-
ceeding under -this subsection, the Copy- ing, and In accordance with procedures to be paragraph (E). the Copyright Royalty Tr-
right Royalty Tribunal shall withhold from specified by the Copyright Royalty Trfib- bunal shahll adopt or reject the determina-
distribution an amount sufficient to satisfy nal. one arbitrator shall be selected from lon of the Panel. The Tribunal shall adopt
all claims with respect to which a controver- the published list by copyright owners who the determination of the Panel unless the
sy exists, but shall have discretion to pro- claim to be entitled to royalty fees under Tribunal finds that. the determination ia
ceed to distribute any amounts that are not subsection (bX4) and who are not party to a dclearly Inconsistent with the criteria set
in controversy. voluntary agreement filed with the Copy- forth In subparagraph (D) If the Tribunal

"(C) DlrruaunsAT1O i or ROYALTY pm&- right Office in accordance with paragraph rejects the determination of the Panel; the
"(1) AicPCasrut A* m DrreamnAT.ig or (2), and one arbitrator shall be selected Tribnal shall, before the end- of that. 60-.

ROTALTT ra--The rate of the royalty fee from the- published list by satellite carriers day period, and after full.examination of
payable under subsection (bX IXB) shal be and distributors who are not parties to such-' the record created In the arbitratlon- pro-'
effective until December 31, 1992, unless a a voluntary agreement: The two arbtrators ceeding issue an order. consistent with the _
royalty fee is establihed under paragraph so selected shall,- wthi -1 days after their criteria set forth, in subparagraph (D), aet-
(2), (3), or (4) of this subsection. After that sefection, choose a third arbitrator from the ting the royalty fee under this paragraph.·.
date, the fee shall be determined either in sane list, who shall serve s.chairperson of The Tribunal shal cause to be published in'
accordance with the voluntary negotiation the arbitrstors..- either gro'fafl- to-agree the-Federal. Register the determination of.
procedurespecifedn paragraph'(2) or in upon the selection of anm-arbitrator or ff the the Panel and the decision of the Tribunal .
accordance with the: compulsory arbitration arbitrators selected by such groups fail to -with respect to the determination (including.
procedure specified .han paragraphs. (3) and - agree upon the selection of -a chairperson, ' any order isued -under the preceding sen-.
(4)...:: ..'.- .. , -'.. :'the' .Copyrght Royalt 'Trfbuna .shall tenace. The- Tribunal shall also pubiq ,

"(2) F1 srr By vomirraoy m-oraroo--' promptly select the arbitrator or chairper' such determination and decisimon inasuch
"(A) Noict or- -rum-oxr- or TRocmD- son. respectively. The arbitrators'selected other manner as the Tribunal considers ap-'

ns.--On or before July 1, 1991, the Copy-, -under this subparagraph shall constitute an .propriat. The Tribunal shal also makethe
right Royalty Tribunal shall cause notice to Arbitration Panel -- - - report of the Arbitration Panel and the ac-
be published rn the Federal Register of the "(C) AmnATroW raocznxswr.-The ArMbi- - companying record available for publicn- ,
Initiation of voluntary negotiation proceed- tration Panel shall conduct an arbitration 'spection and copyIng.
ngs for the purpose of determining the roy- 'proceeding in accordance with sc proce- "(0) PBRIoD DUODW WM=cn WMsxor Or
alty fee.to be paid by satellite carriers under dures as it may adopt. The Panel sha act rAnm OR ORDaR or THr TaI5uAL g:acriv--

-subse ont(bXlXB).-. ... :. .-: :., .on the basis of a fully. documented written The obligation to pay the royalty fee estab-
" '(B) NwrorsrioAro-atellite carriers, dis- record. Any copyright owner who calms to lished under a determinationm of the Arbttra '

tributors, and copyright owners entitled to be entitled to royalty- fees under subsection tion Panel which is confirmed by the Copy-
royalty fees under this section shall negoti- (bX4). any satellite carrier, and any distribu- right Royalty Tribunal in accordance with
ate in good faith in anrt effort to reach a vol- tor, who is notparty-to a. voluntary agree- this paragraph, or established by any order
untary agreement or voluntary agreements. .ment filed with the Copyright Office in ac- issued ·under. subparagraph (F), sha
for the payment of. royalty fees. Any such cordance with paragiaph' (D2).may submit- becomeeffectiveonthet whendhe'deci-
satellite carriers, distributors, and copyright relevant information and:proposalas to the slon of-the TribnalIs published Iin the FedP:
owners. my at any time negotiate and agree Panel The partiesgto'the proceeding allm] eral Register under subparagraph apF and
to the, royalty fee, and. may. designate: bear theentire cost thereof fysuch-mnner- .hal.rremain n.eiffect- mtft-n·modfd in ac-
common agents to' negoti ate ree, to. o r -- and proportion as thePanelrshall direct. - ' cordance with paragraph' (4) or until De-
pay such fees. If the parties fail to identify "(D) FAcroas FOR -. DnzTM 'o ROMyY . cember 31, 1994.--:." - .-.
common hgents, the Copyright Royalty T-, rm.--ln determining. roylty fees'-under '(H) Pasoms sua r-?o ROYALTY. rz-
bunal. shall do so,. after requesting recoi-.. this paragraph.- the. Arbttratio Pane shal' The royalty fee adopted- or ormdered awder
mendationa from the parties to the negotia- :consider the approximate average cost to a subparagraph- () shall be bindin of a sat-
tion proceeding The partleasto each negoti- cable system.for the right to secondarily ellite carriersdbistrtbuto - smd'cpyright:
ation proceedingashal bear the entire cost transmit to. the-public a primary transmis- owners., who are not party to a voluntary .
thereoL.. - . sion made by a broadcast station,.the fee es- agreement filed with the Copyright Offie'

"(C) Aomwmrrs aixDixG ox PAt; a; tabltahed under any volnntary agreement underparagraph(2).
rfIxc or AGnmzaa rs.-Voluntary* agree- filed with the Copyright-Office in accord- '"(4) .Jumc m.:Vz w-Any decision of the
ments negotiated at any time in accordance ance with paragraph. (2), and the last fee Copyright Royalty Tribunal under para-
with this paragraph shall be binding upon -.proposed by the parties, before proceedings graph (3) with respect to a, determination of
all satellite carriers, distributors, and copy-. under this paragraph, for the secondary -the Arbitration Panel may be appealed, by
right owners that are parties thereto, transmission -of supersttions or network any aggrieved party who would be bound by
Copies of. such agreements. shall be filed stations for private home viewing. The fee,: the determination to the United .8Lates
with' the -Copyright. Office withia 30 daya. shall also be calculated to achieve the fol- Court of Appeals for the District of Colum-
after execution in accordance with regul- lowing objectives: bia Circuit, within 30 days after the publics.-
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tion of the decision in the Federal Regster.
,The'pendency of an appeal under this para-
graph shall not relieve satellite carriers of
the obligation under subsection (bX1) to de-
posit the statement of account and royalty.
fees specified in that subsection. The court
shall have Jurisdiction to modify or vacate a
decision of the Tribunal only if it finds, on
the basis of the record before the Tribunal
and the statutory criteria set forth in para-
graph (3XD), that the Arbitration Panel or.
the Tribunal acted in an arbitrary manner.
If the court modifies the decision of the Tri-
bunal; the court shall have jurisdiction to-
enter.its own determination with respect to
royaltyfees, to order the repayment of any
excess fees deposited under subsection
(bXIXBl,.and to order the payment of any
unpaid. fees, and the interest pertaining re-
spectively thereto, in accordance with its'
final Judgment.- The court may further
vacate the decision of the Tribunal and
remand the case for arbitration proceedings
in accordance with paragraph (3).

"(d) Dmmrrxosa.-As used in this sec-
tion-
·"(1) DIsaaisnuTo--The term 'distributor'.

means an entity which contracts to distrib-
ute secondary transmissions from a satellite
carrier and, either as a single channel or in
a package with other programming, pro-
vides the' secondary transmission either di-.
rectly to individual subscribers for private
home viewing or indirectly through other
program distribution entities.
- "(2) Nsawoax sTArIow.-The -term 'net-
work station' has the meaning given that
term in section 111(f) of this title, and tn,
eludes any translator station or terrestrial
satellite station that iebroadcasts all or sb-
stantially all of the programming broadcast-
.by a network station.

"(3) PansRY NmrwoRx sTraTIo.-The
term 'primary network statton' means a net-
work station that broadcasts or rebroadcasts
the basic programming service of a.partlcu-
lar national network.

"(4) PanRarY Tnamsssoan.-The term
'primary transmission' has the meaning
given that term in section 111(f) of this
title.

"(5) PRIVATZ HOM VrWING.--The term
'private home viewing' means the viewing,-
for private use in a household by means of
satellite reception equipment which is oper-
ated by an individual in that household and
which serves only such household, of a sec-
ondary transmission delivered by a satellite
carrier of a primary transmission of a televi-
sion station licensed by the Federal Commu-
nications Commission.

"(6) SATErILE caaRRims-The term 'satel-
lite carrier' means an entity that uses the
facilities of a satellite or satellite service li-
censed by the Federal Communications
Commission, to establish and operate a
channel of communications for point-to-
multipoint distribution of television station
signals, and that owns or leases a capacity
or service on a satellite in order to provide
such point-to-multipoint distribution,
except to the extent that such entity pro-
vides such distribution pursuant to tariff
under the Communications Act of 1934,
other than for private home viewing.

"(7) SEcoNDARY TRANsMI8sION.-The term
'secondary transmission' has the meaning
given that term in section 111(f) of this
title.

"(8) SusscRsiaa.-The term 'subscriber'
means an individual who receives a second-
ary transmission service for private home
viewing by means of a secondary transmis-
sion from a satellite carrier and pays a fee
for the service, directly or indirectly, to the
satellite carrier or to a distributor.

"(9) SUrPERSTATION.-The term 'supersta-
tion' means a television broadcast station,
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other than a network station, licensed by "() adopting such rules if the 'Comms-
the Federal Communlcitons Commission sion'considers the Imposition of such rules
that Is secondarily tranmitted by a satellite to be feasible . -
carrier. - "(b) In the event that the:Commission

"(10) UNsERVzD _osumoL.-The term adopts such rules any willful and repeated
'unserved household', with respect to a par- secondary transmission made by a statellite
ticular television network, means a house- carrier to the publicof a primary transmis-
hold that- - - idon embodying the performance or display

"(A) cannot receive, through the use of a of a work which violates such Commission
conventional outdoor rooftop receiving an- rules shall be subject to the remedies, sanc-
tenna, an over-the-air signal of grade B in- tionsa and penalties provided by title V and
tensity (as defined by-the Pederal Commu- section 705 of this Act.
nlcations Commission) of a primary network , ' -' '-': " :
station affiliated with that network and - . -. ..

"(B).has not,-withtn 90 days. before-the , "Sc. 713. The Pederal Communication
date .'on which that household subscribes,, shall, within 1 year after the effective date
either initially or on renewal, to receive see- of the Satellite Home Viewer Act of 1988,-
ondary tranLrmsnbo. by a satellite carrier prepare and-submlt to the Committee .on
of a network station affiliated with that net- Commerce, Science, and Transportation of
work subscribed to a cable system that pro. the Senate and the Committee on Energy--
vides the sinal of a primary network sta- and Commerce of the House of Representa-
tion affllated with that network. tives a report on whether, and the-extent to

"(e) ExcLusrvIy. or Tma Scriomu Wira which there exists discrimination described
RzmCr &TcoARY TO sODA TR IONa or In section 119(aX6) of title 17, United States
BaoADCasT STATIONi Y SALIrTrr TO aMz- Code.".
mBRS or ToH PuBLC.-No provision of section sC 26s mNQusy ON ENPYPTION STANDARD.
111 of this title or any other law (other Bection 705 of the Communications Act of
than this section) shall be eonstrued to con- 1934 (47 U.S.C. 605) is amended by adding at
tamn any authorization exemption -or i- the end thereof the following
cense through which secondary transmis-. (f) Within 6 months after the date of en-
dsions by satellite carrier for private home actment of the Satellite Home Viewer ACt
viewing of programming contained in a pri- of 1988 the Federal Communlcations Com-
mary transmission made by a superstation miasion shall initiate an inquiry. concerning
or a network station may be made without the need for a universal encryption stand-
obtaining the consent of the copyright ard that permits decrypton of satellite
owner.". - . cable progrmmling ntended for private

(3) Section 501 of title 17, United States viewing. In conducting such inquiry, the.:
Code is amended by auding at the end the Commission shall take into account- a',
following - - - ---- "(1) consumer costs and benefits of any

"(e) With respect to any secondary trans- such standard, including consumer Invest-
mission that is made by a satellite carrier of ment In equipment in operation;
a primary trnsmission embodying the per- "(2) Incorporation of technological en-:
formance or display of a work and is action- hancements, including advanced television
able as an act of infringement'under section formats; -
119(aX5), a network station holding a copy- · (3) whether any such standard would ef-
right or other license to transmit or perform fectively prevent present and future unau-
the same version of that work shall for pur- thorized decryption of satellite cable pro-
poses of subsection (b) of this section, be grammng; -
treated as a legal or beneficial owner if such "(4) the costs and benefits of any such
secondary transmission occurs within the standard on other authorized users of en-
local service area of that station.". crypted satelllte cable programming. Includ-

(4) Section 801(bX3) of title 17, United Ing cable systems and satellite master an-
States Code, is amended by striking "and tenna television systems;
116" and inserting ", 118, and 119(b)". "(5) the effect of any such standard on

(5) Section 804(d) of title 17, United States competition in the manufacture of decry-
Code, Is amended by strlking "sections 111 tion equipment; and
or 118" and inserting "section 111. 1168, or "(6) the impact of the time delay associat-
119". ed with the Commission procedures neces-

(6) The table of sections at the beginning sary for establishment of such standards
of chapter 1 of title 17, United States Code, "(g) If the Commission finds, based on the
is amended by adding at the end the follow- information gathered from the Inquiry re-
ing new item: quired by subsection (f), that a universal en-
"119. Limitations on exclusive rights Sec- cryption standard is necessary and in the

ondary transmissions of super- public interest, the Commission shall initi-
stations and network stations ate a rulemaking to establish such a stand-
for private home viewing.". ard.".

SEC. 20. SYNDICATD EXCLUSIrTY; REPORT ON EC 206. PIRACY OF 8AMTLLrE CABLE PROGRAOT-
DISCRIMINATION. G

Title VII of The Communications Act of SectIon 705 of the Communications Act of
1934 (47 U.S.C. 601 et seq.) is amended by 1934 (47 U.S.C. 605) Is amended-
adding at the end the following (1) in subsection (c-

"SYIDICATXD EC.LU SvIIT (A) by striking "and" at the end of para-
"SEc. 712. (a) The Federal Communica- graph (4);

tions Commission shall, within 120 days (B) by striking the period at the end of
after the effective date of the Satellite paragraph (5) and inserting "; and"; and
Home Viewer Act of 1988, initiate a corm- (C) by adding at the end the following.
bined inquiry and rulemaking proceeding "(6) the term 'any person aggrieved' shall
for the purpose of- include any person with proprietary rights

"(1) determining the feasibility of impos- in the intercepted communication by wire
ing syndicated exclusivity rules with respect or radio, including wholesale or retail dis-
to the delivery of syndicated programming tributors of satellite cable programming.
(as defined by the Commission) for private and, in the case of a violation of paragraph
home viewing of secondary transmissions by (4) of subsection (d), shall also include any
satellite of broadcast station signals similar person engaged in the lawful manufacture,
to the rules issued by the Commission with distribution, or sale of equipment necessary
respect to syndicated exclusivity and cable to authorize or receive satellite cable pro-
television; and gramming.";

·· · · � __ · · · ·
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(2) in subsection (dXl). by striking

"$1.000" and Inserting "'2,000";
(3) in paragraph (2) of subsection (d), by

striking "$25,000" and all that follows
through the end of that paragraph and In-
serting '$50.000 or imprisoned for not more
than 2 years. or both, for the first such con-
viction and shall be fined not more than
$100.000 or imprisoned for not more than 5
years. or both, for any subsequent convic-
tion.";

(4) In subsection (dX3KA), by inserting
"or paragraph (4) of subsection (d)" immedi-
ately after "subsection (a)";

(5) in subsection (d)(3XB) by striking
"may" the first time it appears;

(6) in subsection (dX3XBXi), by inserting
"may" immediately before "grant";

(7) In subsection (dX3XBXII). by inserting
"may" immediately before "award";

(8) in subsection (d)3)(BXII)., by inserting
"shall" immediately before "direct";

(9) in subsection (dX3X)CXiXII--
(A) by Inserting "of subsection (a)" imme-

diately after "violation";
(B) by striking "$250" and inserting

"$1,000"; and
(C) by inserting Immediately before the

period the following: ", and for each viola-
tion of paragraph (4) of this subsection in-
volved in the action an aggrieved party may
recover statutory damages in a sum not less
than $10,000. or more than $100,000. as the
court considers Just";

(10) in subsection (dX3XCXLL, by striking
"$50,000" and inserting "$100,000 for each
violation of subsection (a)";

(11) in subsection (dX3XCXII), by striking
"$100" and inserting "$250"; and

(12) by striking paragraph (4. of subsec-
tion (d) and inserting the follown

"(4) Any person who manufactures, a
sembles. modifies, imports. exports, sells, or
distributes any electronic mechanial or
other. device or equlpment, knowing or
having reason to know that. the device or
equipment is prlrmarlIy of asasitame in the
unauthorized deryptio of satellite cable.
programming, or Is intended for any other
activity prohibited by subsetion, (a), shall
be- fined not more *a.n $ ,000 for each
violation or imprisoned for not more than 5
yeara for each violation or both. For pur-
poses of all penalties and remedies estab-
lished for violations of this paragraph, the
prohibited activity established herein as tt
applies to each such device shall be deemed
a separate violation",
S L EYTCFIlcV DI.

Ths title and the -amendents made by
this title take effect on Jaanuary 1. 1989.
except that the authority of the Register of
Copyrights to issue regulations pursuant to
section 119(bXl) of title 17, United States
Code, as added by section 202 of this Act.
takes effect on the date of the enactment of
this Ac- -

SEC 20T.TERlMMATbIOW -.
This :title and the amendmenai mde bi

this title (other than the amendments made
by section 205) cease to be etfective-on De
cember M 1994.

The .SPEAER pro. tempore. Is a
second demanded?

Mr. MOORHEAD;r Mr. 8peaker, I
demand a second.
- The SPEAKER pro tempore. With-
out objection. a second will be consid-
ered as ordered.

,There was no objection
The SPEARER- pro tempore. The

gentleman from Wisconsin MMr. KAs-
TImmiraI will be recognized for- 20
minutes, and the gentleman from Cali-

fornia [Mr. MooRnxAn] will be recog-
nized for 20 minutes.

The Chair recognizes the gentleman
from Wisconsin [Mr. KAsTrImr.].

Mr. KASTENI M r. Ir. Speaker, I
yield myself such time as I may con-
sume.

I am pleased today to bring before
the House today S. 1883, the Trade-
mark Law Revision Act of 1988. This
bill provides a comprehensive revision
of the Lanham Act, which is the Fed-
eral trademark law. S. 1883 revises the
trademark laws so that they will con-
form- with current day market prac-
tices. The bill before you today is the
product of extensive negotiations and
compromises between both Houses of
Congress, and has been agreed upon
by all interested parties.

I wish to congratulate my colleague
and ranking minority member of the
Subcommittee on Courts, Civil Liber-
ties, and the Administration of Justice,
CARLOS MooamnD, for his tireless ef-
forts on behalf of this legislation. I
extend congratulations as well to the
senior Senator from Arizona, DoNrs
DECoxcnL, who also provided early
and unceasing support for this bill.

Trademarks are important for both
consumers and businesses Trade-
marks allow consumers to identify and
intelligently pick and choose among
products. Businesses can and should
be assured that their producta will not
be confused with other products,' and
that consumers will- know' that' the
products they want to buy are fn fact
the ones that they. are. buyrig. For
consumers, trademarks: provide can
provide assurances of quality and serv-
ices. Por businesses, trademarks are a
kind of badge of honor, and it is im-
portant. that their investments in
those'marks be protected.

Because the trademark laws in es-
sence permit businesses to monopolize
their marks, those laws often raise dif-
ficult .questions about freedom of
speech. During the course of our con-
sideration of this legislations those dl-
ficult issues were raised and sometimes
hotly- contested. I am pleased to say
that this bill resolves those issue sat-
isfactorily, and -that' our' Important
constitutional freedoms have been pre-
served. The provisions on dilution; ma-
terial omissions. and tarnishment and
disparagement- that were- originally
proposed have been deleted from this
legislation -The provision revisng se
tion 43(a) to prohibit- a kind of com-
mercial defamation has been carefully
limited to commercial advertising and
promotion. ,Therefore, gncumer re-
porting, editorial commerat poltical
advertising, and other constitutionally
protected. material is not 'covered by
this provision. I wish to extend special
thanks to all of those who so ardently
spoke out about their concerns about
these issue.

L 1883 makes major changes in the
Lanham Act. For example, ft revises
-the registration to permit applications
based on' an ,applicant's -intention to
use the marLc This is something the

trademark community has advocated
for many years. It reduces the regis-
tration term from 20 to 10 years,
which will free up otherwise unavail-
able marks. It revises the Lanham Act
in the many instances where it Is out
of date and inconsistent with current
market practices

It is true that S. 1883 does not satis-
fy all parties in all respects. I believe it
is fair to say that the trademark com-
munity wanted more protection for
trademarks. Some of the provisions
they sought have been deleted from
the legislation because of the serious
first amendment issues those provi-
sions raised. I also believe, however,
that the trademark community should
and must be satisfied with this legisla-
tion, since it provides the comprehen-
sive revision it sought, and that no
new trademark laws will be required in
the immediate future.

Consumer interests have also been
the subject of compromise in this leg-
islation. As reported by the House
Committee on the Judiciary, the bill
would have explicitly acknowledged
that consumers have standing to sue
for violations of section 43(a), which
provides a cause of action for unfair
competitive acts such as false and mis-
leading advertising. The agreement,
however, deleted this provision from
the bil While I support the deletion
as part of the necessary compromise
on this bill,- it is unfortunate in the
long run. I continue to believe that
consumers already have standing to
sue under current law, and that the
provision that was deleted: only clari-
fied that law. : -

In sum. 8. 1883 is not only aIlmpor-
tant modernization of the trademark
laws, but .it also protects our'Ifmpor-
tant first amendment rights. 1 believe
that it is a bill worthy of your support.
.. 8. 1883, as-considered by the House
today, makes important changes. in
the language approved by the Com-
mittee on the Judiciary. It also carries
forward several critical decisions'made
by the committee. The following is an
explanation of those changes and deci-
sionk

Section I
S. 1883 adds to subsection (b) the lan-

guage undercrcumstances showitg the
good faith of such person' This addition
strengthens the eongreonal intention
that the crcumstances srrounding the ap
plication show that the'appliant's Inten-
tlon to use the mark ultimately, and within
the specified time limitsa h in fact bona fide.
Courts should consider theseJ acea
or the lack of them, when isuea surround-
hin the validity of the applcation are raised

Pursuant to Section l(dXI), the initial
period in which to file the statement of use
s 86 months. It may be automatically ex-
tended for another 6' months Section
l(dX2) provides that any further extensions
may be granted only if the applicant ahows
"good cause" for the etension The exten-
· sons for good cause may not exceed periods
aggregating a maximum of 24 months In
other words. applicants mus show that
there was good cause for their-faihlure to use
their marks within the initial one year
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period, This requirement is in' addition to. ·Section27 '' Secton
and supplements, the requirement.that the The added language, relating to registra- Subsection (a) currently covers false desig-

· applicants must have a continued bona fide ton on the supplemental register, simply nations of origin and false descriptions or
Intention to use the marv The Commission- carries forward the holding in California representations with regard to a person's
er of Patents and Trademarks should pro- Cooler, Inc. v. Loretto Wfner Ltd., 774 F.2d own products. It has been. held, however,
mulgate guidelines for potential regIstrants 1451(9th Clr. 1985). that Section 43(a) does not cover such state-
so that It is clear what may constitute "good ments with regard to the products of an-

CRAM. ~~~~~~~~~SectiOn 32(2)Dien5u50*Sectld n re- other. Bernard Food Industries v. Dietene
Section l(dXD) makes clear that, In re- This section differs from current law in Co, 415 F.2d 1279 ,(7th Cir. 1969), cert

viewing the statements submitted by the ap- two important respects. First, it is updated denied, 397 U.S. 912 (1970). To rectify this
plicant pursuant to this section, the Patent to include electronic media, incorporating situation It was proposed to add the words
and Trademark Office has the discretion to the definition set forth'- in the Electronic "or another person's" to section,43(a).
examine the effect, If any, of those state- Communications Privacy Act, codfied. at 18 The proposal thus raised the Issue of. com-

,ments on the application with respect to the U.S.C. 2510 (12). . me;ial defamation In the context of section
-factors set forth in subsections '(a) through . Second.'the revision sets forth critical con- ' 43(a) and, as a result, a host of constitution-
(e) of section 2,.-relattng to what trademarks stitutioial . protectlomn ,.that .-underlie al problems. The propol was not limited to
are not registrable. See House Report 100- changes made In section 43(a). It exempts 'commercial'speech, and appeared to apply
1028at9.' . : ./- . :.'.:: .: ..from liability "innocent" disseminators of to private citizens, the news'medla, and
Section 7(b) . . offending material, whether that material business competitors rte No siepnter was
.This section clariies the evidentiary bene- constitutes ·a violation of Section 832(1), re- required. In additionM the subsection' ap-

fits given to a registration on the principal lating to infringement, or of proposed 8ec- pcred to cover false statements of opinion
register. It conforms to the same provision ton 43(a), relating to false and masleading a well as fact. . -.

in section 33(a). commercial advertising. Most prominently, To avoid legitimate constitutional chal-
Section 8(a) . the change protects newspapers, magazines lenge. it was necessary to carefully limit the

broadcasters, and other media from liability reach of the subsection Because section
This section provides that a registrant for the Innocent dissemination of commer- 43(a) will not provide a kind of commercial

filing the affidavit of use required during cl false advertising Including Promotionl defamation action the reach of the section
the sixth year of registration must supply material The word "Innocent" is intended specifically extends only to false and mis-

-the same-information that is required for to encompass the constitutional standards leading speech that is encompassed within
renewing a registration. set forth in New York 7'lmes v. SuI)4van, 376 the "commercial speech" doctrine 'by the
Section 10.. · U.S. 254 (1964) and its progeny. See'-o, United States Supreme Court. See, eg.., Cen-

S. 1883 prohibits' the assignment of Bose v. Coassnert Union. 466 US. 485 tral Hudson Gas & Electric Corp v. PbUcic
-"intent to use" applications, except in cer- (1984), which assumed the application of Serice Commission of New York, 447 U.S.
tain narrowly prescribed circumstances Al- the New York Times v. Suli/van standard to 55 (1980) Virginia State Board ofPharma-
.tough language in proposed section 7(d) a state product disparagement actlon C v. ' v. Virginia Citizens Consumers CounciL
regarding restrictions on the Issuance of a Hustler Magrzisne v. Fawtoel, US. -, Inc., 425 U.S. 748 (1976). In addition. subsec-'
certificate of registration under ctrcum- 108 S.Ct. 876 (1988) (applying the New'Yonk tion (a) will extend only to false and mis-
stances evidencing an intention to evade the Ties standard in an invasion of privacy leading statements of fact. Gerte v. Robert
law's proscription' has been deleted, courts action). . - Welch Inc 418 US. 323, 339-40 (1974). As
must, when appropriate, era-nimg'the elr-'~~omust, when appropriate, examine' the cir- S 3(noted in the discussion of section 32(2), crit-
-cumstances surrolunding use of a mark ical constitutional protections modify the
-the issuance of a certlficate of registration. 'i p· ison simply makes the language changes md et n ectpon ti(a), and s drtait
-If the evidence shows that the relevant par- in Section 33(a) consistent with that in see- ad isein 4() aerta
ties have improperly evaded the prohibitlon ton 7(b). It also provides that defenses Innocent disseminators of material that~~~~~~~~~~~~cntlotute. I aso vrolie·tato defsbecins()ae·
on assignments, the certificate of regstra- available in suits involving an incontestable c te ilti useto ( c
tion has been improperly Issued and should registration ae also available in suits n- protected from liability. Thus, through sec-

be voided Secton0 carries fo d te volving a non-incontestable registration. tln 82(2), innont dissination and om-munication of false and misleading advertis-
Committee's decision not to include in the Section 33(b) · . ng. including promotional material by the
bill certain proposals relating to the record- This section clarifies the evidentiary bene- media are excluded from the reach of sec-
Ing of security Interests in a trademark at fits given to a registration on the principal tion 43(a). For a defendant who is a member
the Patent and Trademark Office. register which has become incontestable. It of the media to be found liable under sec-
Section 18 also provides that equitable principles may tion 43(a), the plaintiff must show that the

The section currently provides that in pro- be applied in suits involving incontestable defendant was not "innocent" under section
ceedinga before the Trademark Trial and registrations 32(2) and, as noted, that state of mind must
Appeal Board, certain actions may be taken Section 34 encompass the New York Tinmes v. Sullivan
with regard to pending applications and to standard.
registrations. A proposed addition makes Subsection (a) provides that injunctions S. 1883 is limited in another important
clear that certain final Judgments involving are available to prevent a violationlarising s It uses the word "commercial" to de-
"intent to use" applicants may not be Ilssued under Section 43(a). For a detailed discus- scribe advertlsng or promotion for business
until use is made and the mark is registered. sion of the remedies now being made appll- purposes, whether conducted by for-profit
This provision appliea only in the conteI t of cable to Section 43(a) violations, see the dis- or non-profit organizations or individuals.
this administrative proceedlngl and not to cusslon of section 43(a) below. Political advertising and promotion Is pollt-
any lawsuits in-the court S. 1883 reflects the House Committee on 'cal speech, and therefore not encompassed

the Judiclary's decision not to include cer- by the term "commerciaL" This is true
Section 21 tain proposed language amending subsec- whether what is being promoted is an indi-

Language added in subsection (aX4) is tion (b) to suspend a final judgment in favor vidual candidacy for public office, or a par-
identical to that added in Section 18. It re- of an "intent to use" applicant. This lan- ticular political issue or point of view. It is
lates to the suspension of certain final judg- guage would have applied to proceedings in true regardless of whether the promoter is
ments by the United States Court of Ap- the courts, and has been deleted for the rea- an individual or a forprofit entity. However,
peals for the Federal Circuit when a deci- sons discussed in House Report 100-1028 at f a poitical or other similar organization
sion of the Patent and Trademark Office Is page 4. engages In business conduct incidental to Its
appealed.

Smappealedanug Isas.de o be-Section 35 political functions, then the business con-
Similar language is also added so subsec- duct would be considered "commercial- and

tion (bX1), relating to appeals from the de- This section provides that damages may would b e consr omei
cislon of the Commissioner or Trademark be available to a party bringing an action would fall within the confines of this sec-
Trial and Appeal Board. under section 43(a). For a detailed discus- tion.

As in section 18, these suspensions of final sion of the remedies now being made appli- SectIons 34, 35, and 36 specIfically provideShttheections 34, 35,h and 3o specificlypovid
Judgments relate only to administrative pro- cable to section 43(a) violations, see the dis- that the remedies set forth in those sections
ceedinga, and not to actions initiated in the cussion of section 43a) below. will not apply, in appropriate form, to viola-

titons of section 43(a). Obviously, these rem-
courts Section 36 edies will now apply to those who are pro-
Section 24 This section provides that a court may tected under section 32(2).

Language similar to that in sections 18 order the destruction of labels and similar As Jerome Gilson. the noted trademark
and 21 is added here, delaying final Judg- material in cases involving a violation of sec- commentator, has written about USTA's
ment for an "intent to use" applicant in cer- tlon 43(a). For a detailed discussion of the proposal to limit the proposed change in
tain instances. Again, this language relates remedies now being made applicable to Sec- section 43(a) to commercial speech:
only to adminaitrative proceedings, and not tion 43(a) violations. see discussion of sec- "Under this proposed change only false or
actions Initiated in the courts. tlon 43(a) below. misleading "advertising or promotion"
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would be actionable, whether it pertained to To clarify the situation. S. 1883 author-
the advertiser itself or another party. The izes, but does not require,4 the application
change would exclude all other misrepresen- of all of the remedies set forth in sections
tations from section 43(a) coverage. These 34, 35, and 36 to the violation of rights in-
others are the type which raise free speech volving unregistered marks. The bill specifi-
concerns, such as a Consumer Report which cally incorporates section 35's language lim-
reviews and may disparage the quality of iting the court's remedial power pursuant to
stereo speakers or other products, misrepre- the principles of equity. Courts must, on a
sentations made by interested groups which case-by-case basis, assess the exact nature of
may arguably disparage a company and its the circumstances presented by the plain-
products because of the company's failure tiff.'
to divest its South African holdings, and dis- Historically, courts have rarely assessed
paraging statements made by commentators damages or awarded lost profits in trade-
concrning corporate product liability and in- mark cases unless the defendant has en-
juries to the public (e.g., A.H. Robins and gaged in counterfeiting.' Injunctions have
the Dalkon shield cases, or the Manvllle been the usual form of relief. According to
Corporation asbestos cases). All of these the Second Circuit in a recent opinion:
would be judged by first amendment law [Slection 35's phrase "subject to the princi-
(including New York Times v. Sullivan) and ples of equity [should be construed] to pre-
not section 43(a) law... Product disparage- elude any monetary relief 'where an inJunc-
ment based on false representations wouild. tion will satisfy the equities of the case' and
be actionable only if they were made in ty where there has been no showing of fraud
context of advertising or. promotion, no&f, or palming off [citations omittedl.7

connection with Consumer Report publiel Courts have assessed enhanced damages
tions." [emphasis in original] ' even more rarely.'

As Mr. Gilson correctly notes, the pro- Section 29 of the Inhbam Act currently
posed change in section 43(a) should not be requires that a plaintiff who has registered
read in any way to limit political speech, a mark is precluded from recovering dam-
consumer or editorial comment, parodies, ages and profits unless he or she has provid-
satires, or other constitutionally protected ed either statutory or actual notice of regis-
material Nor should it be read to change tration to the defendent. &. 1883 does not
the standards in current law with respect to specifically require a plaintiff proceeding
comparative advertising, which assists con- under Section 43(a), and who does not have
sumers in choosing among various compet- a registered mark, to provide such notice
ing products. The section is narrowly draft- before recovering damages or profits. How-
ed to encompass only clearly false and ms- ever, as part of the equitable balancing
leading commercial speech, proces in a Section 43(a) case, the courts

The provision in section 43(a) granting should examine the extent of knowledge
consumers standing to sue has been deleted that the defendant had of the plaintiffs
from the bilL. This provision would have rights By not requiring notice in a section
clarified that, consumers have standing to 43(a) action, it may initially appear that S.
sue under section 43(a). The plain meaning 1883 creates an unfair discrepancy between
of the statute already includes consumers, actions involving registered marks and those
since It grants any "person" the right to involving unregistered marks. However, as
sue. 8ee discussion in House Report 100- noted above damages are rarely awarded in
1028 at 13-15. the vast majority of section 43(a) actions

The committee's decison not to include Where damages are awarded, It is becaume
proposed provisions relating to dilution m the defendent has acted with obvious aware-
terla omissions, and tarnishment and d dn nea s of the plaintiff's rights, engaging in de-
paragement in section 43 is carried forward.
By this decision, current law remains in Park'N W n Inca v. Dolar Park and Ft Inc. 4s
effect. Us 189, 194 (1985).

Sections 34, 35, and 36 of'the Lanham Act ' 2 J.T. McCarthy, Trademark and Unfair Com-
now apply only to the enforcement of rights piio sectifln 3028 'Ahe federl courts have

held that sexction] m5 of the Lenham Act does notrelating to a registered mark. Section 43(a), that a io of the lantam t don not
relating to the enforcement of rights by the cams to a moetr award in addition to Injunctive
owner of a unregistered mark or a person reief.") and cton 302(2d ed. 1984).
otherwise adjudicating rights under that · R. Cailman, Unfair Competlon Tradears
section, does not provide for any remedies.' and Monpols secton 9.0 (L. Atman 4th ed.

A majority of Federal courts have already 198); 1 J. Olon. Tradark Protection and Prc-
held that 8ecton 35(a) applies to cases Ucecctlon &08[1l, at 8-173 to 8174 (1l88) ("'en-
brought under Sectoin 43(a) even though tet the defendant's conduc, llul and wil du
those cases do not Involve the enforcement ..the juddisi propensity to grant monetary rele.").
of rights in registered marks' This result is The Second Circuit. in Gettv Petrolrmn Corp v.
somewhat surprising in light of Section 35's Bartco Petroleum Cop., No. 87-7568 (2d Cir. Sept.
clear limitation to violations of a right in a 22, 198). correctly concluded that the remedks
registered mrk' aaable under section 3s do not include the ae.s-~ red ~~ ~ ~men rpntv ark-

'Letter to Tar McMahon Majorlty Counasel,
Senate Committee on the Judiciary Subcommittee
on Patents. Copyrlghts and Trademr October
10. 19L8.
, 'C toaur cbi'mlccations Ltd. v. A/M Con-

mn to Inc' 830 P. 2d- 1217, 1229 (2d Clr.
1987t) Wm Inc. v. Wheeler Media Servt Ixc,
810 F.2d 113. 118 (8th CIr. 1987). U-Haul st, Inc.
v. Jar T n Inc 793 F.2d 1034. 1041-42 (9th Cir.
1988). Richard v. Auto Publishers. I 71 FP.2d
450, 4548- (11th Ctr. 1984). Metric & Multi-Stand-
ard Cmpont Co .v. etric Inc. 38 P.2d 710,
715 (8th Cir. 180). Compare Blax Pumbln Inc
v. S.O.S Fz-it, Inc 781 P.2d 604. 612 (7th Clr.
1988). Standard Terry Mills, Inc v. hen Mg. Co.,
803 P.2d 778, 782 (3d Clr. 198b).

'In onstruing the. Ianhn Act. the United
States Supreme Court has noted that ":lltatutory
consaruction must begin with the languag em-
ployd bl Congre and the umpion tht lan-
guage accuraely expreaes theleglslatve purpose."

ment ox puinuve amagets.
·See.. e Polo ashion. Inc v. LMagic Trm-
tins, Inc, 603 F. u. 1. 139 19 (8D. Fl. 1982)

(where the defendant acted willfully to perpetuate
fraud).:.
'Gett Petrolem Cop v. art.Co Petroleum

Corp., spra note See also, Reader' Diest v.
Comrvativ D st, inc., 821 F.2d 800, 807 (D.C.
Ctr. 1987)-(poflt ahould be awarded only when a
defendant's Infingement s "wllful" or In "bad
faith");. Nalpac Ltd. v. Corning Glas Works 784
P.2d 752. 755 (8th Clr. 1988) (to obtain damages
the plaintiff must show that the defendant acted
delberately), risch' Restaurant, In v. E'b's Big
Boa 681 P. upp. 971, 989 (SD. Ohio 1987) (no
damages will be awarded unlem there Is a showing
of fraud or pawtng oiff, 2 J.T. McCarthy, Trade-
marks and Unfair Competition sncto 3a0:25 (2d ed.
1964).

*See e.. lord Motor Co. v. B*& Suppty tn., 6h 4
. Supp 975, 998 D. MiYt 1986i (where the court

denited increased damages dpite a fidLso of wil-
Jbees.-
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liberate, willful conduct such as "passing
off." Thus, the discrepancy is more appar-
ent than real.

Section 35 currently, and as now extended
to section 43(a), clearly precludes the courts
from assessing punitive damages'. In addi-
tion, Section 35 autfhorizes the assessment
of attorneys' fees only in "exceptinal cir-
cumstances." The language, in conjunction
with Judicial decisions, permits the assess-
ment of attorneys' fees only upon a showing
of bad faith or similar intentional con-
duct.'° Such fees may be awarded to either
the plaintiff or the defendent, depending on
the conduct of the parties that gave rise to
the litgatlon.

Section 34 currently authorizes the courts
to issue injunctions in Lanham Act Cases."
Under the proposed revision, Section 34
would be extended to Section 43(a) viola-
tiorn. As in current law, courts must follow
the general rules set forth in the Federal
Rules of Civil Procedure."s The most impor-
tant prerequisite to the issuance of a final
injunction is the absence of an adequate
legal remedy." The party seeking a prelimi-
nary-injunction must also prove the likeli-
hood of irreparable injury viewed in the
context of the threat of potential harm, the
probability of success on the merits, that
the balance of hardships tips in favor of the
moving party, and that issuance of an in-
Junction is in the public interest.'4

Mr. Speaker, I have some brief
thoughts about title H of the bill,
which is Identical to H.R. 2848, passed
by the House 2 weeks ago.

HR. 2848-the Satellite Home
Viewer Act of 1988-was made a part
of S. 1883 to accommodate several key
Members in the other body. - -

As you know,: the Earth station/
copyright legislation that you and I
started working on several years ago
has become a very popular piece of
legislation.. We improved it in the
House Judiciary Committee. The Com-
mittee on Energy and Commerce, with
its sequential referral, improved it
more. The bill has garnered so' much
support in both the- House and the
other body, and among.interested par-
ties-spanning -consumer interests,
copyright proprietors and'others in
the telecommunications industry-
that its passage by the Senate, with-
out referral to committee,. was made
possible. Specifically, several key Sen-
ators-including the chairman of the
Senate Judiciary Subcommittee on
Patents, Trademarks and Copyrights
(Mr. DzCoNCINI] and the chairman of
the Senate Judiciary Subcommittee on
Law and Technology [Mr. Is)n] and

Getty Petroleum Corp. v. Bartco Petroleumla
Corp., supra note 5: 1 J OIL0SON, TRADEMARK
PROTECION AND PRACTICE section 8.08121, at
8-178 to 8-179 (1988) (commenting that by includ-
ing the phrae "not as a penalty," Congrea meant
to preclude the asseent of punitive damags)

'*Nozell Corp v. Firehouse No. 1 Bar-B-Qe Res,
tauoSt, 771 P.2d 521 (D.C. Cir. 1985) 2 J.T. McCar
thy. Traddemark d Unfair Competition ection
3030 (2d ed. 1984).

"Kane, Trademark va: A Practitioner's Ouuide
251-52 (1987).

Fed. R. Clv. Pro. 65. See penery 11 C. Wright
and A. Milr. Federal Practice and Procedure sec-
Uon 2941 et seq. (1973) (hereinafter cited as Wright
and Miller).

Wright and Miller at section 294.
"Wright and Miller at secon 2947. See also, Im-

perl/ Chenmiol Ltd v. National Distllers and
emical Cop. 34 P; 2d 469 (2d Cr. 1968).
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8enatwr--A a made aproposa ltto the
HInse. It we couat adomm[dae- the
Senate on one of its prferltfes-the
TrademarI Law' :Rhevsibm" Act-we
could Hhl the- bllk and send thenr to
the Piesident ib. the sa paakage
Senator DzCarciL'.- subcommittee
would forego hearins onb the Satellite
Home Viewer Aat andi the, Senate
wouldt defer to' the House entirel on
the isau -- - -

. allewingw u m this propamn- my
submcmmitee- and Senat orE- -
cn' -. subcommittee,. withr- valhabIe
input from thP.mlnnrity,. engaged: in
extens_ ' negotlations. -tb achieve a
compromrse on the: trademar.I Iar ret
visions We. achieved such. a comprro,
mise, that was net ani agreemble ti
the-, but .also to the adt
mlntstrattor andt the- :1L8. Tttadfmare
Association as well

To' bring. title' f'I to' h Houmse floor
agahr has reqpired a. bipartian effort
spanntg-' two. House. committees. I
thank the; rankihg minority member
EMr. MoeR.na ! io_ hin efiorta ·
woul. also like t. reiterate the. efirt
of three eherrub mnmttt nbera
who. have, worked very harhd on tihe legl
istallom. They are' Mr. BoumR, liMr.
SrA%; and lr. BKtE r. All of these
Membew iae. the 1ue .oCbmnttee
on Energy an-a CbhmmemceL and assist;
ecd im eurnlng fiorwav- mwnemntl of
the Earth atanr him I adfdition I
Veryi mnch apprecite! t2e efferts of
the chairmar of' auzra str Cbmmerce
CommnmttA,- snubomimitUie - '. r.
M arm Thte IMh sta'ion d 11W would
not hame D ktial a me ! would
not, be before- u tnday if It were not
for the alose wang: nelatioushl of
our taw s.an ardo the re-
spect. that we have for' eaclh other's
work. Last,. and. certanln' not least; I
would l1ke to thmik the chari n of
the Committee atu Energy anh Cn m-
merce-, Mr PDNmrr. fmr hisi cooperrs
tion and support.

MrM.. MGR Mr- i Sp8eake, D
yield: myself suh timE as; I m conw
sume.

(Mr. 'M0)REqE.M asked andi was
given pems t reu be aadt extend
his:remack

Mr. 'lGEED ,: Mr: Speaker, I
rise in support of Si. !883 and would
like tot ask the' getlnmn. fbonm Wi
consim E I m :] a: question
regarding the, amendmen. to the bill
incorporating title II.

I believe that title II-entitled the
"Satellite: Hme Vabwer Act of L988"-
is exactly, the anem a; the text of H.R:
2848, previbusW passed by the House
by voice vte on; O'ctober 5. 198&.
Could the gentleman. briefly explain
the title I amendment and indicate
why it is made a part of S. 1883?

Mr. KASTNMEL ER. Mr. Speaker,
will the gentleman yield?

Mr. MOORHIEAD. Mr: Speaker,. I
yield to the gentleman from Wiscon-
sin.

Mr. IASTENMEIER'. Mr. Speaker,
the gentleman. is completely correct
about contents. of title: II, identical to

NGRESSIONAARE.OR1-_A Hot
IRE.: 2.8. passed; by the.-Hbuse· 2
week!ago. -' - "

The' Sktellite Home. lVlewer Act of
E1988'was;made.a.partof ths.bmessen,
tallyl as anu accommodation, ta several
key Membem.in the otherbodyrl:have
beenm assuned after' we! pass the bill
before, usf it will be- acceptabe to the
other body and wilf be passed. without
amendment. and sent directly to. the
Presienftforhbisasignature .

WAith the. trademark. compmomise im
:hand all! we need: to) db, Ia lnk thetwae
pieces of the. puealet together andf the
result?: fi a: twu-tftebi'' : Before u.iis

one-' flrthi t" aht' ' orde :'t'
provide. elea legislatve history for

arth station legislaton, I must make
reference to. the House Report,. No
10-8g, parts: I and& IL compiled by the
House Committee orr the Judiciary
and the Hieuse Committee on, Energy
and Coammerce: F refer. 'back to the
dbbatef that oaurred: on. the. House
flbor amoctoa5r 1%88,,when we first
Dassedi t SaeSlltel Home Viewer Act
oft 198& Tse! legislative materials
will! r .emalira integra part of the
bils wlegislative history..

Mr.- MOOR .]EAD. I agree with the
;explnaIoo n of the. gentleman. from.
Wcolin- n rI would. lik e to, add: the
naai. the trale ng minority Member
af the! Subomnlttee on Telecom,.
maunfcatlon sad: lfinance-, the- gentle'
man' ftourNe'r Jreme.' E!r. E lRn no .
ttrthe-lastofMemberwe w thanl -.

Last.- would reiterate to. the. other.
,t1 that th is a paekage that we

haAre-utt tgaetherto. snnmodate the
keyr- E _sm. Oane it; arrives iih-the
8tnate,. t1m 2-pat package. cannot be
amended with nongermane. amend,
menW. anm then sent. back to the
House faor further consideration. The

l 31; w. d]e. i thi.oecut
The oetonom o1ademam law revib

sionr now before us, is dramatnicalWy dif-
ferent firormtMe versioao at the bill con,
sidered b the Heuse Lideary Cam-
mitteeE . 572U. lUnlkethat' bill; this
legsIatiorr maore cfosel1. reflects the
cam preensife approach t, trademarkL
law! revidsion. envisioned by- S. t183r
whic/h passed' the other body. last May;.
and: HR. 415;, the. bll. L introduced in
tM E6ouse. The legislatiow before' us
reflect; a compromise and I, believe
that it enjoys the' wide' consensus of
support that: develboed around the
legislation, introduced. The legisla-
tion contains an intent-to-use applica-
tion. system which' responds to the
needs, of American businesses: It bal-
ances, thefr need' for greater certainty
in, the' marketplace with significant
safeguards against abuse.. It is consist-
ent with our obligations under the
Paris Convention, and. at the same
time, it eliminates the. advantage for-
eign companies, enjoy in applying for
U.S. trademark rights. It also' replaces
the commercial "sham" of token use
with' a reasonable, workable- alterna-
tive that preserves the integrity of
U.S. trademark law.

A- second inaor element of thf'ifegis
Iktlor i; its- modernfzatfoi of setinn
43Ca) of. the. Lanba Actf. Over. the
Dast.41 yeams section 43(a hasevalveed
into= a Eederi a law of untk h campett;
bioa, and now serves: as valutble tool
fbr dealing wlth false advertising.. This
lglslatfon- codiffes what. the courts. are
now Ihterpretingsectlon 45(a) to.mean
and loglaall extends.It toprovide that
false advertisint statement- a:, person-

Iadoes-bP erpersonf goodS:or
servbie axe n as artnibnabre. b,' faLse

. aw person 'mens'atout hr
oa, here awn pzromdi ,' or .serdces.' I
weou lUR t make clear -that; .sec.
43(1a should. not be eonstmed to, pre,
empt Statie nfaPtomettipaelt :.:

It: also assures that apppropriate rem-
edife are availiale- Under the section
By, amending the statute: to-speTffHiall
provide that the remedies. of injmbc-
tive relief, monetary awards and de-
structfon: oarers are. avalable in:.ac,
tions. brought- under. section -43.a)
Here again. thlsds not am epmsrta.of
the law butr merely. am m of
what the eonrtF aenew 'dofng. For eW-
ample,. seven circuits. now. hold' that
monetary relief is available in certain
circudstance ..

A third element of this: legislation, is
its revsiana;str thesLanhE Act; wfh
eliilnate. '"deadwood- tra mar
from the register. It reduces the tVerm
of registration friom 2 ton 1Vf yearsy it
"Frreasmethe requfrements. trademark
ownersa.must meet,l orderto. maintain
their. rights. : and It strengthens the
Lanham Act's definition of. use inxcomr--
merw.

The- lgislktteni contains many, other
worthwhile provisions as.. well and
none have-sparked any controversy

There are two major provisions not
eontained in!. this legislation which. I
would .like to briefly' comment- on;
IlJtlike the b ill F introduced' and: the
Senate-passed bill this versiorn of' S'
1883 does not. bdlude. a provisfon pro-
tecting famous. dlstinctive marks from
uses. by others. which; wll dilute these
f somous mark-; distinctive value: and it
does. not incnhde z provisiona for' a cen-
tralized system governing the' creation
and: enforcement of' security' interests
in trademarks.

In conclusion, the version of S.. 1883
now before us accomplishes most of
what we set our to do when- we under-
took consideration. of trademark law
revision. earlier this. year. Its enact-
ment will represent a major achieve-
ment of the 100th. Congress,. and I
urge its adoptioan

[l 1630
Mr. KASTENME E. Mr.. Speaker, I

yield: 2 minutes to, the gentleman from
Oklahmla [Mr. SYrAR3 who has been
both a great help on the trademark
billU, and particularly on. the Satellite
Home Viewer Act of 1988, played a
crucial role in the Committee on
Energy and Commerce and the- Com-
mittee on the Judiciary, making sure
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that that met the test and passed the in H.R. 4156 as introduced and should General Electric Company:, Hasbro. Inc.;
House. therefore be very well-received by the H.J. Heinz Company; Hewlett-Packard Com-

(Mr. SYNAR asked and was given trademark community and by trade- pany- Hllenbrand Industries, Inc.; Hilton- m~~~~~~~~~~any; prebacdtInutrioers. Inc.; KenrPodcsHimelCltr onpermission to revise and extend his re- mark practitioners. Hotels Corporation; Jockey International.
Inc.; Kenher Products:. Kimberly-Clark Cor-marks.) The list of organizations that have poration; Kenrrocy Pried Chicren Corpor-

Mr. SYNAR. Mr. Speaker, let me gone on record in support of the tion.tion.
join in this chorus of approval for this Trademark Law Revision Act, as intro- Kraft. Inc.; McDonnell Douglas Corpora-
bill which we have before us today. I duced and as passed by the Senate is tion; McIlhenny Inc.: Mack Trucks. Inc.;
am particularly interested in title IH of one Of the most impressive I have seen Mars Incorporated; Miles Laboratories. Inc.;
S. 1883, because It is also a product of In many years and therefore, submit Mrs. Fields Inc.; National Gypsum Compa-
3 years of negotiation and compro- that list for inclusion in the RECORD. ny; Nestle Foods Corporation;. Ocean Spray
mises with a variety of groups, includ- In addition, although the administra- Cranberries. Inc
ing the cable and movie industries, the tnopseth rpredvsinf Opryland USA, Inc.; Owens-Corning F-tion opposed the reported version ofIn hecbl ndmvi ndsris tetinopoedte eore vrio-fberglas Corporation; PepsiCo, Inc.; Phillips

backyard dishowners, program distrib- H.R. 5372, I am confident that it will Petroleum Company; Pioneer Hi-Bred Inter-
utors, networks and their affiliates, as be able to support the revised bill I national Inc.; Pitney Bowes; Pizza Hut, Inc-
well as independent stations. believe it will also gain the acceptance Playtex. Inc.; PPG Industries, Inc.; A.H.

None of these organizations now of the other body. Robins Company.
oppose the bill. As the chairman point- I would like to comment on one pro- Scott Paper Company; Selame DesigM
ed out, this passed the Committee on vision which was taken out of H.R. The ServiceMaster Company; The Seven-Up
Energy and Commerce on which I 5372 which was reported by the Judici- Company; Schering-Plough Corporation;

~serve, as well as the Committee on the /~SmithKllne Beckman Corporation; Sterlingserve, as well as the Committee on the ary Committee and which is not found Dg Inc; Taco Bell; Thomson and Thom-
Judiciary, by voice vote. ~~~~~~Drug Inc Taco Bell; Thomson and Thom-Judiciary, by voice vote. in this compromise. It would have pro- son, Inc Weight Watchers Internatonal

Title II of this bill will put vided consumers with standing to sue United Technologies; White Consolidated
dishowners on the same footing as the under section 43(a) of the Lanham Industries, Inc; Xerox Corporation.
cable subscribers for the receipt of su- Act. This provision which had not nes saLwra
perstation sig1nal5 been studied or evaluated by anyone

K recent court decision has suggest- for Its long-term effects on Federal J. Alexander (Kilpatrick & Cody)
~~ed~~~~~~i~'~m~ay be in violation of our copy- Louis Altman (LaffI, Whitesel, Conte &edifmay be in violation of our copy- unfair competition law, would have Saret); Andrew Belansky (Christle, Parker~~~~~~~~~~~~~~~~~~~~~~~~~~~~ n riewl B law nthskc uty f o s ael l ieright laws in this country for satellite radically altered the nature of the & Hale) Birch. Stewart, Kolasch & Birch

carriers to retransmit those signals to Lanham Act and would have had the (Law OfficesZ Donald W. Canady, Esq.
home dishowners. The bill creates a likely effect of turning the Federal Charles S. Cotropia, Esq. (Richards. Harris,
temporary compulsory license that ex- courts into a small claims court. Medlock & Andrews); Foley & Lardner;
pires in 6 years After 4 years the stat- I urge a favorable vote for . 1883. Alvin Pros, Esq. (Weiss Dawid Pres Zel-
utory rate expires and the royalty rate nick & Lehrman, P.C)

is established bybidng arbitration SuPPotas or T TRA2DKeAB Law Michael A. Grow (Ward LazTarus & Grow);is established by-binding arbitration. RvoAc(S183 I456
It insures the network signals will be Hamiton Brook, Smith & Reynolds;

available to dishowners In so-called (This list is based on correspondence re- Thomas MS. Hemnes (Foley Hoag & EHot);
whte areas" The Federal Communi- ceived by the United States Trademark Donald O. Jackson, Esq.; Jones. Day, Reavis
ctons aommass ise Fedenl C mu Assoclation; it does not purport to be corn- & Pogue; Sheldon H. Klein (Ward Lazarus
cations Commission is given the au-'plete) & Grow); Ladas & Perry; Laff. WhiteseL

thority to impose syndicated excluaiv- Conte, Saret.
ity on independent signals if It is feasi- DUsraY, TRhA AND , LABOR aOR AfO- John T. Ton o WardsLaa &John T. LAnabmn (Ward Lazarus'& GOrow)-,ble. . Chamber of Commerce of the United eorge L Little, Jr. (Petree Stockton &

Mr. Speaker, I want to thank the 8tates, Chemical Manufactuers A cci-- Robinson); Philip Maimnckrodt (Mallinck-
chairman of the bcommittee, the tion, Intellectual Property Owners, Inc, rodt& Mallnckrodt); Alfred M. Marks, Esq.chairman of the subcommittee, the. International Ladles' Garment Workers' (Brumaugh, Graves, Donohue & Ray-

gentleman from Wisconsin [Mr. Kas- Union, International Franchise Asocation. mond) Mason Mason & Associates; Malcolnim
TzNa i], the gentleman from Virgin- Internmational Union, UAW. M lebJr, mes Mitchell Pr
ia [Mr. Boucm], the gentleman from National Assodciaton of ManufacturersA MCaleb, Jr, Eq.veld James A. M& tchellittone,Heneveld, Cooper, DeWitt &' Litton);,
Massachusetts [Mr. Maaxy], and the sociatlon, Union Label & Service Trade De- George B. Newitt, Esq. (Allegretti & Wit-
gentleman from Louis/rna [Mr. partment AFL-CIO, The United States coi, Ltd)
TAuzni] for their outstanding service Trademark Association. Vincent N. Pallidino, Esq. (IFtsh & Neave);
in this area, particularly my dear sa aSsocIATIoSra Matthew LH. Patton (Kilpatrick & Cody);
friend, the gentleman from California, American Bar Assocation-PTC Law Sec- Beverly W. Pattishallh (Patttshall, McAu-
[Mr. MooRHzD1] who has assisted us tion, American Intellectual Property Law liffe, Newbury, Hilliard & Oeraldson); Eve
as -this title has Journeyed through Association, Austin Patent Law Association. W. Paul (Panned Parenthood Federation of

both the Committee on Energy and California Bar Aoation, Chicago Bar As- America, Inc.); Sydelle Pittas (Gaston &
Commerce and the Committee on the sociatlon. Colorado Bar Assoiation. o ber Robn Robn Blec

Judiciary. Connecticut Patent Law Association. Li- Daley); Bruce A. Tassan Esq. (Dickinson.
censing Executives Society USA/Canada,- Wright, Moon, Van Dusen .& Freeman);

Mr. MOORHEAD. Mr. Speaker, I Association of the Bar of New York City, Townsend & Townsend; Ros, Howtson.
yield such time as he may consume to New, York County Lawyers' Association. Clapp & Korn; Richard Wallen (Harris,
the gentleman from New York [Mr. The New York- Patent, Trademark and Kern, Walen & Tinsley); ELRos Workman.
FISH]. Copywright Law Association. Philadelphia (Workman, Nydegger & Jensen).

(Mr. FISH asked and was given per- Patent Law Association, Utah State Bar: Mr. MOORHEAD. Mr. Speaker, I
mission to revise and extend -hi' re- --' .omrr ' yield myself such time as I may con-
marks, and include,. extraneous U.S. 'Department of Commerce, U. sume...
matter.)..:,:..'-· ::. Patent and Trademark Office. Mr. Speaker, origtnally-the adjinis-'

Mr; FISH. Mr. Speaker, as an orgl.- , ' 'tration had some problems with this'
nal cosponsor of the Trademark Law ' Air Podts and Chemicals. I=; i'Acon legislation but nothing that they had
Revision Act, as introduced by the Laboratories, Inc - American Cyanami d problems with still remains in the bill-
gentleman from California LMr. Mooa- Company.; Amoco Corporation; Apple Comn- I know of no opposition to the legisla-
mnn], I am very pleased with the re- puter, Inc.; Aahland Petroleum Company;: tion. I urge a strong "aye"vote.
vised version of S. 1883 that the gen- Becton Dickinson and Company, BP Amer- Mr. KASTENMEIER. Mr. Speaker, I
tleman from Wisconsin [M1r. KAsTzN- Ic Inc.; Calvin Klein Cosmetics Corpora- yield 2 minutes to the gentleman from
BuIRal has brought to the floor. I was ton; Chevron Corporation. Massachusetts [Mr. MAsxzx.

very disppointed by the version of Control Data Corporation; The Walt Mr. MARKEY. Mr. Speaker, I rise In
vs leislatoinrep e the v n ofDisney Company'. The Dow Chemical s ng support of S. 1883. as amended.

this legislation -reported by the sub- pany, Dr Pepper Company; Eas Kodtman strong sup
committee and. this revised bill is a Company; Eaton Corporation; Eli Lilly and S. 1883 incorporates provisions con-
substantial. i mprovement. It- retains Company, E.Lxron Corporation; Frito-Lay, tained in ELR. 2848, the Satellite
most of the essential elements found Inc; GameTimae.' ' Home Viewer Act and clarifies the-
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legml statw bL satelu- li
oti bmadcactelevsIDn IegnalR to' ime
satetMe dibln er het legidttom-
anuldl ar o sm v tertm starg cy. 11-
censemundt.eCCbpyrrghtm Act' of 1976:
for- tle- seeondmry' retranrnMlb of
superstatlons. and television network-
statiomnfbprprvate home viewfin .

.18ff3 alho acdessev a cabee
tidenti.lec as Vot-ntlanU the giMatestL
tHam , t.tn avlable; home; satellite, disu
ndiustry-plracy. BY clahmfini- the

definitonm of aml ·tsiengthenfirm the
p t~seeftinmr againstn plray'!· fp thew'
Bbm utntdA AhtA 8-i-A 1 wYI give'

w- enfibrcement autorltles; greater
MIll~tytistear the' growlngcproblhm-:or

theft of :satellitL dellvermr pdogain,"

BIFW Mebem& wank*& tirelmsew tOD
crafttti6zI, comg leitblridbmImpapr.
ticunar,. ] want. to commendl MA. DEm-
aGm.,j cidirma: of' the, E'nergy and'
Cbmm cem Committee;. and' bt. Kks:-
TENrMEm" chairma n of t he- Courts
Subcomm1tttee' lbr tlhef outsandlng
leadeshlpo'o f this mss k asa -aW to
cmm d lMM TAXzns W... EMR A:'
BOuc ME l Ii Rmma nid M. MboR-
mADw for thei-. leadershlp- on this- Im-.
portant issue anrd. fr 'tteit deditatibn-.
to inc easliag.programmilg optlbhna for.
ruraIl Amrican .--

S. 1883 enjoys the atonv&suppont -of
coasumra, -. a.ri i ;ct'edl i-htduatrles
alike-l utigegmw ooaagnesmto votefor
this lnplOtlg-egsa't*mi - -. .::: :.

.r Seake, Yrwould' like to'-ticlude:
lrthetEt;acg teLs- Dofnt. portrons-of
the Ehergy and' Commerce Committee-.
repor on H.?.848 .-

- Ranoronr H.R.~4& -

PURPOW 1ENE IRo5LAnfON-

H..L 2848:, "ite 8ktellite. Home VIewer.
Act*'; asmended'and reported by the Com-
mittee agmendk the Cbmmrunicatlons-Act of'
1934 and'the- Cbopyrgt Act of 7i for the
purpose of. ensuring- savailbility- of satellite-
dellvered' vdeo prugrammtng-tr Iome satel-
lite antenna ownersThis.legislation creates
an terin s tatutyy lcnse- Ih the Copy-
right Act for- ateite-carriers tor ratransmit-
televisirr signals. of superstations.
and networkt stationsr to: earth. station.
ownersfbrpritate: home viewtig;

LR'. 284Z * directs-the Federat Coammunica-
tlons- Cbmmissiorr tn institute a prceeding
to determine the-feasibility of imposing syn-
dicated' exclusivity- rules- for satellite car-
riage of broadcast. signals. The legislation
clarifies that violations' of any. such rules, if
enacted' by the Commission, are violations
of the Communications Act and' should be
subject to such sanctions and penadUes as
are contained in the Communications Act
The legislation also clarifies and strength-
ens current law, concerning unauthorized de-
scrambling or interception of satelllte-deliv-
ered cable programming. Finally, this legis-
lation requires the- Commission to initiate
an inquiry into the need for a universal de-
cryption. stadard for home satellite anten-
na users.

BAC(KGROUN/1 AJD-NEED FOR LCGISLAT-rON

Hislory of Uthe Sitellite Cable Programming
Industry

Reception of television signals via back-
yard satellite dishes began in-1976, one year
after Home Box Office Inc. (HIB0)- began
delivering- its- movies to cable television op-
craters by satellite. At that time, however.

{;RESSIONtO RECO RDZHO~I
receptivm tAsci n n-a lbyow e otbacb-
yard. tlte dishe was. not. authorised by;

The-former-Setlbr 6' of tle:ComnmnlL
cations Act of 1934 (amende an& redmi-
natedoas-rtion 705 by-theCaWle Communi-
catbPBo ollcy.'Actof Ml84amadeilltegM' to
raWeI nrdio- oommunnicatlons without aw-
tholriution In ak number of, cases in the
earlz 19l'b thscourts.ruled that the-unau.-
thodkreceptlon of ma televiionasignala.
InclUt dsignal Inteded for ume by- cablie

Wsten,: ccmnttalt. r prohibltled "e"- off
the- tmu-deFrctlbnOi8;of the'Commu-
n111CM1r'2057C8LAB-ee a, artwelL'<mbmmsus
;nftaftd" GWamw Watermjr rook 3-2d. 4fW
(thlCtrk4. I860)) The -lfC toolsthe: view
that hme.m talllte dish owaners - eoelv
aatelltr silrna without authonrdaoE r were-
Involved In an llegal-Dractl : -

Cbngres contrred'ful'.r e status-on the
televiOlon, reeeleon, (cV., - in-st In
the Cablb Cmm nit~ ons PolBicy* lkt of
I8 (Cadl -W- f 98-L549il. The Cable-

.at,expregatlegalsed-the sale and use of
backyand. dishes. It . allowed backyard dishi
owneratowremlve satelllter-elayedcablea.pr-
&gmmig, feerofchrge Lif. the_ program-
ming Icnat esmrypted or "-ambied' or if:
a' marketig system authortizing. prtdate
v :ewihg -notbieen est, elsh ' TheCaTble-

t-subs dum nll tInbreasdlpenalties forun-
atir de signal eptltbri-tnaludlng. re--
caption-of scramhled. saigm Althougir the-
legislation did-not require rambled aa
to be .sold to bcac l dish. owner pro--.
grammers hamN an Incentive. to market
acrambled signals to backyard dish owners.

During tla debate on' tftesvlhhoni Con-
greass noted a expect-ton,-tht Insmased
penalties- fo, unathorzsed; re'ta, of
cble. sdee would~ allow cable. Dreoram-
mars, to, oht paa3nnt. foa their prgram-
ming more easll..

Since the, passage of the Cable. Act the
backyard satellite dish industry hz exper-
enced, explaive, growth particularl' in- the
South: and] Midwest The number of back-
yardi alI~thI eart- aJme lip apertDIon ihn
tle lnited tles- s iknssdlfton es-.
timated' 6,000 In 1980 to, over 2 million-
today. Complete orome receivitg systems,
which once sold for as much, as 6;000, now
are advertsed for a-little- as $1,000, orles.
In addition, technology has reduced the sitze
of the backyard dish sgnificantly-from the-
30-foot-wide- dishes of severa¢ years ago to
dishes. approximately six- to ten, feet in. di-
ameter. today..

"Scramnblbnt' of atsltte,-Ca
Progmmrnming

The technological development. of home
earth station equipment enabled home- dish
owners. to Intercept satellite delivered sig--
nal that originally were intended th be dis--
tributed only to cable. systems; Cable sys-
tems pay satellite carriers a per subscriber
fee for delivering Wt the system, a, broadcast
signal; thie systemithenend out the signal
over the wire to their subscribers. Dish
owners, on the other hand, initially paid no
fee to the carriers for the signals they re-
ceived. In order to impede this unauthorized
reception of thelrsatellite-delivered signals,
most resale' satellite carriers and certain
copyright holders in satellite delivered sig-
ralis decided to encode, or scramble, their
signals and to provide-descrambling capacity
only to pa-,ing subscribers.

Many home dish owners have stated obh
jections to the scrambling and current mar-
keting practices of satellite delivered video
programming because they believe that
they have a right to receive satellite pro-
gramming at a price comparable to that
paid by cable system subscribers to the same
programming. Some consumers have ex-

pressed, cncermrabout_ soestu at' desrmnD-
bllng devicex price discrmnaton fo pr-
gxammln eruL s a]bztwodinoownem
and scewto.the-programmin aa'llable.to-
cide subscribers Te satellite dish industry-
and most dish owner, howaer. have con-
slstenti agreed that c nopyrikt hone de-.
erv tobe-farI eomnpensate'brvIWvfers.of'

Inreeanttm psmthe tree mer television-
nrmt:twecrmbs m b le-their sts-
etllitefeeids tbmttei redndIam&lsted:&A-.
tL and-mm iL eanlmb Boirmitos
ntrswamntt4 omnbr'. smr! lnef.r sty--

um antenn. otem ;UTh6 Va C& ai pses
severa questlbns, under the- CoDydght Act.
0fiQt!o 1i76 JtCLY. . -l.- :r

The Copyright Act. protw_& that the.
owner of' the copyrigi- ba hr the, eclustve-
rfghttto ' reprodmer ditSbribteua fts of, amnd
publnly perform an display t-es-opyvight-
ed mwork. W8 U:C:B&cattr Il) 'A copy--
right holder generaly has the exclusive-
right to)decide wlko marmae uw offills or
herwo~,andper dedrso n bmdsuaeOs.:
dlstribute cm publicly persfomor dlsplay, the
copyrighted work must obstln thealyright-
holder's _ .. . . :

The .opyr it A .hoawever. dbeamsi:.h
sr lme~d'e t fromr cpyrlk" l..fft.r C .
Cbrtenin, undor'ctftn, 1tM(V )"'pastve
carlfIs'ar provldedsan-,enemtrun from U-
aityl- for:seeondary tranamtbu of copy-
r bjited. o where the. carier "b.asi no.,
dhmec-r~ dre lt10 avftelnen ntzor-.
sdelecton of ther primarye on;.,er
over the!prcularelplenta eothesecond-:
ear traLndms a...' "A. ca ris activities
.Ith. resrW_ to. a se'.ary ty bamlsson.
.must "consis soely& of providing .wires,.
cales- or other acomnmubatons channe-L
fbr the umse- of othaers Sc mo n satelite
emniers- of broadcast tator. slgnsih acram-
blehe Wdk andmarket. derodindevicer-
and packages of programming to home dish.
ownaraL there is,. continuing unctalnty
about whether. or net such- arriers are
Iablunder-the Copyright Act.

Some-analysts of the-copyright ls.-assert -
that by sening,. renting, or relicensing de-
serambling devices to spbscrlblng earth sta-
tfbn -owne r carrier exercises direct con-
trol over whichl ihdividudl members of the.
public receive. te sdlmals they transmit.
Moreover,. it has. been- cltned that the ac-
tiltie& of satetllt carriers,. whichL ahnost.
alwasy include- the scramhllng of a broad-
cast ignal; represent -afar rmre-sophistlcat-
ed and.active-involvement in. selling signals
to the public than does an act of. merely
providing "wires, cablbs, or other communl-
cations channels.'

In a March 198, S8' letter to Representa-
tive Robert W.: Kstmenmeer, Chairman of
the JUdiciary Committee's- Curts, Civil Ltb-
erties and Admlnirntlon of Justice..Sub-
committee. Mr. Ralph Om-n, Registrar of
Copyrights, set forth his "preliminary judg-
ment" that the sale or licensing of descram-
bling devices to satellite earth station
owners by common carriers falls outside the
purview of the copyright exemption granted
"passive carriers" for secondary transmis-
sion of coPyrighted works. particulary when
the carrier Itself scrambles the signal. "The
exemption failing" Mr. Oman. concluded,
"The resale carrier requires the consent of
the copyright owner of the underlyvng pro-
gramming."

Similarly, in testimony before the Tele-
communications Subcommittee in 1988.
once common carrier, Southern Satellite,
which delivers WrTBS. stated its belief that
the section. l11(aX3) exemption was not
available to the carriers of satellite. deliv-


